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PREFACE

During my stay in Santa Clara, School of Law in California (U.S.) over a decade 
ago, I decided to make a choice whether to continue to deepen my understanding 
of IP law and aim to become an expert in this field. At the end of my stay, 
the choice was quite clear. Back then, I was particularly interested in media 
and entertainment, especially due to my passion for music. I also saw IP as an 
important part of the future and predicted that the importance of IP law more 
generally would continue to grow significantly in the decades to come. This 
turned out to become reality and IP is perhaps more important than ever. I guess 
I am still on that path of continuously increasing the depth of my knowledge in 
IP law, a field of law which continues to evolve, and – for good or bad – becomes 
increasingly complex.

My doctoral project began to take shape during my stay at the Munich 
Intellectual Property Law Center in 2015–2016. In Munich, the new EU Trade 
Secrets Directive was being drafted and proposed and I became keenly interested 
in trade secrets. I had already been involved with patents and especially patent 
litigation in my work as an attorney, which is why combining the two topics felt 
natural. I was intrigued by certain clashes between these two fields of law and 
identified issues which had not been clearly answered previously and which also 
had a clear practical relevance. Since my year in Munich, I have continued to delve 
deeper in IP law and published several articles on trade secrets, particularly in 
the context of patent litigation. My doctoral thesis – consisting of this summary 
and four articles – is the end-product of my research.

Having worked for over a decade as a legal practitioner has given me practical 
knowledge, which has been invaluable when conducting my research. In my 
thesis, I have I deliberately adopted a pragmatic approach to my research 
questions. My objective has been to formulate clear, concise and practical 
research questions and answers. That said, there are of course more academic 
and theoretic aspects to be found in my work as well.

While I would not generally describe myself as an optimist, when it comes 
to this project, with my goal to graduate as a Doctor of Laws, I would definitely 
say that, in retrospect, I may even have been foolishly optimistic. Yet in my own 
defense, this optimism may simultaneously be the reason why I was able to reach 
the finish line. Now here we are, it has certainly been a ride worth remembering. 

I would like to warmly thank my supervisors, Emeritus Professor Niklas 
Bruun and Professor Marcus Norrgård, for their continuous support and valuable 
comments. These two gentlemen have encouraged me to consider different angles 
and approaches and use all available efforts to ensure that the end-product is of 
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the highest quality. Their views and comments from an academic perspective 
were particularly valuable.

I would also like to express my gratitude to my family, which has supported 
me the whole way through this project. I am deeply grateful for the unparalleled 
encouragement and support from my dear wife. With love, she has encouraged 
me to move forward and finish each step of the process. The energy, positivity 
and love of my son has been the perfect reminder of why it is important to 
keep going with a smile on your face, especially when things get rough. I would 
also like to thank my loving parents who have never questioned my choices in 
life — including the choice to apply to enter the doctoral program at the law 
faculty — and have instead been supportive in relation to each endeavor I have 
decided to embark on. 

Thank you all from the bottom of my heart.

“Push the envelope, watch it bend.” 
(Tool – Lateralus) 

Helsinki, 15 October 2022
Vilhelm Schröder
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ABSTRACT

My research has concerned the question of how trade secrets are and should be 
protected in European patent litigation. I have discussed the types of problems 
that may emerge in practice and how they can be resolved. The issues identified 
arise as a result of a tension between the legitimate interests of the patent holder 
on the one side and the trade secret holder on the other. 

During patent litigation, certain difficulties arise when a trade secret holder 
is under pressure to disclose a trade secret. One reason why a trade secret holder 
is usually not willing to disclose a trade secret during court proceedings is that 
trial documents and court hearings are, as a point of departure, public. The 
trade secret holder may also be reluctant to disclose the trade secret to the 
counterparty who may be a competitor.

The current international and regional provisions related to the research 
topic are rather general and vague. As a consequence, it is not clear how much 
protection is to be afforded to the trade secret holder during patent proceedings 
and ultimately this will be a question for the national legislator and courts 
to decide. I have argued that the current situation is not satisfactory for the 
trade secret holder and that certain minimum standards should be included 
in international and/or regional instruments to increase legal certainty for the 
parties irrespective of the seat of the proceedings. The proposed minimum 
standards should inter alia give the courts the power to declare documents 
confidential in relation to the public, hold hearings behind closed doors (public 
excluded) and block the introduction of irrelevant trade secrets in the proceedings. 
Moreover, a confidentiality obligation should be in place for everyone to whom 
the trade secret has been disclosed in the proceedings. 

When contemplating how far trade secret protection can be taken in court 
proceedings, we need to bear in mind the rights to an effective remedy and a 
fair trial. As a rule of thumb, the more secret the proceedings are, the more one 
should pay attention to questions of fundamental rights. The exclusion of the 
public is usually less problematic compared to excluding the party or the party’s 
counsel from any part of the procedure or disallowing them to review trial 
documents. As a main rule, a party and the party’s counsel should have the right 
to review all trial documents and participate in every step of the oral hearing. 

The European patent system is currently under substantial reform. It is highly 
likely that the unitary patent and the Unified Patent Court will soon become 
a reality. I have therefore decided to discuss a few questions related to trade 
secret protection in patent litigation before the Unified Patent Court in light of 
the current provisions of the Agreement on a Unified Patent Court and the Rules 
of Procedure. This discussion will hopefully continue once the Unified Patent 
Court begins handing down its first rulings.
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ABBREVIATIONS

Art. = Article
Chap. = Chapter
CFREU = Charter of Fundamental Rights of the European Union
CJEU = Court of Justice of the European Union 
ECHR = European Convention on Human Rights
ECLI = European Case Law Identifier
ECtHR = European Court of Human Rights
EPC = The European Patent Convention
EU = The European Union
EUIPO = European Union Intellectual Property Office
FCJP = Finnish Code of Judicial Procedure
FSAC = Supreme Administrative Court of Finland
FTSA = Finnish Trade Secrets Act
GPA = German Patents Act 
IP = Intellectual Property
O.J. = Official Journal of the European Union 
Para = Paragraph
Rec. = Recital
RoP = Rules of Procedure of the Unified Patent Court 
SCF = The Supreme Court of Finland
Sec. = Section
SEP = Standard Essential Patents
Subpara. = Subparagraph
Subsec. = Subsection
TRIPS Agreement = Agreement on Trade Related Aspects of Intellectual 
Property Rights
TSD = European Trade Secrets Directive
UPC = The Unified Patent Court
UPCA = Agreement on a Unified Patent Court
UK = The United Kingdom
VCLT = United Nations Convention on the Law of Treaties
WIPO = World Intellectual Property Organization 
WTO = World Trade Organization
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1 INTRODUCTION

1.1 Aim and Research Questions

My research focuses on how trade secrets are protected in European patent 
litigation, the types of problems that may potentially emerge and how they could 
be resolved. These issues arise as a result of a tension between the patent holder’s 
legitimate interests on the one side and the holder of a trade secret on the other. 

The fictive “arena” for my research has primarily been the court room. To 
highlight the problems, I have described a few example scenarios in which the 
issues become evident. In one example, a patent holder has a process patent 
for a new pharmaceutical compound, and while the process is protected by 
the patent, the compound itself is not. The patent in this example is fairly old, 
and the compound could not be protected by a patent because pharmaceutical 
compounds were not eligible for patent protection. The defendant manufactures 
a generic pharmaceutical product consisting of the same compound and is sued 
for infringement. In this scenario, the burden of proof would likely be reverse, 
requiring the defendant to prove that the process is not infringing. However, it 
may well be that the defendant’s process constitutes a trade secret, which the 
defendant would not like to disclose at all, even if the defendant bears the burden 
of proof. This raises several questions on how the patent holder’s as well as the 
trade secret holder’s interests can adequately be taken into consideration and 
safeguarded in the proceedings. 

Another particularly interesting question is how evidence can be obtained 
in patent litigation while simultaneously safeguarding the legitimate interests 
of the trade secret holder. In any litigation, evidence is essential and will likely 
determine who wins the case. Consequently, for a patent holder to win his case, 
he has to substantiate his claims and grounds by presenting sufficient proof. 
There may well be instances when the patent holder has reasons to believe 
an infringement of a certain patent has occurred but does not have sufficient 
evidence to prove this. For example, this could be the case if the patent is a 
process patent, as it may be difficult for the plaintiff to obtain any information 
on the process used by the defendant. The patent holder nevertheless suspects 
that the process used is the same because the product is virtually identical. But 
how would the patent holder be able to prove which process the defendant uses 
without access to the defendant’s facilities? In a “normal” infringement case, the 
plaintiff (i.e., the patent holder) bears the burden of proof that the defendant’s 
process indeed infringes the patent. 
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There may also be circumstances in which a patent holder has a clear interest 
in securing evidence by precautionary measures. For example, this may occur 
when there is a risk of evidence being destroyed by the alleged infringer. In this 
scenario, evidence would have to be secured for future infringement proceedings. 

The patent holder may also have an interest in obtaining evidence to support 
his claim for damages. The evidence targeted could e.g., be financial statements 
or other information related to the sale of an allegedly infringing product. 

In the scenarios described above, it is possible—and in fact rather likely—that 
the defendant will claim that all or part of the evidence targeted in the patent 
holder’s claim contains his trade secrets. If the defendant can establish that 
this is indeed so, his legitimate interests related to the trade secrets should be 
protected in the proceedings. However, the protection of trade secrets should 
not unfairly prejudice the rights of the patent holder, including the patent 
holder’s right to an effective remedy. Striking a balance between the interests 
at stake requires careful consideration and the options available will, de lege 
lata, particularly depend on national procedural law in the jurisdiction where 
the proceedings take place. 

1.2 Methodology 

The method adopted in all the articles and this summary is primarily legal 
dogmatic.1 Consequently, the focus has been on interpreting and systemizing 
currently effective legal norms that are relevant for the research questions. By 
reading the articles it will become clear to the reader that an integral part of 
my work is the interpretation of the law. There is nonetheless a systemizing 
element as well, inter alia because I have attempted to gather and systematically 
review the norms and case law concerning each specific topic under logically 
constructed headings in the articles and this summary.

Despite the above-mentioned common denominator, the methods adopted in 
each article differ to some extent. For example, the EIPR articles2 particularly 
focused on how to interpret Art. 34 of the TRIPS Agreement3 as well as other 
relevant provisions concerning the reverse burden of proof and the protection 

1 Peczenik for example describes legal dogmatics as the interpretation and systemization of (valid) legal 
norms, see Alexander Peczenik, The Basis of Legal Justification (1983) 118.

2 Vilhelm Schröder, “Reverse Burden of Proof and the Protection of Trade Secrets in European 
Pharmaceutical Patent Litigation: Part One”, 4 European Intellectual Property Review (2017) 
(Appendix I) and Vilhelm Schröder, Reverse Burden of Proof and the Protection of Trade Secrets in 
European Pharmaceutical Patent Litigation: Part Two, 5 European Intellectual Property Review 
(2017) (Appendix II) (jointly EIPR articles).

3 Agreement on Trade Related Aspects of Intellectual Property Rights of 15 April 1994, 1869 U.N.T.S. 299 
(TRIPS Agreement).
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of trade secrets. In these articles, I decompiled Art. 34 of the TRIPS Agreement 
and provided some guidelines on how to interpret each part of the provision. 
The sources I consulted were the relevant legal instruments themselves, the 
wording of the relevant provisions, the legislative history related to each set of 
rules as well as case law and legal literature. 

The NIR article4 was written at an interesting time when the EU Trade Secrets 
Directive (TSD)5 had only recently been implemented in Finland. As there was 
virtually no legal literature on the new Finnish Trade Secrets Act (FTSA)6 at that 
time, the most important sources consisted of the preparatory works as well 
as the legal literature related to the TSD. I adopted the purely legal dogmatic 
method in this article because my main objective was to critically review and 
systemize certain aspects of positive law as recently amended by the TSD and 
the FTSA. 

From a methodological point of view, the GRUR article7 is somewhat different 
from the other three articles because in addition to international, regional and 
Finnish law, a second national legal order is analyzed (Germany). This article 
was co-authored with a German colleague, Mr. Philipp Widera. The method 
applied in this article resembles the other articles in that it could certainly be 
described as legal dogmatic, but it is also comparative. From a theoretical point 
of view, the method adopted could be described as functionally comparative8, 
as we considered how certain legal problems emerge and could be solved in 
Finland and Germany. The method can also be identified as microcomparative 
because the research concerned specific legal institutions and problems.9 We 
began by identifying certain issues related to trade secret protection in patent 
litigation in Finland and Germany. After reviewing international and regional 
rules, we analyzed the national rules and case law relevant to the subject and 
made comparative reflections. We also shared our thoughts on the need for 
further international and regional harmonization. In this regard, the article also 
includes elements which are beyond the scope of positive law and hence cannot 
strictly be considered as legal dogmatic but should rather be characterized as 
considerations de lege ferenda. 

4 Vilhelm Schröder, Transformation from a Patchwork Quilt to a Unified Fabric: Discussion on a Few 
Particular Aspects of the New Finnish Trade Secrets Act and the EU Trade Secrets Directive, 4 Nordiskt 
Immateriellt Rättsskydd (2018) (NIR article) (Appendix III)

5 Directive of the European Parliament and of the Council (EU) No 943/2016 of 8 June 2016 on the protection 
of undisclosed know-how and business information (trade secrets) against their unlawful acquisition, use 
and disclosure, 2016 O.J. (L 157) (TSD).

6 Liikesalaisuuslaki [LSL] [Finnish Trade Secrets Act] 595/2018, as amended (Fin.).

7 Vilhelm Schröder and Philipp Widera, Obtaining Evidence in Patent Litigation and Trade Secret Protection 
– A Tale of Two Poles, 4 GRUR International (2021) (GRUR article) (Appendix IV).

8 See e.g., Jaakko Husa, A New Introduction to Comparative Law (2015) 119. 

9 See e.g., Konrad Zweigert and Hein Kötz, Introduction to Comparative Law (3rd ed. 1998) 5.
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As in the articles, the method of this summary is also legal dogmatic and 
comparative. It is important to mention that Chapter 4 concerns rules which 
are not yet applicable, and Chapter 6 includes de lege ferenda analysis. I would 
also like to note that the style of citation used in this summary is based on the 
Bluebook®, which provides a uniform system of citation. However, the citation 
styles of the articles (Appendices I-IV) differ, because they are based on the 
house style of each journal.

1.3 Desired Impact 

I have attempted to select and focus my research on those questions that are 
important from a practical, academic as well as a societal point of view. This 
means that these questions raised could be found on the desk of an attorney 
or judge who is involved in patent litigation. The manner in which questions 
are answered in practice is exceedingly important and may well determine the 
outcome of the case. For academics, my hope is that the articles could spark 
the interest of IP law researchers by introducing them to a topic which has 
rarely been debated in the legal literature. This is an area that warrants further 
research. The questions I have posed could also be considered as significant 
from the perspective of international, regional or national legislators who may 
in the future need to consider the harmonization or alternatives for national 
legislative amendments which aim to address the protection of trade secrets in 
patent litigation. Consequently, this research will hopefully have a wider societal 
impact as well. 

The aim of my research has also been to systemize the rules related to the 
chosen topic and to answer certain difficult questions which may arise in practice. 
For this reason, my findings could offer guidance for the parties participating 
in a patent litigation. My hope is that sufficient attention would be paid to the 
protection of trade secrets and the legitimate interests of the trade secret holder 
would be safeguarded. This type of development could indirectly even result in 
increased innovation and welfare in society because a trade secret holder would, 
on the one hand, effectively be able to keep his trade secret protected and would 
not shy away from investing in research and development. On the other hand, 
patent holders will hopefully better understand how their own trade secrets can 
be protected, and if the trade secrets belong to the counterparty, he will have 
some idea of the extent to which the counterparty can legitimately rely on trade 
secret protection. This also means that the position of the patent holder could 
improve. To summarize, the parties in patent litigation would hopefully benefit 
from increased legal certainty as a result of my research.
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1.4 Terminology

Depending on which jurisdiction or legal instrument is under review, the terms 
that are used to refer to trade secrets may vary. Neither are the terms used on 
an international level entirely coherent. Different terms are used even within 
the TRIPS Agreement. For example, this occurs in Art. 34 (Para 3) and 42 (Para 
1) of the TRIPS Agreement. Another example is found in Art. 34 (3), where 
the term “manufacturing and business secrets” is used, whereas “confidential 
information” is used in Art. 42 (Para 1). Also, in Art. 39 of the TRIPS Agreement, 
the term “undisclosed information” is used. This term was arguably selected to 
avoid reference to any specific legal system. 10

Similar examples can also be found in other legal instruments. Art. 55 (Para 
3) of the UPCA11 refers to “manufacturing and trade secrets.” In Arts. 58 and 59 
of the UPCA the term “confidential information” is used. The term “confidential 
information” is also used in the EU Enforcement Directive (e.g., Arts. 6 and 7).12

In my research, I have not to any greater extent considered or discussed 
the extent to which the various terms such as “trade secrets” and “confidential 
information” could constitute a different type of information. “Confidential 
information” does appear to be broader and could potentially include information 
that does not qualify as a trade secret, e.g., based on a contract. This would e 
contrario mean that anything that constitutes a trade secret as a main rule also 
constitutes confidential information.

However, especially in relation to the EIPR articles as well as the GRUR 
article, any potential confusion related to terminology was diminished by the 
fact that I did not discuss in detail which type of information would qualify as a 
trade secret in these articles, but rather presumed that the relevant information 
would qualify as a trade secret in the relevant context. Operating with such a 
presumption was warranted to enable me to focus on the different procedural 
issues arising. 

In light of the above, and in the interest of coherency, I decided predominantly 
to use the term trade secret in my research because this is the term used in the 
TSD. As my research has primarily concerned European patent litigation and the 
term trade secret has now been harmonized throughout Europe, I found it most 

10 Daniel Gervais, The TRIPS Agreement: Drafting History and Analysis (4th ed. 2012), 540 and 
William van Canegem, Trade Secrets and Intellectual Property – Breach of Confidence, 
Misappropriation and Unfair Competition (2014) 56.

11 Agreement on a Unified Patent Court of 19 February 2013, 2013 O.J. (C 175/01) (UPCA).

12 Directive of the European Parliament and of the Council (EU) No 2004/48 of 29 April 2004 on the 
enforcement of intellectual property rights, 2004 O.J. (L 157) (Enforcement Directive).
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appropriate to use this term.13 Substantively, this term is virtually identical to the 
definition of “undisclosed information” used in Art. 39 of the TRIPS Agreement. 
This is natural because this provision forms the basis for the definition included 
in Art. 2 of the TSD. The harmonized definition of a trade secret under the TSD 
is discussed in more detail in the NIR article. 

1.5 Structure of the Summary

After the introductory chapter, I review the legislative framework related to trade 
secret protection in patent litigation. When discussing this research topic, there 
are relevant provisions at the international, regional (EU) as well as national 
levels. Before introducing the provisions in these instruments, I have identified 
a few provisions which are relevant from the perspective of fundamental rights. 
It is important first to acquire a clear view of the existing provisions before 
embarking on a more detailed consideration of the research questions at hand. I 
would like to note that Chap. 2 only comprises the provisions which are currently 
in force and applicable (de lege lata).

After reviewing the legal framework, I summarized the articles in Chap. 
3. The articles are rather lengthy, and I have tried to include only the most 
important points and findings in this summary. For a deeper analysis, I would 
like to direct the reader to the articles themselves which have been appended 
to this summary (Appendices I-IV).

Despite facing many hurdles, it now appears that a Unified Patent Court 
(UPC) will be established in Europe imminently. If this happens, the patent 
litigation landscape will change significantly in Europe. As a consequence, it is 
currently warranted to review and discuss how trade secrets could be protected 
in patent litigation before the UPC, and I have included a separate chapter on 
the UPC in this summary (Chap. 4). 

The more trade secrets are protected in litigation, the more questions related 
to fundamental rights should surface. IP rights are protected as fundamental 
rights. Particularly the right to an effective remedy and a fair trial become 
relevant in instances in which trade secret protection is taken very far. I discuss 
this topic in Chap. 5 of this summary. 

 In Chap. 6, I attempt to answer questions on how trade secrets should (de 
lege ferenda) be protected in patent litigation, particularly from an international 
and regional (EU) perspective. I discuss whether further harmonization is 

13 To a certain extent, I will, however, use different terms in order to point out differences in specific 
definitions and regimes. Also, to the extent that other terms are used in specific provisions discussed 
(such as “confidential information”), when quoting a certain provision, I will of course use the same 
terminology that has been adopted in that provision. 
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needed and what such harmonizing rules should consist of. I propose certain 
minimum requirements which could be introduced in international and regional 
EU instrument to better safeguard the legitimate interests of a trade secret 
holder irrespective of the seat of the litigation.

In Chap. 7, I identify a few topics which I think are suitable for further 
research. I then conclude with a few final remarks in Chap. 8. 
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2.1 Fields of Law

The general topic of my research — “Trade Secrets in European Patent Litigation” 
— combines two main areas of substantive law, trade secrets law and patent 
law. The purpose of granting patent rights by law is to provide incentives for 
innovation. Trade secrets are in essence protected by legislation for the same 
reason. The protection of patents and trade secrets is also thought to encourage 
investments, research and development efforts to give rise to innovations. While 
patents are the traditional means of protecting innovations, the importance of 
trade secrets for this same purpose has continued to grow.

Patents are time-limited exclusive rights that give the patent holder a 
possibility to prohibit others from making, offering, putting on the market or 
using a product protected by the patent or using a process protected by the 
patent. Patents are granted for new innovations that include an inventive step 
and require publication of the invention. By comparison, the threshold for trade 
secret protection is lower. Moreover, trade secrets are not usually considered to 
be exclusive rights, which is why independent discovery and reverse engineering 
are allowed as a point of departure. Trade secret law protects against certain 
types of unlawful acquisition, use and disclosure of trade secrets. This protection 
is not time-limited, and no publication is required; on the contrary, the value of 
a trade secret lies in the fact that it is secret.

In addition to patent and trade secret law, my research also extends to the 
area of procedural law. When I began my research, I certainly admitted that 
procedural law (or at least provisions of a procedural nature) would be a part 
of my research. However, as my research progressed, it would be fair to say 
that procedural law may have become one of the most important areas of law 
in my research. The problems discussed all relate to evidentiary issues when 
enforcing patent rights. The provisions concerning issues such as burden of proof, 
obtaining of evidence, and confidentiality of documents in court proceedings 
are predominantly procedural in nature. 

There are a few international and regional provisions that address the specific 
topic of trade secret protection in patent litigation. These rules have formed 
the main legal framework for my research. As discussed in more detail in my 
articles, I found many of these provisions to be rather general. My research has 
operated under a hypothesis that the current international and regional EU rules 
may not be sufficient for safeguarding the legitimate interests of the trade secret 
holder in patent litigation. 



17

Legal framework

The regional legal framework related to the protection of trade secrets has 
been reformed in Europe fairly recently. The protection of trade secrets used to 
be predominantly based on national legislation, which could vary significantly 
between the states. Only a few provisions could be found on the international 
level. In Europe, matters changed significantly when the European Parliament 
and Council adopted the Trade Secrets Directive (TSD) in 2016. This directive 
includes provisions on the minimum requirements for the protection of trade 
secrets, which go beyond the TRIPS Agreement. The directive has affected how 
trade secrets are protected nationally in Europe. In Finland, the directive was 
implemented in 2018 by the new Finnish Trade Secrets Act (FTSA). 

Due to the general nature of the international and regional provisions, national 
procedural rules and case law will also play a role when discussing the topic. 
Procedural law has traditionally been considered to be a predominantly national 
area of law, even if international and regional provisions currently also include 
procedural rules (such as the TRIPS Agreement, the Enforcement Directive). 
Finnish procedural law includes several national provisions which are interesting 
and relevant for the purposes of my research. These provisions inter alia relate 
to the confidentiality of court documents, the holding of hearings behind closed 
doors and the right to refuse to testify. There are also two especially interesting 
rulings from 2019 that are relevant to the research topic from the Supreme 
Court of Finland (SCF). 

There are also a few provisions related to fundamental rights which are of 
relevance for the research topic. These provisions relate to the protection of IP 
rights as fundamental rights as well as the rights to an effective remedy and a 
fair trial. 

2.2 Legal Interpretation

In my research, international provisions included e.g., in the TRIPS Agreement 
and the UPCA have been highly important. I have also interpreted the provisions 
of EU law and Finnish national law. In light of the discussion below, one can 
conclude that the wording of a certain provision is a clear point of departure 
when considering its meaning, irrespective of whether the provisions stem from 
international, regional (EU) or national (Finnish) law.

The need for the provisions to be interpreted arises particularly when there 
are doubts in relation to the interpretation or when the wording of a certain 
provision is ambiguous. Strictly defined, there is no need for interpretation 
in cases in which the wording is clear. Nonetheless, it is interesting to realize 
how often the provisions are not entirely clear simply based on their wording 
and consequently require (or at would least benefit from) interpretation even 
if they prima facie may have appeared to be clear. Often further analysis and 
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questioning will reveal that at least some interpretation is required. The wording 
of the provisions in international treaties is often rather general and this further 
increases the need for interpretation.

When the provisions of an international treaty are to be interpreted, the first 
source for guidance is the United Nations Convention on the Law of Treaties 
of 23 May 1969 (VCLT)14. Art. 31 of the said treaty forms the general rule 
of interpretation. According to this provision, “A treaty shall be interpreted in 
good faith in accordance with the ordinary meaning to be given to the terms of 
the treaty in their context and in the light of its object and purpose.”

First, a treaty must be interpreted in good faith. Second, the treaty has 
to be interpreted in accordance with the ordinary meaning to be given to the 
terms of the treaty. Third, the terms of the treaty should be interpreted in 
their context. Finally, that the treaty must be interpreted in light of its object 
and purpose. 

The notion of “good faith” is of course exceedingly broad and could have many 
meanings. The term has inter alia been considered as referring to some type of 
“reasonableness”, even though that type of “specification” appears somewhat 
circular.15 In relation to the TRIPS Agreement, the legal literature specifically 
suggested that good faith would demand a balancing of rights and obligations 
pursuant to Art. 7 of TRIPS, which amount to a type of “reasonableness” and 
good faith as required by Art. 31 of the VCLT.16

When interpreting a treaty, the starting point is, of course, the wording of 
the provision (“ordinary meaning”) in a particular international treaty. To define 
the ordinary meaning of a specific term or provision in a treaty, the interpreter 
sometimes needs to resort to dictionaries or other sources of definitions.17 
Furthermore, a treaty always has a certain “context”, which should duly be 
considered in the interpretation. It is important to note that the above guidelines 
are closely linked to each other, namely the terms should be given their “ordinary 
meaning” in their “context.”18 When interpreting the terms of the agreement, 
this requires that the interpreter consider the whole agreement, including the 
preamble and possible annexes as well as other possibly relevant documents.19 
The interpreter should take into account both the immediate and wider 
context of the term in question.20

14 United Nations Convention on the Law of Treaties, 23 May 1969, 1155 U.N.T.S. 331 (VCLT).

15 Richard K. Gardiner, Treaty Interpretation (2nd ed. 2015) 176.

16 Id. at 177.

17 Id. at 186.

18 Id. at 197.

19 Id. at 197.

20 Id. at) 197.
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The “object and purpose” requires the interpreter to consider what was set 
out to be achieved by a certain agreement. In some treaties, the objectives have 
been clearly stated, which makes the task somewhat easier. It is important to note 
that the above elements of Art. 31 of the VCLT should be viewed in combination, 
and all the different elements should be considered in the interpretation.21 

Under Art. 32 of the VCLT, it has also been stipulated that recourse may be 
had to supplementary means of interpretation. These include the preparatory 
work for the treaty and the circumstances of its conclusion to confirm the 
meaning resulting from the application of Art. 31, or to determine the meaning 
when the interpretation according to Art. 31: (a) leaves the meaning ambiguous 
or obscure; or (b) leads to a result which is manifestly absurd or unreasonable.

In relation to EU law (such as the Enforcement Directive or the TSD), it 
is important to keep some basic principles in mind. While there are many 
principles for the interpretation of the EU law, I would like to briefly highlight 
a few. The provisions of EU instruments are to be interpreted according to their 
wording.22 The rules should also be interpreted dynamically, which means that 
the status quo is considered in the interpretation. Moreover, EU law should be 
interpreted in a manner that favors fundamental rights.23

It is also worth highlighting a few principles related to the effect of EU law. 
The effet utile principle sets out that EU law should be effective in the national 
member states.24 As already established by the Court of Justice of the European 
Union (CJEU) in the Costa v. ENEL case in 1964, EU law has primacy compared 
to national law.25 Also, as Von Colson case already established in 1984, national 
law is to be interpreted in accordance with EU law.26 

As a departure point, Finnish national law (e.g., a provision in a certain 
act) should also be interpreted according to its wording. Thus, one should not 
deviate from the ordinary meaning of a certain term unless there are sufficient 
reasons for doing so.27 As in any national legal order, in the interpretation, one 
should always also take into consideration the hierarchy of the norms and other 
legal sources used.28 

21 Id. at 162.

22 See e.g. Tuomas Ojanen, EU-oikeuden perusteita (3rd ed. 2016) 51.

23 Id.

24 See e.g., C-41/74, Yvonne van Duyn v Home Office 1974 ECLI:EU:C:1974:133 (Van Duyn). In Para 12 of said 
judgment the following is stated: “[…] the useful effect of such an act would be weakened if individuals 
were prevented from relying on it before their national courts and if the latter were prevented from taking 
it into consideration as an element of Community law.”

25 C-6/64, Flaminio Costa v E.N.E.L., 1964 ECLI:EU:C:1964:66 (Costa v. ENEL).

26 C-14/83, Sabine von Colson and Elisabeth Kamann v Land Nordrhein-Westfalen 1984 ECLI:EU:C:1984:153 
(Von Colson).

27 See e.g. Aulis Aarnio, Laintulkinnan teoria (1989) 256.

28 Id. at 222–246.
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2.3 The Legal Framework

2.3.1 Fundamental Rights

IP rights are protected as fundamental rights. Under Art. 1 of the Protocol to the 
Convention for the Protection of Human Rights and Fundamental Freedoms29 
possessions are protected. Under Para 1 of said provision, “Every natural or legal 
person is entitled to the peaceful enjoyment of his possessions. No one shall 
be deprived of his possessions except in the public interest and subject to the 
conditions provided for by law and by the general principles of international law.” 
Art. 17 of the Charter of Fundamental Rights of the European Union (CFREU)30 
provides that property is to be protected. According to Para 1 of the provision:

“Everyone has the right to own, use, dispose of and bequeath his or her 
lawfully acquired possessions. No one may be deprived of his or her 
possessions, except in the public interest and in the cases and under the 
conditions provided for by law, subject to fair compensation being paid 
in good time for their loss. The use of property may be regulated by law 
in so far as is necessary for the general interest.” 

In addition, Art. 17 (Para 2) of the CFREU, specifically and unambiguously 
stipulates that “Intellectual property shall be protected.” 

In relation to trade secrets, it may also be noted that a specific provision in the 
CFREU (Art. 41, Para 2) sets out that the right to good administration includes 
“the right of every person to have access to his or her file, while respecting the 
legitimate interests of confidentiality and of professional and business secrecy.” 

When assessing different means of protecting trade secrets in litigation, 
a court may have to consider the party’s right to an effective remedy and a 
fair trial. These provisions usually become relevant in the event that a party 
requires trade secret protection to be extensive. An example would be that a 
party attempts to protect his trade secrets by requesting that the court exclude 
one of the parties from reviewing a certain document or participating in a trial. 
Under Art. 6 of the European Convention on Human Rights (ECHR),31 “[…] 
everyone is entitled to a fair and public hearing within a reasonable time by 
an independent and impartial tribunal established by law […].” Moreover, as a 
point of departure, judgments should be pronounced publicly but the press and 
public may be excluded from all or part of the trial in certain circumstances. 

29 Protocol to the Convention for the Protection of Human Rights and Fundamental Freedoms, 20 March 
1952, 213 U.N.T.S. 221.

30 Charter of Fundamental Rights of the European Union, 2012 O.J. (C 326/391).

31 Convention for the Protection of Human Rights and Fundamental Freedoms, 4 November 1950, 213 U.N.T.S. 
221.
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Under Para 1 of Art. 47 of the CFREU, “Everyone is entitled to a fair and public 
hearing within a reasonable time by an independent and impartial tribunal 
previously established by law.” Art. 13 of the ECHR and Art. 47 (Para 1) grants 
everyone the right to an effective remedy. 

2.3.2 The TRIPS Agreement

The World Trade Organization’s (WTO) Agreement on Trade-Related Aspects 
of Intellectual Property Rights, which was signed in 1994 in Marrakesh (TRIPS 
Agreement), is a highly important multilateral agreement on intellectual property 
rights. Pursuant to Art. 1 of the TRIPS Agreement, the agreement creates certain 
minimum standards, which should have been implemented in the national laws 
of the Member States. 

Under Art. 7 of the TRIPS Agreement “the protection and enforcement of 
intellectual property rights should contribute to the promotion of technological 
innovation and to the transfer and dissemination of technology, to the mutual 
advantage of producers and users of technological knowledge and in a manner 
conducive to social and economic welfare, and to a balance of rights and 
obligations.”

Part III of the TRIPS Agreement contains provisions on the enforcement 
of intellectual property rights. Under Art. 41 (1) of the TRIPS Agreement, the 
“Members shall ensure that enforcement procedures […] are available under their 
law so as to permit effective action against any act of infringement of intellectual 
property rights […], including expeditious remedies to prevent infringements 
and remedies which constitute a deterrent to further infringements.”

As for provisional measures, Art. 50 of the TRIPS Agreement is of importance. 
Under Subsec. 1 of this provision, the Member States’ judicial authorities shall 
have the authority to order prompt and effective provisional measures to “[...] 
(b) [...] preserve relevant evidence in regard to the alleged infringement [...].” 

The drafters of the TRIPS Agreement have recognized the need to protect 
trade secrets in litigation. The TRIPS Agreement has a few provisions that 
are directly relevant to my research topic. For example, Art. 42 of the TRIPS 
Agreement is titled “Fair and Equitable Procedures” and under the fifth sentence 
of this general provision, it is stipulated that the procedure shall “[...] provide 
a means to identify and protect confidential information, unless this would be 
contrary to existing constitutional requirements.” Furthermore, under Art. 43 
(Para 1) of the TRIPS Agreement, the “[.. .], judicial authorities shall have the 
authority, where a party has presented reasonably available evidence sufficient 
to support its claims and has specified evidence relevant to substantiation of its 
claims which lies in the control of the opposing party, to order that this evidence 
be produced by the opposing party, subject in appropriate cases to conditions 
which ensure the protection of confidential information.” 
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Art. 34 of the TRIPS Agreement obliges the Member States to give the 
judicial authorities the power to reverse the burden of proof in certain cases. 
The provision inter alia requires the patent holder’s product to be new and the 
infringer’s product to be identical. The provision stems from a time when it 
was not possible to patent pharmaceutical compounds owing to the regulatory 
restrictions in many European countries. In cases in which the burden of proof 
is reversed, the defendant may of course have an interest in protecting his trade 
secrets. Consequently, Art. 34 (3) of the TRIPS Agreement provides that the 
legitimate interests of defendant in protecting his trade secrets shall be taken 
into account in the adduction of proof. 

The provisions of the TRIPS Agreement are rather general and are to be 
given effect and further detailed meaning in the national legislation of the 
Member States. The TRIPS Agreement contains rules that generally state that 
trade secrets are to be protected but does not provide detailed guidelines as to 
how trade secrets are to be protected in litigation; this is left for the Member 
States to decide nationally. That said, the provisions of the TRIPS Agreement are 
important provisions because they serve as a certain “floor” for the protection of 
trade secrets. A Member State that does not provide any means at all to identify 
and protect confidential information will prima facie infringe at least Art. 42 of 
the TRIPS Agreement. Nevertheless, merely providing “a means” to “identify 
and protect” “confidential information” as required by Art. 42 does not appear 
to require very rigorous procedural tools for this particular purpose.

Another point that needs to be mentioned in the interest of clarity is that 
most of the provisions of the TRIPS Agreement referred to above do not as such 
provide for any positive obligation on the judicial authorities. The provisions 
provide for obligations to the Member States to grant the judicial authorities 
the power to take certain actions.

For the sake of completeness, it should also be noted that “undisclosed 
information” is protected by Art. 39 of the TRIPS Agreement.32 This provision 
concerns the protection of undisclosed information against unlawful acquisition, 
use or disclosure by third parties. It also includes a definition of “undisclosed 

32 For the sake of completeness, it should be mentioned that the Paris Convention for the Protection of 
Industrial Property of 26 April 1970 (828 U.N.T.S. 305) contains a provision on unfair competition 
(Art. 10bis). However, trade secrets are not mentioned in the provision and, as discussed in more detail 
in the part one of EIPR articles, it is rather difficult to find grounds to support that trade secrets was 
originally intended to be covered by said provision (See Vilhelm Schröder, “Reverse Burden of Proof and 
the Protection of Trade Secrets in European Pharmaceutical Patent Litigation: Part One”, 4 European 
Intellectual Property Review (2017) 220--221. Also, Art.10bis does not encompass information 
submitted to government authorities (See e.g., Pires de Carvalho, The TRIPS Regime of Antitrust 
and Undisclosed Information (2008) 202) and is not directly relevant in a patent litigation.
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information”33—which is, of course, unquestionably important—but does not 
provide any further guidance as to how trade secrets are to be protected in 
patent litigation. 

2.3.3 The Enforcement Directive

The EU Enforcement Directive34 from 2004 is important for the protection and 
enforcement of intellectual property rights in the EU. Art. 3 of the Enforcement 
Directive reads as follows:

“1.   Member States shall provide for the measures, procedures and 
remedies necessary to ensure the enforcement of the intellectual 
property rights covered by this Directive. Those measures, procedures 
and remedies shall be fair and equitable and shall not be unnecessarily 
complicated or costly, or entail unreasonable time-limits or unwarranted 
delays.

2.   Those measures, procedures and remedies shall also be effective, 
proportionate and dissuasive and shall be applied in such a manner as 
to avoid the creation of barriers to legitimate trade and to provide for 
safeguards against their abuse.”

The Enforcement Directive includes a few provisions that deal with trade secrets 
in court proceedings. The need to preserve confidentiality in intellectual property 
litigation is recognized in Rec. 20 of the directive.35 In addition, Arts. 6 and 7 
(Para 1) of the directive relates to the protection of confidential information. 
Under Art. 6, entitled “Evidence”, it has been stipulated that:

“Member States shall ensure that, on application by a party which has 
presented reasonably available evidence sufficient to support its claims, 
and has, in substantiating those claims, specified evidence which lies in 
the control of the opposing party, the competent judicial authorities may 

33 In Art. 39 (2) of the TRIPS Agreement, “undisclosed information” has been defined as information which 
is: a) is secret in the sense that it is not, as a body or in the precise configuration and assembly of its 
components, generally known among or readily accessible to persons within the circles that normally deal 
with the type of information in question; b) has commercial value because it is secret; and c) has been 
subject to reasonable steps under the circumstances, by the person lawfully in control of the information, 
to keep it secret.

34 Directive of the European Parliament and of the Council (EU) No 2004/48 of 29 April 2004 on the 
enforcement of intellectual property rights, 2004 O.J. (L 157) (Enforcement Directive).

35 Rec. 20 reads as follows: “Given that evidence is an element of paramount importance for establishing the 
infringement of intellectual property rights, it is appropriate to ensure that effective means of presenting, 
obtaining and preserving evidence are available. The procedures should have regard to the rights of the 
defence and provide the necessary guarantees, including the protection of confidential information. For 
infringements committed on a commercial scale it is also important that the courts may order access, where 
appropriate, to banking, financial or commercial documents under the control of the alleged infringer.”
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order that such evidence be presented by the opposing party, subject to 
the protection of confidential information.” (Emphasis by the author)

Under the same conditions, in the case of an infringement committed on a 
commercial scale Member States shall “[...] take such measures as are necessary 
to enable the competent judicial authorities to order, where appropriate, on 
application by a party, the communication of banking, financial or commercial 
documents under the control of the opposing party, subject to the protection of 
confidential information.”

According to Art. 7, which concerns the preservation of evidence, provisional 
measures should also be “[...] subject to the protection of confidential 
information.” Furthermore, Art. 8 states that Member States shall ensure that 
the competent judicial authorities may order that information on the origin and 
distribution networks of the goods or services which infringe an intellectual 
property right is provided by the infringer.

Similar to the TRIPS Agreement, the above-mentioned provisions in the 
Enforcement Directive are general in nature and offer little guidance as to what 
is meant by the “protection of confidential of information.” Hence, it is for the 
national legislator and the courts to provide more detailed guidance to the courts. 
It is of course clear that under the Enforcement Directive, some protection has 
to be afforded by the Member States, but when only considering the wording 
of the provision, the exact extent and means of the protection remain for the 
Member States to decide upon. 

2.3.4 The Trade Secrets Directive

On 8 June 2016, following a proposal from the European Commission, the 
European Parliament and the Council adopted the directive 2016/943 on the 
protection of undisclosed know-how and business information (trade secrets) 
against their unlawful acquisition, use and disclosure (TSD). The aim of the TSD 
was to harmonize the protection of trade secrets in the Member States against 
unlawful acquisition, disclosure, and use of trade secrets. 

Art. 2 of the TSD contains the definition of a trade secret. Under Art. 2 of 
the TSD, a “trade secret” means information which meets all of the following 
requirements: “(a) it is secret in the sense that it is not, as a body or in the precise 
configuration and assembly of its components, generally known among or readily 
accessible to persons within the circles that normally deal with the kind of 
information in question; (b) it has commercial value because it is secret; (c) it has 
been subject to reasonable steps under the circumstances, by the person lawfully 
in control of the information, to keep it secret.” The definition is important when 
it comes to the protection of trade secrets in patent litigation since the definition 
sets out what constitutes a trade secret in the first place.
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Art. 9 of the TSD addresses the protection of a trade secrets during litigation. 
This provision includes specific requirements aimed at protecting and preserving 
the confidentiality of a trade secret in the course of litigation and prima facie 
appears to be highly relevant in relation to the research topic at hand. However, 
further research leads to another conclusion, as that provision only concerns 
civil trade secret litigation and not patent litigation. This means that, unless a 
Member State has decided to adopt the provision more broadly than required 
by the TSD, it is not directly relevant in patent litigation. The provision could 
perhaps be used as an informal inspiration for judges when they deal with 
similar difficult questions in patent litigation. Art. 9 of the TSD may also be of 
importance when considering potential legislative amendments in the realm of 
patent litigation. 

2.3.5 National Provisions and Case Law in Finland 

As a consequence of the TSD, a completely new piece of legislation was enacted 
in Finland. The new FTSA became effective on 15 August 2018. By this new act, 
the Finnish legislator aimed to harmonize the definition of a trade secret, which 
had thus far been inconsistent on a national level. The definition of a trade secret 
was included in Sec. 2 of the FTSA.36 

The most relevant provisions for my research are procedural in nature. 
Provided that the prerequisites are met, a document containing trade secrets can 
be ordered to be confidential in full or in part under Sec. 10 of the Finnish Act on 
the Publicity of Court Proceedings in General Courts.37 In addition to qualifying 
as a trade secret under Sec. 2 of the FTSA, it must to be likely that significant 
harm or damage would be caused to the interests that the confidentiality 
obligation is set to protect if the document (or parts of it) were to become public. 
The publicity of an oral hearing (including inspection, and the examination of 
witnesses and experts) is also governed by the Finnish Act on the Publicity of 
Court Proceedings in General Courts. Under Sec. 15 of said act, a hearing can be 
held behind closed doors if a document which has been declared confidential is 
presented or if information involving trade secrets is revealed in the testimony 
by a witness, and it is likely that a public hearing would cause significant harm 
or damage to the interests that the confidentiality obligation is set to protect.

36 Under Sec. 2 of the FTSA, a trade secret refers to information: (a) which is not, as a body or in the precise 
configuration and assembly of its components, generally known among or readily accessible to persons 
that normally deal with the kind of information in question; (b) has economic value in business activity 
because of the feature referred to in Point a; and (c) the person lawfully in control of the information has 
taken reasonable steps, to keep it protected.” (Unofficial translation and emphasis by the author).

37 Laki oikeudenkäynnin julkisuudesta yleisissä tuomioistuimissa [YTOikJulkL] [Finnish Act on 
the Publicity of Court Proceedings in General Courts] 370/2007, as amended (Fin.).
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Another safeguard against revealing trade secrets can be found in Chap. 17, Sec. 
19 of the Finnish Code of Judicial Procedure (FCJP)38, which stipulates that a 
person may refuse to testify on a trade secret unless there are very important 
reasons, taking into consideration the nature of the case, the significance of the 
evidence for deciding the case, and the consequences of presenting it as well 
as the other circumstances require testifying. Due to the principle of neutrality 
in Finnish procedural law, this provision is relevant for other evidentiary 
means as well.39 In 2019, the SCF handed down a few especially interesting 
judgments concerning the question of trade secret protection when obtaining 
and preserving evidence.40 

38 Oikeudenkäymiskaari [OK] [Finnish Code of Judicial Procedure] 4/1734, as amended (Fin.).

39 Chap.17, Sec. 9 Subsec. 2 of the FCJP and Dan Frände et al., Prosessioikeus (5th ed. 2017) 666.

40 Korkein oikeus [KKO] [Supreme Court of Finland] 30 January 2019 KKO 2019:7 (Fin.) and Korkein oikeus 
[KKO] [Supreme Court of Finland] 6 February 2019 KKO 2019:10 (Fin.)
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3 SUMMARY OF THE ARTICLES

3.1 Reverse Burden of Proof and the  
Protection of Trade Secrets

3.1.1 Abstract 

In the EIPR articles, I discuss the reverse burden of proof and trade secret 
protection in pharmaceutical patent litigation. The point of departure in 
European patent litigation is that the patent holder bears the burden of proof 
in showing infringement of his patent. If the patent is a process patent, this 
essentially means that the patent holder needs to provide evidence that the 
process used by the defendant falls within the scope of the protection of the 
patent. However, certain circumstances arise in which the burden of proof 
can shift, requiring the defendant to prove that his own process differs from 
the process used by the plaintiff. If the defendant has the burden of proof, 
the defendant may well argue that the allegedly infringing process is a trade 
secret and therefore cannot be disclosed or could be disclosed only to some 
limited extent.

The first part of the article focuses on a discussion at an international 
level. After reviewing a few important principles of international law and their 
implications for the research question, I proceed to discuss the reverse burden 
of proof as established in Art. 34 (Para 1) of the TRIPS Agreement. According 
to Art. 34 of the TRIPS Agreement, under certain circumstances, Member 
States are obliged to provide any identical product to have been obtained by 
the patented process, if the defendant does not prove the contrary. 

Thereafter, I turn my focus to the protection of trade secrets. After presenting 
some general thoughts on the protection of trade secrets internationally, I offer 
some guidance on how to interpret Art. 34 (Para 3) of the TRIPS Agreement and 
discuss how the potential tension between patent and trade secret protection 
could be resolved in the light of the provision.

The second part of the article focuses on the UPCA and the regional EU rules. 
The UPCA includes a provision (Art. 55) that closely resembles Art. 34 of the 
TRIPS Agreement. As the UPCA is not yet applicable, there is no case law on 
the interpretation of this provision. Nevertheless, owing to the clear similarities 
with the TRIPS Agreement, a natural assumption would be to interpret the 
provision similarly to Art. 34 of the TRIPS Agreement. In addition to Art. 55 of 
the UPCA, I discuss the Enforcement Directive and Trade Secret Directive and 
their possible implications for the research topic.
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3.1.2 Core Content and Main Findings

Art. 34 of the TRIPS Agreement empowers the judicial authorities to reverse 
the burden of proof and obliges the legislator to introduce a norm into national 
legislation. In the first sections of the first part of the article, I consider whether 
this provision could be given direct effect in the Member States. I also review 
the rules on treaty interpretation and Art. 31 of the United Nations Convention 
on the Law of Treaties of 23 May 1969 (VCLT) in particular, which provides 
general guidelines for the interpretation of an international treaty. 

The first part of the article also includes a section in which I discuss the 
implications of the TRIPS Agreement sets out minimum requirements for IP 
protection. I assess whether this has any implications for the research questions 
posed in the article. I ask the question of whether the TRIPS Agreement sets a 
minimum standard for either patents or trade secrets, or for both? This is an 
important question because the “excessive” protection of one right can lead to 
negative consequences for the holder of the other right. The answer appears to 
be that the TRIPS Agreement sets minimum standards for both rights but in 
different ways.

Art. 34 of the TRIPS Agreement leaves ample room for the Member States to 
maneuver. Nevertheless, some guidelines can certainly be provided through the 
interpretation of the provision, as I attempted to achieve in the first part of the 
article. I addressed a few critical questions that could arise when interpreting the 
provision. I reached the conclusion that product patents or medical use patents 
should not usually qualify as process patents. Any reversal of the burden of 
proof in relation to these patents would even be redundant owing to the scope 
of protection. Moreover, “identical products” should be very similar, but minor 
changes with no practical relevance should not matter if the compound remains 
identical. The notion of “new” in Art. 34 should be assessed either on the date 
of application or on the date of launching the product, in order not to allow for 
circumvention of the rule. In addition, for the burden of proof to be met, the 
defendant should produce proof that is relevant to show that his process is 
different from the plaintiff’s process. 

It should also be noted that no wording of Art. 34 (Para 1) suggests that 
the defendant would have to disclose the process in its entirety, which means 
that the defendant could decide only to disclose necessary parts of the process 
and keep the remainder of the process as secret in relation to the plaintiff. 
As the burden of proof is reverse pursuant to Art. 34 (Para 1) of the TRIPS 
Agreement, the defendant nevertheless bears the risk if the evidence submitted 
does not suffice to prove that the defendant indeed has used a different process 
for manufacturing the product.

According to Art. 34 (Para 3) of the TRIPS Agreement, the legitimate 
interests of defendants in protecting their manufacturing and business secrets 
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shall be taken into account in the adduction of proof to the contrary. Trade 
secrets have been harmonized on an international level pursuant to Art. 39 
of the TRIPS Agreement but only to a limited extent. Art. 39 of the TRIPS 
Agreement concerns the protection of trade secrets as part of the regime of unfair 
competition, not patent litigation. Art. 34 (Para 3) of the TRIPS Agreement, 
which does concern patent litigation, grants the Member States considerable 
freedom to operate in giving effect to the said provision. The Member States 
are relatively free to select the procedure by which they protect the “legitimate 
interests” of the defendants. Art. 34 (Para 3) of the TRIPS Agreement does not 
contain any specific instructions on how the legitimate interests should be “taken 
into account” in practice, and the level of protection granted to defendants will 
depend on the national procedural rules as well as the general protection of trade 
secrets afforded by the relevant state. In the “adduction of proof to the contrary,” 
the Member State can, for example, decide to allow the courts to declare certain 
information confidential and/or allow for hearings behind closed doors. A more 
far-reaching option would be to allow only the parties’ attorneys or experts to 
see certain confidential documents. 

In light of Art. 7 of the TRIPS Agreement, a balanced approach that would be 
most appropriate would consider both the interest of the patent holder and the 
interest of the defendants in protecting their trade secrets. In addition, the right 
to a fair trial and the right to an effective remedy should be kept in mind—the 
more “secret” the proceedings are, and the more the parties are excluded, the 
more consideration should be given to fundamental rights. It is not possible 
to draw an exact line here, and in addition to Art. 7 of the TRIPS Agreement 
as well as the adequate protection for the rights of the patent holder, a court 
inevitably in casu has to decide how best to balance all the interests involved 
while also taking into account the national procedural law as well as the factual 
circumstances of the case.

The wording of Art. 34 (Para 3) of the TRIPS Agreement also raises the 
question as to whether a defendant can refer to his trade secret as an effective 
defense against patent infringement. The defendant may claim that he cannot 
reveal any part of his process because it constitutes a trade secret. Of course, in 
this case, the defendant should first be able to prove that the process referred 
to does indeed constitute a trade secret — something that could be rebutted, 
for example, by showing that the process had already been disclosed to the 
public and is therefore no longer secret. However, assuming that the relevant 
process would constitute a trade secret, the objective of Art. 34 (Para 3) of the 
TRIPS Agreement does not appear to give the defendant an effective defense. 
Were this not to be the case, the reversal of the burden of proof would risk 
losing its meaning and the ratio behind the whole provision would be prejudiced. 
Moreover, giving the defendant an effective defense against patent infringement 
simply by referring to trade secret protection could also violate Art. 47 of the 
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Charter of Fundamental Rights of the European Union (CFREU) and Art. 13 
of the European Convention on Human Rights (ECHR), which give everyone a 
right to an effective remedy. Furthermore, if there is no proof to the contrary 
at all, Art. 34 (Para 3) of the TRIPS Agreement is not applicable because it is 
only applicable in the “adduction of proof to the contrary.” In the complete 
absence of proof, the consequence of Art. 34 (Para 1) of the TRIPS Agreement 
should be that the defendant’s product is deemed to have been obtained by the 
process of the patent.

The TSD has also affected trade secrets protection within the EU, as prior 
to this directive, virtually no EU harmonization existed. This directive has 
affected the minimum level of protection which should have been ensured by 
each Member State and will therefore have the most notable effect in Member 
States which afforded either no protection or exceedingly low protection for 
trade secrets. The “legitimate interests” (see e.g., Art. 34 (Para 3) of the TRIPS 
Agreement) of an entity in protecting its trade secrets in the EU will have a more 
uniform and concrete meaning in the future as a consequence of the directive. 
It could well be argued that the TSD now sets out the minimum requirement for 
how the legitimate interest of the trade secret holder should be protected in the 
EU. The directive also includes a provision on litigation (Art. 9), but it is limited 
to trade secret litigation and does not encompass patent litigation. 

3.2 The New Finnish Trade Secrets Act and the EU Trade 
Secrets Directive

3.2.1 Abstract

On 8 June 2016, following a proposal from the European Commission, the 
European Parliament and the Council adopted the directive 2016/943 on the 
protection of undisclosed know-how and business information (trade secrets) 
against their unlawful acquisition, use and disclosure (TSD). The aim of the TSD 
was to harmonize the protection of trade secrets in the Member States against 
unlawful acquisition, disclosure, and use of trade secrets. All EU Member States 
should have implemented the TSD by 9 June 2018.

As a consequence of the TSD, an entirely new piece of legislation was enacted 
in Finland and the Finnish Trade Secrets Act (FTSA) became effective on 15 
August 2018.41 By the new act, the legislator aimed to harmonize the definition 
of a trade secret, which had been inconsistent on a national level. Prior to the 
FTSA, the protection of trade secrets was all but uniform in Finland; provisions 

41 Liikesalaisuuslaki [LSL] [Finnish Trade Secrets Act] 595/2018, as amended (Fin.).
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could be found in several different acts with different definitions, varying scope 
of protection and enforcement mechanisms. In line with the TSD, the FTSA now 
provides a unified definition of trade secrets and a more harmonized approach 
for civil remedies that are available in cases of trade secret misappropriation. 
These civil remedies include, for example, injunctions and the possibility to claim 
that the goods which infringe the trade secret are withdrawn from the market.42 
Furthermore, preliminary injunctions can be applied for.43 The trade secrets 
holder may also have a right to other types of compensation under the FTSA.44 
Furthermore, by setting out that independent discovery of a trade secret, reverse 
engineering and whistleblowing are allowed under certain circumstances, 
borders for the protection are also drawn.

In the NIR article, I decided to discuss a few aspects that I consider to 
be of particular interest related to the new FTSA. I began by discussing the 
definition of a trade secret in Chap. 2. Subsequently, in Chap. 3, I discussed 
reverse engineering and in Chap. 4, whistleblowing. Both topics are especially 
interesting in relation to the borders of the protection afforded for trade secret 
holders. In Chap. 5, I turned to enforcement and discuss the protection of trade 
secrets during litigation as well as the dual track jurisdiction of the FTSA. The 
specific question I wanted to answer concerned the extent to which the TSD 
and the FTSA may include provisions relevant for protecting trade secrets in 
patent litigation.

Finally, I presented some conclusions that summarized the main points of the 
article. Even though I focused on the FTSA, several of the questions discussed 
have a wider relevance throughout the EU, as many of the FTSA sections are 
remarkably similar to the corresponding provisions in the TSD. 

3.2.2 Core Content and Main Findings

From the perspective of my research topic, the most relevant issues discussed 
in the NIR article were the definition of a trade secret as well as Sec. 14 of the 
FTSA, which deals with trade secret protection in litigation. In Finland, the 
definition used for trade secrets used to be incoherent; at least five terms were 
used before the enactment of the FTSA. It was debated whether these terms had 
the same meaning.45 However, with a harmonized definition in the FTSA, that 
debate has turned out to be superfluous. 

42 Secs. 10 and 11 of the FTSA.

43 Id. Sec. 9.

44 See Secs. 8–11 of the FTSA.

45 See e.g. Vapaavuori, Tom: Yrityssalaisuudet, liikesalaisuudet ja salassapitosopimukset (2nd ed. 
2016) 47–48.
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Harmonizing the definition for a trade secret across the board (that is, in all 
relevant acts) was a positive development. This will likely increase legal certainty 
for all relevant stakeholders who operate in the Finnish market. The definition of 
a trade secret in the FTSA included in Sec. 2 of the act of course closely resembles 
the definition in Art. 2 of the TSD. The FTSA definition is based Article 39 (Para 
2) of the TRIPS Agreement. 

Under Sec. 2 of the FTSA, trade secret means information: 

“(a) which is not, as a body or in the precise configuration and assembly 
of its components, generally known among or readily accessible to 
persons that normally deal with the kind of information in question; 

(b) has economic value in business activity because of the feature 
referred to in Point a; and 

(c) the person lawfully in control of the information has taken reasonable 
steps, to keep it protected.”46 (emphasis by the author)

The word “secret” is not mentioned in Point (a) of Sec 2 of the FTSA (which is 
peculiar), but the substance of the provision is virtually identical to that of Art. 
2 of the TSD. The requirement of being “secret” in the first prerequisite is a 
factual one and would prima facie as a stand-alone ground appear to be quite 
straightforward if simply interpreted as an absolute requirement. However, the 
requirement is not absolute but has been defined more broadly. When assessing 
the first prerequisite as a whole, there appears to be some room for interpretation. 
For example, what does ”readily accessible” mean and how should the relevant 
circles of persons be defined? It is somewhat peculiar that the reference to 
persons who ”normally deal with the kind of information in question” has not 
been more extensively debated in the legal literature, even though it is part of 
the wording of Art. 39 (Para 2) of the TRIPS Agreement as well.47 Namely, people 
who ”normally” deal with the ”kind of information in question”, i.e. confidential 
or sensitive information, are usually quite few. The information is certainly 
generally known among these particular persons, which would in turn strip 
away the character of a trade secret under the criteria mentioned above. This 
interpretation would in fact be a form of circulus in probando and of course, is 
incorrect. Rather, a more general approach should be taken by considering the 

46 Unofficial translation of Sec. 2 of the FTSA by the author.

47 Even if not widely debated, this question has to a certain extent been discussed in Tanya Aplin, A Critical 
Evaluation of the Proposed EU Trade Secrets Directive, 4, Intellectual Property Quarterly (2014) 
262–263.
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”kind of information” in question and without considering the confidential or 
sensitive nature of the information at this stage. 

The definition of a trade secret also requires that the information actually 
has ”commercial value.” Without providing any explanation for this, the term 
“commercial value” used in Sec. 2 of the TSD is implemented in the FTSA by 
the notion of ”economic value in business activity.” Regardless of the slight 
terminological difference, this provision should be interpreted in line with the 
term commercial value used in the TSD.48 Typically, a misappropriation of the 
information by a competitor already indicates that the information in question 
has at least some economic value.49 Prima facie, the threshold appears to be 
fairly low, which is confirmed by the Finnish preparatory work, in which it 
has been stated that economic value does not require that the information is 
exploited and that it is sufficient that the information potentially could have 
economic value.50 However, the information should be linked to business, and 
thus, confidential information related to private life is not protected as a trade 
secret under the FTSA.51

The third element of the definition requires that the trade secret holder has 
taken ”reasonable steps” to keep the information secret. Interesting questions 
may arise in assessing what “reasonable steps” entail in casu. The issue is 
whether the assessment should be subjective, that is , based on what the trade 
secret holder has assessed to be sufficient in a specific situation, or whether 
the assessment should be objective so that the trade secret holder would need 
to demonstrate that the ”usual” or ”customary” protective measures have been 
taken that are used in the relevant industry.52 The Finnish preparatory works 
suggest that the ”reasonable steps” should be evaluated on a case-by-case basis 
by inter alia considering the interests of the trade secret holder to keep certain 
information confidential and the nature of the factual measures adopted to 
protect the information.53 According to the preparatory works, the persons 
dealing with trade secrets should at least be aware of the confidential nature 
of the information for the above prerequisite to be fulfilled.54 Nonetheless, it is 
not required that the documents be labelled as ”classified” or ”secret” for this 

48 Proposition [Prop.] 49/2018 Hallituksen esitys eduskunnalle liikesalaisuuslaiksi ja eräiksi siihen liittyviksi 
laeiksi [Government Bill] (Fin.) 83.

49 See Rec. 14 of the TSD and Tanya Aplin, A Critical Evaluation of the Proposed EU Trade Secrets Directive, 
4, Intellectual Property Quarterly (2014) 261.

50 Proposition [Prop.] 49/2018 Hallituksen esitys eduskunnalle liikesalaisuuslaiksi ja eräiksi siihen liittyviksi 
laeiksi [Government Bill] (Fin.) 84. Also see Rec. 14 of the TSD according to which ”[…] such know-how 
or information should have a commercial value, whether actual or potential.”

51 Id. at 83.

52 This question was also raised by Aplin, supra note 49, at 262.

53 Proposition [Prop.] 49/2018 Hallituksen esitys eduskunnalle liikesalaisuuslaiksi ja eräiksi siihen liittyviksi 
laeiksi [Government Bill] (Fin.) 85. 

54 Id. at 58.
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prerequisite to be met.55 One means that the trade secret holder can adopt to 
indicate that reasonable steps have been taken to keep the information secret 
is by signing non-disclosure agreements (NDAs) between a company and its 
employees or between a company and its business partners.56 One needs to 
bear in mind that only reasonable steps are required. The threshold should not 
be set too high because this would inter alia risk undermining an important 
policy ground for having trade secret legislation in place, which is to avoid 
excessive amounts of resources being used to protect the trade secrets (wasteful 
expenditure). It will be for the national courts and the CJEU to give further 
guidance on when the steps taken by a company to protect its trade secrets are 
considered reasonable.

Furthermore, a rather interesting and important point is related to the non-
mandatory nature of the FTSA, which is not obvious to anyone who merely 
reads the act. In line with the principle of contractual freedom, it needs to be 
noted that the provisions of the FTSA do not limit the right of a trade secret 
holder to agree on broader protection of a trade secret in a certain contract. 
Thus, companies may agree on a definition of a trade secret that is broader than 
the one contained in Sec. 2 of the FTSA. However, to the extent the definition 
is broader, the parties are not allowed to resort to the remedies provided for 
in the FTSA.57

The unlawful acquisition, use and disclosure of trade secrets is prohibited 
under Art. 3 of the TSD as well as under Sec. 3 of the FTSA. Even so, trade secrets 
are protected only to a certain limit. Some restrictions have thus been considered 
appropriate to prevent going beyond what is considered necessary compared to 
other interests at play. Under the TSD and the FTSA, reverse engineering of a 
lawfully acquired product should be considered as a lawful means of acquiring 
information.58 Furthermore, under the FTSA, the acquisition of a trade secret 
shall not be considered unlawful when the trade secret is obtained by observation, 
study, disassembly or testing of a product or object that has been made available 
to the public or that is lawfully in the possession of a person who is free from 
any legally valid duty to limit the acquisition of the trade secret.59 

One interesting question pertains to the provision on reverse engineering 
in the FTSA and its various applications, such as in the software industry. As a 
software supplier may want to protect the source code behind the software as a 
trade secret, that supplier may want to prevent third parties from ”decompiling” 

55 Id. at 85.

56 Id. at 58 and 85.

57 Id. at 81.

58 Art. 3 of the TSD and Sec. 3, Subsec. 4 of the FTSA.

59 Sec. 3, Subsec. 4, Para 2 of the FTSA.
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the program by contractual provisions, and thus, hinder third parties from 
reverse engineering and utilizing the source code. Under the FTSA, contractual 
restrictions related to reverse engineering are allowed. However, under Sec. 25k 
of the Finnish Copyright Act60, decompilation is allowed in order to achieve 
interoperability and contractual provisions that limit this right are, under 
certain circumstances, considered null and void.

The provision on whistleblowing in the FTSA is also interesting: to protect 
the public interest, a person is able to notify misconduct and illegal activities 
even if it means a disclosure of trade secrets. According to the preparatory works, 
it should not be legal to express a trade secret based on poorly substantiated 
suspicions.61 The question is how low should the threshold be set in practice? 

Another issue concerns the criteria of the whistleblowing exemption and 
whether it should be considered from an objective or subjective point of view. 
Based on Rec. 20 of the TSD, the subjective view of the whistleblower can be 
considered, and the recital suggests that exceptions could be allowed when the 
respondent had every reason to believe in good faith that his or her conduct 
satisfies the appropriate criteria. Nevertheless, it should be noted the TSD does 
not oblige the judicial authorities to adopt a subjective criterion. A somewhat 
different approach was adopted in the Finnish preparatory works, in which it 
was suggested that a more objective comparison between the different interests 
should be made when assessing whether or not the whistleblower exception 
would apply.62 This can be considered as reasonable because adopting an 
overly subjective standard could lead to problematic situations in which the 
whistleblower considers his own activity to be legal, but where the activity 
is in fact clearly illegal from an objective point of view. Questions related to 
whistleblowing have become even more topical lately due to the Whistleblowing 
Directive, which became effective in November 2019 and was to be implemented 
in the Member States by 17 December 2021.63 In Finland, a new Government 
Bill by which the directive is to be implemented has recently been published.64

The FTSA also introduced interesting provisions from a procedural 
perspective. For example, Sec. 14 of the FTSA provides a possibility for the court 
to restrict the access to documents that contain trade secrets and to restrict 
access to hearings in certain cases. The main rule is that the parties have access 
to all the procedural documents and are allowed to participate in the hearing. But 

60 Tekijänoikeuslaki [Finnish Copyright Act] 404/1961, as amended (Fin.).

61 Government Bill 49/2018, supra note 53, at 92.

62 Id. at 92–93.

63 Directive of the European Parliament and of the Council (EU) 2019/1937 of 23 October 2019 on the protection 
of persons who report breaches of Union law, 2019 O.J. (L 305) (Whistleblowing directive). 

64 Proposition [Prop.] 147/2022 Hallituksen esitys eduskunnalle laiksi Euroopan unionin ja kansallisen 
oikeuden rikkomisesta ilmoittavien henkilöiden suojelusta sekä siihen liittyviksi laeiksi [Government 
Bill] (Fin.).
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a trade secret holder who suspects his rights are being violated faces a dilemma 
when enforcing his right in a public court: he must disclose and adequately 
specify his secret inter alia in order to demonstrate that the information meets 
the qualifying criteria for a trade secret. Of course, the trade secret holder wants 
to ensure that the secret is revealed only to the extent necessary and that the 
trade secret is adequately protected against disclosure to the public and/or a 
competitor during litigation to the maximum extent possible. In other words, 
once a trade secret has leaked to the public or is disclosed to an important 
competitor, it is practically lost and any value it may have had would probably 
rapidly evaporate. The value of a trade secret predominantly lies in the fact that 
the trade secret is, indeed, secret. 

As a consequence, the dilemma discussed above, Sec. 14 of the FTSA provides 
an exception to the main rule such that if a party in the legal proceedings is a 
legal person, the court may under certain circumstances order that the number 
of persons who are allowed to participate in the oral proceedings or review a 
confidential document is restricted. In addition to the rather strict conditions 
which have to be met in order for Sec. 14 to be applicable, a request based on 
said provision cannot be accepted when it endangers a party’s right to a fair 
trial. Sec. 14 is discussed in more detail in the NIR article and warranted closer 
examination, even if it should be remembered that it is not directly applicable 
in patent litigation, but only in civil proceedings concerning the unlawful 
acquisition, use or disclosure of trade secrets. That provision is an example of 
how trade secrets may be protected in court proceedings and the dilemma faced 
by a trade secret holder is the same irrespective of whether the proceedings 
substantively concern patents or trade secrets. 

Civil actions that concern the misappropriation of trade secrets could be 
brought before a District Court. As an alternative, claims related to trade 
secrets may also be brought before the Market Court. This currently acts as 
a specialized court on IP matters in Finland when the matter involves a legal 
person or a natural person engaged in business activities.65 As recognized in the 
preparatory works, this arrangement of dual track jurisdiction is exceptional in 
Finnish legislation.66 The system of dual track jurisdiction may leave room for 
forum shopping and in a worst-case scenario, could even lead to two diverging 
clusters of case law. A clearer, preferable solution would have been to have a 
single competent court (the Market Court) and one single route of appeal. When 
it comes to contract disputes, the parties would then be free to agree in which 
forum the dispute should be resolved.

65 Sec. 18 of the FTSA.

66 Government Bill 49/2018, supra note 53, at 65.
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The main objective of the NIR article was neither to address all the issues that 
are relevant to the FTSA or the TSD comprehensively nor was it my intention 
to provide the final answers to all the questions. Instead, my aim was to spark 
further debate on a few aspects of the new Finnish legislation and the TSD. As 
demonstrated in the article, some of the provisions of the FTSA and the TSD 
leave room for interpretation, and it will be for the national courts and the CJEU 
to provide further guidelines on how the rules are to be applied. Academia can 
also play an important role here.

3.3 Obtaining Evidence and Trade Secret Protection in 
Patent Litigation 

3.3.1 Abstract

Before a patent holder initiates an infringement action he should diligently 
consider if he has sufficient evidence to prove infringement to win the case. 
There may well be instances in which a patent holder may have reasons to believe 
that there has been an infringement of a certain patent but do not have sufficient 
evidence to conclusively prove infringement. For example, this could be the case 
when the patent is a process patent because it may be difficult for the plaintiff 
to obtain any information on the process used by the defendant. How would 
the plaintiff be able to prove which process the defendant uses without access 
to the defendant’s facilities? In a “normal” infringement case, the plaintiff bears 
the burden of proving that the defendant’s process indeed infringes the patent. 
The patent holder may also be interested in obtaining evidence to support his 
claim for damages (such as financial statements).

There may also be circumstances in which a patent holder has a clear interest 
in securing evidence by precautionary measures. This might be the case if there 
is a risk of evidence being destroyed by the alleged infringer. In this type of 
scenario, evidence would have to be secured for future infringement proceedings.

For the scenarios described above, it is possible—and in fact rather likely—
that the defendant will claim that all or part of the evidence targeted in the 
claim contains trade secrets. If the defendant can show that this is indeed 
so, his legitimate interests related to the trade secrets should be protected in 
the proceedings. However, this protection should not prejudice the rights of 
the patent holder. Striking a balance between these interests requires careful 
consideration and the various options available will ultimately depend on the 
national procedural law in the jurisdiction where the proceedings take place.

Contrary to the scenarios described above, the situation could also be the 
opposite. In the litigation that involve the Standard Essential Patents (SEPs) — 
which have been frequent, particularly in Germany — it is not the defendant 
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who is interested in protecting his trade secrets but the plaintiff and his current 
licensees. In these cases, the defendant(s) may request the court to order license 
agreements concluded by the plaintiff to be disclosed. This is where one needs to 
find a balance between the defendant’s interest in gaining access to the already 
concluded license agreements and the interests of the patent holder and the 
licensee’s interest in protecting their trade secrets.

For all the scenarios described above, the trade secret holder would probably 
want to protect his trade secrets foremost in relation to the general public (that 
is, any natural or legal person who is not party to the proceedings). But the 
trade secret holder may also want to protect his trade secrets in relation to the 
opposing party (who may be a competitor), and even in relation to the court 
itself. The value of a trade secret lies to a great extent in the fact that it is kept 
secret and hence, a trade secret holder is likely to be highly reluctant to disclose 
it to anyone.

The GRUR article was co-authored with my German colleague, Mr. Philipp 
Widera. In our article, we considered the questions arising in the scenarios 
described above and compared how the courts in Finland and Germany handle 
trade secrets in patent litigation. Even though the two countries under observation 
are both European civil law systems with similar legal traditions, the approach 
to trade secret protection in litigation is different in many aspects. In the article, 
we reviewed the international and European legal framework before delving into 
the details of the two national legal systems. Finally, we attempted to suggest 
some guidelines on how to harmonize trade secret protection in litigation in an 
endeavor to strike a fair balance between the different interests at stake.

3.3.2 Core Content and Main Findings

As previously discussed, the international and regional instruments set 
certain minimum requirements for the protection of trade secrets in litigation. 
However, these requirements are not very stringent. The TRIPS Agreement 
merely requires the procedure to provide a means to identify and protect 
confidential information, unless this would be contrary to existing constitutional 
requirements. As “a means” is rather vague, the bar is low. Other international 
and regional provisions only refer to the “protection of confidential information” 
without any further specifications of what that means in practice. In the EU, 
the TSD includes more specific rules (Art. 9 in particular) but as previously 
mentioned, the directive is only applicable in civil trade secret litigation, not 
patent litigation. 

In light of the above, it is a fairly easy task for the national jurisdictions in 
Europe to fulfill the requirements of the international and regional provisions that 
are currently in force. Perhaps more could be required from the perspective of a 
trade secret holder. One could argue that certain further minimum requirements 
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in international and/or legal instruments are needed to ensure courts provide at 
least adequate protection for the trade secret holders in patent litigation.

A trade secret holder should not risk losing a secret simply due to being a 
party in court proceedings. Rules should be in place to prevent a trade secret 
from being disclosed to the public. This means that it should be possible to 
declare documents confidential for a sufficient period of time and only provide 
the public with redacted versions. In addition, it should also be possible to hold 
hearings behind closed doors. In Finland, the current legislation provides the 
means for both these procedural orders. It is standard practice in Finland for 
the courts to declare written briefs and other documents to be confidential to 
the extent that they include trade secrets. If a certain document is referred to as 
evidence in a case that contains trade secrets, that document can be declared 
confidential in full or in part. In addition to qualifying as a trade secret under 
Sec. 2 of the FTSA, it has to be likely that significant harm or damage would 
be caused to the interests that the confidentiality obligation is set to protect if 
the document (or parts of it) were to become public.67 Even this provision does 
appear to have set a rather high bar for a confidentiality order, the bar is fairly 
low in practice if the information qualifies as a trade secret and the parties agree 
on the matter.68 Merely the fact that the information constitutes a trade secret 
has been considered to indicate that it is that likely that significant harm or 
damage would be caused were the document to become public.69 It is important 
to mention that even when a document is declared confidential, the parties and 
their counsel cannot be excluded from reviewing the document, only the public. 

An oral hearing can be held behind closed doors if the document that has 
been declared confidential is presented or if information involving trade secrets 
is revealed in a witness testimony and further, if it is likely that a public hearing 
would cause significant harm or damage to the interests that the confidentiality 
obligation is set to protect.70 

In Germany, the public can be excluded from court hearings, but this can 
be somewhat complicated if one of the parties objects. When that occurs, the 
trade secret holder must convince the court to deviate from the default position 
(that is, a public hearing), and this can be rather difficult—much depends 
on the experience of the judges. Furthermore, as for declaring documents 
to be confidential, the situation is even less clear. The need for a document 

67 Laki oikeudenkäynnin julkisuudesta yleisissä tuomioistuimissa [YTOikJulkL] [Finnish Act on 
the Publicity of Court Proceedings in General Courts] 370/2007, as amended (Fin.) Sec. 10.

68 Proposition [Prop.] 13/2006 Hallituksen esitys Eduskunnalle laiksi oikeudenkäynnin julkisuudesta 
yleisissä tuomioistuimissa ja eräiksi siihen liittyviksi laeiksi [Government Bill] (Fin.) 45.

69 Id.

70 Laki oikeudenkäynnin julkisuudesta yleisissä tuomioistuimissa [YTOikJulkL] [Finnish Act on 
the Publicity of Court Proceedings in General Courts] 370/2007, as amended (Fin.) Sec. 15.
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confidentiality declaration is perhaps somewhat reduced by the fact that court 
files are actually not public as a point of departure (as they are in Finland) but 
private. Nevertheless, the problem is that all court files need to be submitted to 
the other party (and potentially, all intervenors as well). Accordingly, a party who 
wishes to protect his trade secret does not have further control of the distribution 
from that moment on. The aim should be to find a secure and clear means to 
mitigate this risk in the future.

The new legislation implementing the TSD in Germany and the rules set out 
in the German Act against the Restraints of Competition (ARC)71 did eventually 
raise the hopes of practitioners to be able to obtain sufficient protection (including 
confidentiality clubs and in-camera proceedings or at least hearings behind 
closed doors). These hopes were further raised by the proposed amendment 
to the German Patents Act (GPA)72 which enabled the same measures used in 
cases brought under the German Trade Secrets Act (GTSA)73. Before the GPA 
amendments became effective, the existing provisions had to be used to provide 
guidance to the courts as to how to use their discretionary power. Furthermore, 
there is still a clear need for legislators to introduce general confidentiality rules 
that are applicable to all civil proceedings.

Another point to mention is that during court proceedings, everyone to 
whom a trade secret is disclosed should be under an obligation to keep it secret 
and not to disclose or use it. This is currently the case under Finnish law. By 
contrast, the situation in Germany is different: the law has no provision that 
would automatically oblige persons who have reviewed trade secrets in court 
proceedings to keep the information confidential. Even though the Düsseldorf 
and Munich courts have established practices to ensure the reasonable protection 
of trade secrets in patent litigation, as long as there is no clear guidance from 
the legislator, much depends on the judges.

The point of departure in both Finland and Germany is that a party has the 
right to review all court files. If the targeted document includes only trade secrets 
that are irrelevant for the proceedings, compelling arguments can be invoked 
in favor of not introducing such a document in the proceedings. This type of 
objection could be effective both in Finland and Germany. However, if the trade 
secrets are relevant (for example, to show infringement), the situation is—and 
should be—very different. A defendant should not be able to avoid a finding of 
infringement or a preliminary injunction merely by referring to trade secret 

71 Gesetz gegen Wettbewerbsbeschränkungen [GWB] [German Act against Restraints of 
Competition] 26 June 2013 Bundesgesetzblatt (BGBl.) I S. 1750, 3245, as amended (Ger.)

72 Patentgesetz [PatG] [German Patent Act] 16 December 1980 Bundesgesetzblatt [BGBl.] 1981 I, 1, as 
amended (Ger.)

73 Geschäftsgeheimnisschutzgesetz [GeschGehG] [German Trade Secrets Act] 18 April 2019 
Bundesgesetzblatt [BGBl.] I, 466, as amended (Ger.).



41

Summary of the articles

protection. For example, in Finland, a party can object to a document production 
claim if the document includes trade secrets. This protection can be lifted only if 
there are “very important reasons” for doing so. There is a certain risk that that 
the defendant could escape being held liable for patent infringement if certain 
evidence is not introduced. Nonetheless, if the piece of evidence is relevant to 
the case, this would be a factor supporting the lifting of trade secret protection 
both in light of the law and in a recent case law of the SCF.74 

The right to refuse to testify is laid down in Chap. 17, Sec. 19 of the FCJP:

“A person may refuse to testify on a trade secret, unless very important 
reasons require testifying, taking into consideration the nature of the 
case, the significance of the evidence for deciding the case, and the 
consequences of presenting it as well as the other circumstances.”75

This provision does not prohibit one from voluntarily disclosing trade secrets 
if one chooses to do so. According to the preparatory works, the nature of the 
case should be interpreted to mean that there would usually be stronger grounds 
to lift the protection of trade secrets in criminal cases as compared to civil 
cases.76 It is somewhat difficult to comprehend why trade secrets should as 
a rule be treated differently in (civil) patent cases compared to, for example, 
criminal cases. Patent cases are often technical and trade secrets may often 
play an important part in the proceedings. On the one hand, the trade secrets 
in patent cases may be of great value for the trade secret holder, but on the other 
hand, it may be of pivotal importance for the patent holder to have the evidence 
introduced into the proceedings. 

The amount of interest in the dispute should be considered in patent cases 
in a similar manner as it is in other civil cases. When assessing the “significance 
of the evidence” under Chap. 17 Sec. 19 of the FCJP, one should consider the 
evidentiary value of the relevant pieces of evidence and whether there is any 
substitutive evidence available.77 This is clearly a very important consideration 
and it appears that the SCF has given this aspect considerable weight.78 If it can 
be concluded that the particular piece of evidence is irrelevant in the case at 
hand, it may well be that the protection is not lifted, which is reasonable and 
may be of crucial importance for the trade secret holder. Neither party really 

74 See Korkein oikeus [KKO] [Supreme Court of Finland] 30 January 2019 KKO 2019:7 (Fin.) para 48.

75 Unofficial translation by the author.

76 Proposition [Prop.] 46/2014 Hallituksen esitys eduskunnalle oikeudenkäymiskaaren 17 luvun ja siihen 
liittyvän todistelua yleisissä tuomioistuimissa koskevan lainsäädännön uudistamiseksi [Government Bill] 
(Fin.) 61. 

77 Id.

78 Korkein oikeus [KKO] [Supreme Court of Finland] 30 January 2019 KKO 2019:7 (Fin.) para 48.
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has a justified interest in having irrelevant trade secrets introduced into the 
proceedings. 

When considering the “consequences” of presenting the evidence, this 
primarily refers to the consequences for the trade secret holder.79 For example, 
it is possible that the trade secret is of such pivotal importance that the whole 
company’s existence is dependent on the information being kept secret.80 
Nonetheless, the consequences for the other party should also be considered 
– the damage or harm that could be caused to the party who has claimed the 
protection to be lifted if the evidence is not introduced at all.81 According to 
the preparatory works. Examples of the “other circumstances” that could be 
considered when deciding whether the protection of trade secrets could be lifted 
are the equal treatment of the parties and the right to a fair trial.82 

From a de lege ferenda perspective — taking into consideration the right to an 
effective remedy for the patent holder — it could be argued that the main rule in 
patent litigation should be that there should be no right to effectively object to the 
introduction of certain evidence containing trade secrets when the infringement 
is clear or undisputed and the piece of evidence is clearly relevant.83 It is also 
important to mention that when the process or product is infringing, it is unlikely 
that (at least the infringing part of) the process or a product would constitute 
a trade secret because the process or product has already been disclosed in the 
patent. The suggested approach does appear balanced, and one should also bear 
in mind that in Finland, the confidentiality obligation in the law also safeguards 
against the unnecessary disclosure and use of the trade secret, even when a 
trade secret would be disclosed in the proceedings. 

In Germany, only those documents which are part of the court files can be 
the basis for a judgment. Any attempt by the other party to not introduce certain 
documents falls back on that party. Accordingly, that party faces the dilemma 
of either exposing trade secrets and having a decent chance of winning the 
case or protecting those trade secrets but losing the case. Hence, the question 
is not whether protective measures should be introduced in the GPA, but rather 
which ones. The proposed amendment to the GPA (Sec. 145a) seems to be a good 
starting point because the GTSA provides for a reasonable balance between 
both parties.

79 Government Bill 46/2014, supra note 76, at 61. 

80 See e.g., Tatu Leppänen, Liikesalaisuuksien suojasta todistelussa in Oikeutta– oikeudenkäynnistä 
täytäntöönpanoon 204 (Juha Riekkinen, ed., 2017).

81 Government Bill 46/2014, supra note 76, at 61.

82 Government Bill 46/2014, supra note 76, at 62.

83 In a fairly recent case, the SCF found that the trade secret protection could be lifted when infringement 
was undisputed. See Korkein oikeus [KKO] [Supreme Court of Finland] 6 February 2019 KKO 2019:10 
(Fin.) para 36. 



43

Summary of the articles

It is not easy to determine exactly where to draw the line concerning the 
confidentiality between the parties in the proceedings. Even if one could argue 
that the trade secret holder could have an interest in excluding the other party 
and/or his counsel from all proceedings where the trade secret is disclosed, 
from the point of view of a fair trial, this may be taking things too far. There is 
also a risk that the patent holder’s rights will be diminished to an unacceptable 
degree. A feasible solution can be provided by using an external expert if it can 
be guaranteed that the expert receives clear directions for the task, and that 
the expert completes it successfully. In this case, the expert is entrusted with 
the important task of possibly having to be alone in considering aspects that 
may actually decide the case. However, at some point in the proceedings, the 
parties do need to be able to review and express their opinions on information 
relevant to the case, even if that information includes trade secrets. An effective 
tool to prevent the trade secrets from being disclosed outside the proceedings 
would be to bind all persons who have been granted access to a trade secret to 
a confidentiality obligation. The breach of such an obligation should then lead 
to considerable fines and/or imprisonment. 

A comparison of Finland and Germany reveals their substantial differences, 
even among civil law countries with similar legal traditions. In light of this, 
it appears highly doubtful that all court systems within the EU provide for 
the same standards and it seems more probable that the national rules may 
differ rather significantly.84 In the GRUR article, we expressed an opinion that 
a trade secret holder should not risk losing his secret simply because he is a 
party in court proceedings. As a minimum standard, it should be possible to 
hold hearings behind closed doors (public excluded) in all EU Member States, 
and to declare trial documents to be confidential in relation to the public for a 
sufficient period. The thresholds for the above should also not be set too high 
to ensure the adequate protection of trade secrets. Everyone who has gained 
access to a trade secret should also be bound by a confidentiality obligation. 

It would be positive if parties could rely on at least a certain minimum 
standard of protection, regardless of where they sue or are sued and even what 
the case is based on substantively. Thus, it would be desirable to harmonize 
trade secret protection at least in patent and other IP proceedings.

84 This appears to be supported by the findings of the EUIPO study on trade secrets in litigation from 2018. 
See EUIPO, “The Baseline of Trade Secrets Litigation” (2018) 416-420.
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4 BACK TO THE FUTURE: A UNIFIED PATENT 
COURT AFTER ALL?

4.1 General

4.1.1 The Long and Winding Road

The first attempts to create a unitary patent resulted in the Community Patent 
Convention (CPC) in 1975. The CPC was not ratified by all the contracting states, 
but several provisions were adopted by incorporating them into national law.85 
The CPC was superseded by the Agreement Relating to Community Patents 
in 1989 and the proposals for regulations on a community patent.86 When 
skepticism arose in relation to the above proposals and concerns related to 
litigation increased, the European Patent Litigation Agreement (EPLA) was 
drafted in 2004.87 In 2009, there was a Draft Agreement on European and 
Community Patents Court (EEUPCA). Nevertheless, for a range of reasons, none 
of these efforts and proposals led to a successful introduction of a new unitary 
patent system.

After decades of failed attempts and many obstacles to overcome along the 
way, Europe is now closer than it has ever been in creating a patent with unitary 
effect and setting up a Unified Patent Court (UPC). With the UPC, the patent 
litigation landscape will change significantly in Europe. The proposed new patent 
system can be divided into two main blocks: (1) the Unitary Patent Regulations 
(establishing the unitary effect for patents)88 and (2) the UPCA (establishing the 
Unified Patent Court (UPC)).89 The latter is most important for my research 
questions, even though the two blocks are closely linked to each other. The 
Unitary Patent Regulations will become applicable only when the UPCA enters 
into force.90 Due to the unitary effect of unitary patents and the competence of 
the UPC, infringement and invalidation proceedings can encompass the whole 

85 Christopher Wadlow, A Historical Perspective II: The Unified Patent Court in The Unitary EU Patent 
System (Justine Pila and Christopher Wadlow ed., 2015) 34.

86 Id. at 35.

87 Id. at 33.

88 Regulation of the European Parliament and of the Council (EU) No 1257/2012 of 17 December 2012 
implementing enhanced cooperation in the area of the creation of unitary patent protection, 2012 O.J. (L 
361) (Unitary Patent Regulation) and Regulation of the Council (EU) No 1260/2012 of 17 December 2012 
implementing enhanced cooperation in the area of the creation of unitary patent protection with regard 
to the applicable translation arrangements, 2012 (L361/89) (Translation Regulation).

89 See e.g., Dominic Adair, Greg Bacon and Vanessa Rieu, Chapter 1 - Patents in Navigating the European 
Pharmaceutical Law (Maria Isabel Manley and Marina Vickers ed. 2015) 36.

90 Unitary Patent Regulation Art. 18 and Translation Regulation Art. 7.
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territory of the Member States of the UPCA instead of individual states, as is 
the case with EP patents.

As its predecessors, the UPC system has also faced many challenges. In 2015, 
the Kingdom of Spain brought actions to render the Unitary Patent Regulation 
illegal before the CJEU. These claims were rejected by the CJEU. 91 Furthermore, 
as the United Kingdom (UK) is no longer a member of the EU, it has become 
clear that the UK will not participate in the new system. The most recent 
obstacle was that the implementation of the UPCA was challenged before the 
German Constitutional Court (twice). However, in its most recent judgments, 
the Constitutional Court rejected the preliminary injunction applications and 
paved the way for the UPC to move forward.92 

4.1.2 How to Interpret the UPCA?

It is important to note that, at this stage, the UPCA remains predominantly 
“unchartered territory” because there is no case law on the interpretation 
of the provisions of the agreement yet. For this reason, when reviewing and 
interpreting the provisions of the UPCA, there needs to be a healthy amount of 
caution in order not to arrive at definitive or too far-reaching conclusions before 
the court is up and running. Therefore, my instructions to the reader of this 
chapter would be not to read the interpretations and conclusions as set in stone 
but rather, engage in a critical review of the statements made and reconsider 
them once the UPC begins handing down rulings. Nevertheless, discussing and 
systemizing the provisions at this stage should be helpful in preparation for the 
future because the issues discussed in this summary are rather likely to arise 
in patent litigation brought before the UPC.

It is important to define the nature of the UPCA because this affects the 
interpretation of the agreement. The UPCA is not an EU regulation, directive 
or any other type of conventional legal instrument of the EU legal institutions. 
The UPCA is an international treaty between certain Member States of the 
EU. This means that the UPCA should be interpreted in accordance with the 
principles of international treaty law, including Art. 31 of the VCLT (see Chap. 
2.2). Geographically, the treaty is regional in nature and only concerns the 
territories of the Member States which have decided or will decide to ratify the 
treaty. 

91 See C-146/13, Kingdom of Spain v. European Parliament and the Council of the European Union, 2015 
O.J. (C 213) (Kingdom of Spain I) and C-147/13, Kingdom of Spain v. Council of the European Union, 2015 
O.J. (C 213) (Kingdom of Spain II).

92 Bundesverfassungsgericht [BVerfG] [Federal Constitutional Court of Germany] 23 June 2021, Docket No. 
2 BvR 2217/20 (Ger.) (EPGÜ-ZustG II)
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Another important point is that the preamble and Art. 20 of the UPCA clearly 
indicate that it is an agreement with a very strong European context, as the 
Member States of the UPCA inter alia agreed that the UPC shall give EU law 
primacy. Under Art. 20, it is stipulated that “The Court shall apply Union law 
in its entirety and shall respect its primacy.” The Member States can even be 
held jointly and severally liable for infringements of EU law under Art. 22 of the 
UPCA. The primacy of EU law inter alia means that the UPC will be obliged to 
respect fundamental rights as guaranteed in the CFREU, such as the rights to 
an effective remedy and a fair trial. This has been specifically recognized in the 
preamble of the UPCA.93 In addition, the UPC will be obliged to consider specific 
EU instruments, that is, the regulations and directives that deal with issues 
before the UPC. When questions arise on the interpretation and application 
of EU law, the UPC should in certain cases (Art. 21 of the UPCA) request for a 
preliminary ruling from the CJEU.

Art. 24 of the UPCA lays down the sources of law to be applied by the UPC. 
Under this provision, the following sources of law are identified: a) EU law; b) 
the UPCA; c) the EPC; d) other international agreements which are binding to 
all Member States; and e) national law. 94 Art. 24, read in conjunction with Art. 
20 inter alia, means that if the wording of the UPCA would to some extent be 
contrary to EU law, the latter shall take precedence. However, as long as the 
boundaries of EU law are respected, the general wording of some of the UPCA 
provisions will in many instances grant the court rather wide discretion. The 
discretion of the UPC in casu will depend on the extent that a certain area of 
law has been harmonized by EU law. The court will also need to follow the of 
the Rules of Procedure of the Unified Patent Court (RoP)95, which are established 
pursuant to Art. 41 of the UPCA and give further guidance to the court. In case 
of conflict between the UPCA and the RoP, the UPCA will take precedence as 
also confirmed in Rule 1, Para 1 of the RoP. This situation will hopefully be 
rather exceptional, given that the RoP should comply with the UPCA (Art. 41 
(Para 1) of the UPCA). 

93 The following is laid down in the preamble of the UPCA: “RECALLING the primacy of Union law, which 
includes the TEU, the TFEU, the Charter of Fundamental Rights of the European Union, the general 
principles of Union law as developed by the Court of Justice of the European Union, and in particular the 
right to an effective remedy before a tribunal and a fair and public hearing within a reasonable time by 
an independent and impartial tribunal, the case law of the Court of Justice of the European Union and 
secondary Union law.” 

94 Art. 24 of the UPCA reads: “(1) In full compliance with Article 20, when hearing a case brought before it 
under this Agreement, the Court shall base its decisions on (a) Union law, including Regulation (EU) No 
1257/2012 and Regulation (EU) No 1260/20121; (b) this Agreement; (c) the EPC; (d) other international 
agreements applicable to patents and binding on all the Contracting Member States; and (e) national law.”

95 Rules of Procedure (“Rules”) of the Unified Patent Court, 8 July 2022 (RoP).
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4.2 Provisions of the UPC Agreement on Trade Secrets in 
Patent Litigation

4.2.1 The Publicity of Hearings 

The UPCA includes a few provisions on trade secrets in patent matters heard 
before the UPC. Pursuant to Art. 45 of the UPCA, as a point of departure the 
UPC proceedings are public. Under said provision, the proceedings shall be open 
to the public unless the court decides to render them confidential, to the extent 
necessary, in the interest of one of the parties or other affected persons, or in 
the general interest of justice or public order. Rule 115 of the RoP essentially 
states the same as Art. 45 of the UPCA, with the addition that the “proceedings” 
includes the oral hearing as well as the hearing of witnesses (which should be 
rather clear even without this “specification” in Rule 115). 

Rule 115 of the RoP also provides for the hearing to be audio recorded. An 
interesting question is whether this recording is also public. The wording of 
the RoP suggests that this may not be the case. Under Rule 115, the recording 
has to be made available to the parties or their representatives at the premises 
of the court after the hearing. In this provision, there is no obligation to make 
the recording available to the public, only the parties or their representatives. 
Moreover, neither the wording of Art. 45 of the UPCA nor Rule 262 of the RoP 
(which concerns public access to the register of the court) appear to render the 
recording of the hearing public. 

The above-mentioned provisions allow for the court to hold the trial behind 
closed doors for example when trade secrets are being discussed or disclosed 
to the extent this is necessary in the interest of one of the parties (the trade 
secret holder). The trade secret can belong to one of the parties in the litigation 
or even third parties. The wording of the provision does not even require there 
to be disclosure of a trade secret; it is sufficient that it would be in the interest 
of one of the parties to hold confidential proceedings. Based on the wording of 
Art. 45, the provision appears to grant the court the power to at least exclude the 
public from the proceedings. But the provision is silent on whether the parties 
or their representatives can also be excluded if this would be warranted for 
reasons such as to protect the trade secrets of one of the parties. This boils 
down to what is meant by “confidential” proceedings in Art. 45. But perhaps 
more importantly, it should be noted that excluding one of the parties and/or his 
counsel from the proceedings or part of the proceedings would be problematic 
from a fair trial point of view because Art. 47 of the CFREU and Arts. 6 and 13 
of the ECHR guarantees everyone a right to an effective remedy and a fair trial, 
which includes the right to a public hearing. The UPC is bound by the CFREU 
as a consequence of Art. 20 of the UPCA, which stipulates that the court shall 
apply EU law in its entirety and shall respect its primacy.
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Rule 262A of the RoP – which was included only in the final version of the 
RoP (of 8 July 2022) – also includes rules on the confidentiality of a hearing as 
far as it concerns the use of evidence in the proceedings. Under said provision, 
in some situations the UPC can order that certain information contained in 
the collection and use of evidence in proceedings is restricted or prohibited 
or that access to such information or evidence is restricted to specific persons. 
This provision will be discussed in more detail in Chaps. 4.2.2 and 4.2.4 below.

What should also be pointed out that is the UPC can decide to dispense with 
arranging an oral hearing altogether, pursuant to Art. 52 (Para. 3) of the UPCA. 
This requires that both parties agree on the matter. Furthermore, under Rule 
179 of the RoP, a witness may refuse to answer questions if answering them 
would violate a professional privilege or other duty of confidentiality imposed 
by the national law that is applicable to the witness. 

4.2.2 The Publicity of Trial Documents

Court decisions and orders shall be published pursuant to Rule 262 (1) (a) of the 
RoP. Written pleadings are also public and so is the evidence. The public has 
access to the court files unless a party has requested that certain information 
be kept confidential and have provided specific reasons for such confidentiality 
pursuant to Rule 262 (Para. 2) of the RoP. If a party requests that parts of written 
pleadings or written evidence be kept confidential, when making that request 
of confidentiality, the party must also provide copies of said documents with 
the relevant parts redacted.

Rule 262 (Paras. 3-7) of the RoP also includes a quite interesting provision 
which gives a member of the public an opportunity to submit an application 
to the court and claim that information excluded from public access should be 
made available to the applicant.

Rule 262A concerns restriction of access to pleadings between the parties 
in the proceedings. Under said rule, a party may make an application to the 
court for an order that certain information contained in its pleadings may 
be restricted or prohibited or that access to such information be restricted to 
specific persons.96 One ground for requesting such restriction is the protection 
of trade secrets.97 The application is to be made at the same time as lodging a 

96 It may be noted that this rule has been closely connected to Art. 58 of the UPC Agreement, which is 
referred to in Para. 2 of the provision. But the wording of Art. 58 of the UPC Agreement only concerns 
the “collection and use of evidence”, not pleadings of the parties. It does not concern “information” more 
generally as stated in Rule 262A (Para. 2). This is not entirely unproblematic since Art. 41 of stipulates 
that the UPCA is afforded precedence over the RoP. There is no direct conflict, but a question could be 
posed whether Rule 262A is outside the borders of what should be possible under Art. 58 of the UPCA, 
especially to the extent the pleadings are not connected to the “collection and use of evidence”.

97 Rule 262A (Para. 2) of the RoP.
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document containing the information or evidence and a copy of the unredacted 
relevant document and, if applicable, a copy of the redacted document, should 
be provided.98 The court is also to invite comments from the parties prior to 
making any order.99 

When considering whether to restrict access, the court should consider 
whether the grounds relied upon by the applicant for the order significantly 
outweigh the interest of the other party to have full access to the information 
in question.100 And, as the UPC has to safeguard fundamental rights, the right 
to a fair trial also has to be respected. Consequently, under Rule 262A (Para. 
6), it has been stipulated that the number of persons referred to in Rule 262A 
(Para. 1) shall be no greater than necessary in order to ensure compliance with 
the right of the parties to the legal proceedings to an effective remedy and 
to a fair trial, and shall include, at least, one natural person from each party 
and the respective lawyers or other representatives of those parties to the legal 
proceedings. This provision resembles Art. 9 ((Para. 2, Subpara. 2 (a)) of the 
TSD in that it allows for the restriction of persons who are allowed to review the 
pleadings. Rule 262A (6) clarifies that the one of the parties cannot be completely 
excluded from reviewing pleadings, and neither can their legal representatives. 

4.2.3 Reverse Burden of Proof

The UPCA includes a provision (Art. 55) that closely resembles Art. 34 of the 
TRIPS Agreement, which concerns the reverse burden of proof. In essence, 
Art. 55 of the UPCA stipulates that if the subject-matter of a patent is a process 
for obtaining a new product, the identical product when produced without the 
consent of the patent proprietor shall, in the absence of proof to the contrary, 
be deemed to have been obtained by the patented process. 

Pursuant to Art. 55 (Para 3) of the UPCA, the defendant’s legitimate interests 
in protecting its manufacturing and trade secrets shall be taken into account in 
the adduction of proof to the contrary. As Art. 55. which is essentially similar 
to Art. 34 of the TRIPS Agreement, a consistent interpretation with the TRIPS 
Agreement appears sensible. I have discussed the interpretation of Art. 34 of the 
TRIPS Agreement in detail in the EIPR articles (Appendices I-II) and therefore, 
I will refrain from repeating that discussion here.

98 Id. at Para 3.

99 Id. at Para 4.

100 Id. at Para 5.
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4.2.4 Collection and Use of Evidence

Art. 58 of the UPCA, entitled “Protection of confidential information” allows the 
court to issue orders restricting the use of evidence and/or to restrict access to 
specifically named persons. Under said provision the following is stipulated: 

“To protect the trade secrets, personal data or other confidential 
information of a party to the proceedings or of a third party, or to 
prevent an abuse of evidence, the Court may order that the collection 
and use of evidence in proceedings before it be restricted or prohibited or 
that access to such evidence be restricted to specific persons.” (Emphasis 
by the author)

Purely based on the wording of Art. 58 of the UPCA, the UPC is left with a lot 
of room in which to maneuver. Other than the requirement that the information 
should qualify as a trade secret, the provision prima facie appears to give 
the court wide discretion as to when the collection or use of evidence can be 
restricted. But Rule 262A of the RoP gives the UPC some more guidance. What 
was discussed above in Chap. 4.2.2 regarding Rule 262A also applies to evidence. 
This inter alia means that a party can apply for an order that the collection and 
use of evidence in proceedings may be restricted or prohibited or that access to 
such information or evidence be restricted to specific persons (Rule 262A (Para. 
1)). Before handing down such an order, the court has to consider whether the 
grounds relied upon by the applicant for the order significantly outweigh the 
interest of the other party to have full access to the information and evidence 
in question.101 Also, the rights to a fair trial and an effective remedy have to be 
adequately taken into account, and there should at least one natural person from 
each party and the respective lawyers or other representatives of those parties 
to the legal proceedings.102 

Under Art. 59 of the UPCA, the court may order the opposing party or a 
third party to present evidence, “subject to the protection of confidential 
information”. The wording of Art. 59 closely corresponds to the wording used 
in the Enforcement Directive and does not give any more detailed guidance as 
to how the protection should be given in practice. Some further guidance can 
be found in the RoP. In Rule 190 (Para. 1) of the RoP, which concerns an order 
to produce evidence, it has been stipulated that for the protection of confidential 
information the court may order that the evidence be disclosed to certain named 
persons only and be subject to appropriate terms of non-disclosure. Rule 262A, 

101 Rule 262A (Para. 5) of the RoP.

102 Id. at Para 6.
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which was discussed above, is also relevant when it comes to production of 
evidence. Both rules have clear similarities to Art. 9 (Para. 2, Subpara. 2 (a)) 
of the TSD, which concerns restriction of access to documents concerning 
containing trade secrets or alleged trade secrets submitted by the parties or 
third parties to a limited number of persons. It may be noted that in Rule 190 
(Para. 1), the UPC has been given a wide discretion (“may”) and there will be 
no automatic obligation of non-disclosure under the UPCA or the RoP, i.e., such 
an obligation would have to be based on a separate court order. 

4.2.5 Preservation of Evidence and Inspection 

Art. 60 of the UPCA concerns the preservation of evidence and inspection of 
premises. Under Art. 60 (Para 1), the court can order provisional measures 
to preserve evidence under certain circumstances, subject to the protection 
of confidential information. Under Rule 196 of the RoP, it is stated that when 
handing down an order to preserve evidence, the court may order that in the 
interest of protecting confidential information, the relevant evidence is disclosed 
only to certain named persons and subject to appropriate terms of non-disclosure. 
Further guidance is given in Rule 262A of the RoP, which could mutatis mutandis 
be applicable also in the preservation of evidence as it concerns the collection of 
evidence. This rule was discussed in Chaps. 4.2.2 and 4.2.4 above.

Furthermore, under Art. 60 (Para 3) of the UPCA, the court can order an 
inspection of premises. For some reason, no reference to the protection of 
confidential information has been included in this section of the provision. 
However, based on Rule 199 of the RoP, it is clear that confidential information 
should also be protected in inspection proceedings. Rule 199 reads as follows:

“The Court may, on a reasoned request by a party, order an inspection 
of products, devices, methods, premises or local situations in situ. To 
protect confidential information, the Court may order that any of 
the above be disclosed only to certain named persons and subject to 
appropriate terms of non-disclosure in accordance with Article 58 of 
the Agreement.” 

If evidence is collected in the inspection, Rule 262A can also give further 
guidance on how to protect trade secrets in the proceedings. Another important 
point is that under Art. 60 (Para. 4) of the UPCA, the applicant is not allowed 
to be present during the inspection of premises but may be represented by an 
independent professional practitioner. This provision could function as a certain 
kind of practical safeguard for the counterparty’s trade secrets when an inspection 
is conducted. The procedure pursuant to Art. 60 (Para 4) of the UPCA clearly 
resembles the Düsseldorf procedure, which has been developed by German 
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Courts in patent litigation.103 For an inspection under the Düsseldorf procedure, 
everyone present during the inspection would be bound by confidentiality.104 
The UPC can also hand down an order of non-disclosure pursuant to and to 
Rule 199 of the RoP and such an order may well be warranted because Art. 60 
(Para 4) of the UPCA can only act as an adequate safeguard against further 
disclosure of a trade secret on the condition that the party’s counsel does not 
disclose any trade secrets. Again, the procedure pursuant to Art. 60 (Para 4) of 
the UPCA must be in line with the rights to a fair trial and the effective remedy 
requirements of the CFREU and the ECHR.

The question of trade secret protection in proceedings before the UPC is a 
topic which is well-suited for future research, especially if the unitary patent 
system becomes reality and the UPC starts its operations. Once the UPC begins 
handing down rulings, it will be possible to examine more closely how the court 
deals with the above-mentioned issues in practice.

4.3  When Will the UPCA Become Effective?

Under Art. 89 of the UPCA, the agreement enters into force four months after 
thirteen Member States have ratified and deposited the agreement, including the 
three Member States with the highest number of European patents at a specified 
time. To date, the UPCA has been ratified by seventeen Member States including 
Germany, France and the UK, which was originally required.105 Germany has 
not yet deposited its ratification instrument and the UPCA has not yet entered 
into force. It appears that Germany will only deposit the ratification document 
once it is foreseeable that the court could be up and running within four months 
of the deposition pursuant to Art. 89 of the UPCA. 

Many consider it to be a positive step that the UPC system finally appears to 
become a reality. Nonetheless, there has been some skepticism as well, which 
inter alia has related to the UK’s departure from the EU (“Brexit”) and the 
current wording of the UPCA and the PAP-Protocol. Namely, the UK has left 
the EU and consequently, it also withdrew its ratifications of the UPCA and the 
PAP-Protocol on 20 July 2020. The UPCA includes a reference to London and 
the PAP-Protocol a reference to the UK. Under Art. 7 (2) of the UPCA, one of 

103 See e.g., Thomas Farkas and Peter Koch, The disclosure-fair trial dilemma when enforcing trade secrets 
in civil court proceedings, 11 Journal of Intellectual Property Law and Practice (2016) 907-908 
or Vilhelm Schröder and Philipp Widera, “Obtaining Evidence in Patent Litigation and Trade Secret 
Protection – A Tale of Two Poles” 4 GRUR International 1 (2021) 13-14.

104 Thomas Farkas and Peter Koch, The disclosure-fair trial dilemma when enforcing trade secrets in civil 
court proceedings, 11 Journal of Intellectual Property Law and Practice (2016) 908.

105 ht t p s://w w w.c on s i l iu m .eu r op a .eu/en/do c u ment s -publ ic at ion s/t r e at ie s - a g r e ement s/
agreement/?id=2013001 (last visited on 9 October 2022).
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the central divisions was to be set up in London and under Art. 3 of the PAP-
Protocol, the UK should ratify the protocol for it to enter into force. 

Art. 89 of the UPCA sets out when the agreement enters into force. That 
provision does not include any explicit reference to the UK. One could argue 
that after the UK’s departure, Italy has taken its place and the UK would no 
longer be considered a “Member State” of the UPCA.106 If one simply ignores the 
UK (since the UK has withdrawn its ratification and will no longer be a part of 
the system), Italy would apparently be next in line to be included as one of the 
three Member States with the most patents at the relevant time under Art. 89. 
Consequently, the UPCA could now enter into force four months after Germany 
deposits its ratification instrument. A different argument would be to stress that 
the UK has in fact ratified the UPCA. But for the UPCA to enter into force, this 
interpretation would have to include disregarding the UK’s withdrawal. 

For the UPC to become operational in practice, it was first required that enough 
Member States ratify the so-called Protocol on the Provisional Application of 
UPC Agreement (PAP-Protocol). Austria has deposited its ratification instrument 
related to the PAP-Protocol and it has consequently been announced that the 
provisional application could begin on 19 January 2022.107 It was announced that 
this triggered the period of provisional application and the implementation of 
the UPC as an international organization. The provisional application includes 
application of the provisions of the UPCA, which do not relate to the court’s 
activities in using its judiciary power as a court.108 The recruitment of judges 
will also be finalized during this preparatory phase. 

The reference to the UK in Art. 3 of the PAP-Protocol could be considered 
to be linked to Art. 89 of the UPCA, and as it is now clear that the UK will 
not participate, one could also argue that in these changed circumstances, the 
reference to the UK should not stand in the way of the UPC moving forward. This 
is apparently the standpoint adopted by the Preparatory Committee of the UPC. 
Indeed, the UK ratified the PAP-Protocol on 1 October 2015 as required in Art. 3. 
However, the UK withdrew its ratification on 20 July 2020. The withdrawal of the 
UK has apparently not been interpreted to mean that the UK’s ratification should 
be disregarded because the said ratification has been included (in the required 

106 A certain weakness in this argument is that the UK was a Member State at the relevant time period referred 
to in Art. 89 of the UPCA, i.e., one of the three Member States with the highest number of patents.

107 ht t p s://w w w.c on s i l iu m .eu r op a .eu/de/do c u ment s -publ ic at ion s/t r e at ie s - a g r e ement s/
agreement/?id=2015056 (last visited on 9 October 2022).

108 Under Art. 1 of the PAP-Protocol, it has been agreed that the following provisions will enter a phase of 
provisional application: Arts. 1-2, 4-5, 6(1), 7, 10-19, 35(1, 3 and 4), 36-41 and 71(3) of the Agreement on a 
Unified Patent Court and Arts. 1-7(1), 7(5), 9-18, 20(1), 22-28, 30, 32 and 33 of the Statute of the Unified 
Patent Court.
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thirteen Member States) when announcing that the PAP-Protocol entered into 
force pursuant to Art. 3 of the PAP-Protocol on 19 January 2022.109 

As for Art. 7 (2) of the UPCA, this provision does not concern the entry into 
force of the UPCA, but rather relates to the seat of the central division of the 
UPC. Under this provision, the central division shall have its seat in Paris, with 
sections in London and Munich. Before the UPCA enters into force, the Member 
States should have a desire to negotiate on whether there is a need to find a new 
third seat for one section of the central division as it was originally envisaged that 
it would be located in London or instead to devise another reasonable solution. 
When the UPC starts its judicial activities, it should be clear where the cases 
which were allocated to the London section of the central division are heard. 
Despite the current wording of the UPC, after Brexit, it is clear that due to the 
changed (rather unforeseeable) circumstances, London will not be a seat for 
one of the central divisions. One could argue that merely the fact that London 
is mentioned in Art. 7 (2) of the UPCA should not be allowed to prevent the 
UPC moving forward and that no amendments of Art. 7 (2) of the UPCA would 
be necessary at this stage. It appears that the Member States have agreed that 
this is not to impede moving ahead because it has been announced that the 
PAP-Protocol has become effective.110 From a pragmatic point of view, it does 
seem reasonable to move forward with the UPC regardless of the reference to 
London. However, it would be important for competent bodies of the UPC and 
the Member States to decide swiftly where the cases originally envisaged for the 
London division will be heard.

As mentioned above, certain unclarities which relate to the entry into force of 
the UPCA (Art. 89) and the PAP-Protocol (Art. 3) remain. As a point of departure, 
the wording of an international treaty should be adhered to.111 It appears that 
the options to rely on changed circumstances (such as Brexit) to disregard the 
wording of a provision are fairly restricted.112 To mitigate the risk of uncertainty 
and difficulties in the future, it would be warranted for the competent bodies 

109 Supra note 106. Disregarding the withdrawal is not entirely unproblematic, and it would perhaps have been 
more legally solid to wait for one more Member State to ratify and deposit its ratification instrument of the 
PAP-Protocol before announcing that the protocol has entered into force. One could ask why the reference 
to London is in one way disregarded but the UK simultaneously included as one of thirteen Member 
States which are required to ratify the protocol for it to enter into force, even if the UK has withdrawn its 
ratification? One could also take the standpoint that even if the ratification was withdrawn, the protocol 
was nevertheless ratified and therefore the UK should not be disregarded.

110 Supra note 106.

111 Art. 31 of the VCLT. See Chap. 2.2 where the provisions of the VCLT is discussed.

112 When it comes to circumstances after the conclusion of a treaty, Art. 31 of the VCLT only refers to subsequent 
agreements, subsequent practice and generally to relevant rules of international law (Art. 31, Para 2). Art. 
32 allows for recourse to supplementary means of interpretation (including the preparatory work of the 
treaty and the circumstances of its conclusion), but only if the interpretation according to Art. 31, a) leaves 
the meaning ambiguous or obscure, or b) leads to a result which is manifestly absurd or unreasonable. 
Art. 62, which concerns fundamental change of circumstances regulates termination or withdrawal of a 
treaty and not interpretation. 
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of the UPC and the Member States to transparently explain how they interpret 
the above-mentioned provisions of the UPC and the PAP-Protocol and what this 
interpretation is based on from a legal point of view (international treaty law 
in particular). Before the UPC starts its operations, it would also be important 
to agree on where the cases which were supposed to be heard in the London 
section of the central division will now be heard.

It nevertheless seems rather clear that the UPC will soon start its operations. 
Germany is expected to deposit its ratification instrument of the UPCA in 
December 2022. If everything moves ahead as planned, it has been predicted 
that the UPC could start its operations on 1 April 2023. 



56

5 CLASHES UNDER THE SURFACE:  
FUNDAMENTAL RIGHTS

5.1 IP Rights as Fundamental Rights

IP rights are also protected as fundamental rights. This may matter when 
considering how trade secrets are protected in court proceedings. Art. 1 of the 
Protocol to the Convention for the Protection of Human Rights and Fundamental 
Freedoms113 and Art. 17 of the CFERU provide that property is to be protected. 
Art. 17 (Para 2) of the CFREU specifically stipulates that intellectual property 
shall be protected. In relation to trade secrets, it is important to note that the 
CFREU (Art. 41, Para 2) has a specific provision which sets out that the right 
to good administration includes the right of every person to have access to his 
or her file while respecting the legitimate interests of confidentiality and of 
professional and business secrecy. 

While it is clear that patents are considered to be intellectual property within 
the framework of the CFREU, it is less clear that the same would apply to trade 
secrets. Most of the EU Member States do not regard trade secrets as intellectual 
property (with the exceptions of Portugal, Italy and France).114 In the U.S., trade 
secrets are considered to be intellectual property.115 

It remains unclear whether trade secrets should be regarded as intellectual 
property within the meaning of Art. 17 (Para 2) of the CFREU. Arguments could 
be presented for both positions.116 Patents are time-limited exclusive rights which 
are granted to the innovator once the patent is published. Trade secrets, on the 
other hand, are not exclusive rights. For this reason, independent discovery and 
reverse engineering are allowed. Also, trade secret law only protects against 
unlawful acquisition, use or disclosure. In the legal literature, it has also inter 
alia been argued that licensing in relation to trade secrets works differently 

113 Protocol to the Convention for the Protection of Human Rights and Fundamental Freedoms, 20 March 
1952, 213 U.N.T.S. 221.

114 Tanya Aplin, Right to Property and Trade Secrets in Research Handbook on Human Rights and 
Intellectual Property (Chrisotpher Geiger ed. 2014) 425. 

115 Id. at 422.

116 For further discussion on this topic, see e.g., Marco Bronckers and Natalie Marie McNelis, Is the EU 
Obliged to Improve the Protection of Trade Secrets? An Inquiry into TRIPS, the European Convention 
on Human Rights and the EU Charter of Fundamental Rights, 10 European Intellectual Property 
Review (2012) 681 and Tanya Aplin, Right to Property and Trade Secrets in Research Handbook on 
Human Rights and Intellectual Property (Christopher Geiger ed. 2014) 424-456.
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compared to other IP rights.117 These arguments could be presented in favor 
of not treating trade secrets as intellectual property. On the other hand, trade 
secrets and other IP rights certainly have many similarities. In essence, they 
grant the right holder the right to prohibit others from doing something (that 
is, they are negative rights). Also, the right to reverse engineering should not 
be considered to be decisive inter alia because this right can be contractually 
waived.118 All intellectual property rights are subject to limitations and exceptions, 
which is why this consideration should not bar trade secrets from qualifying 
as intellectual property. Furthermore, the fact that rights pertaining to trade 
secrets could be considered weaker in their substance or scope of protection 
compared to patents should not per se preclude classifying them as intellectual 
property. Moreover, there is no clear unambiguous authority declaring that trade 
secrets should not be considered intellectual property. Pursuant to Art. 1 (Para 
2) of the TRIPS Agreement, trade secrets (“undisclosed information” to be more 
precise) are considered to amount to “intellectual property” in the framework 
of said agreement.119 As pointed out in the legal literature, in many respects, the 
TRIPS Agreement does treat patents and trade secrets in the same manner.120 
I thus consider the arguments in favor of treating trade secrets as intellectual 
property to be stronger than those against such classification.

Another question is that even if one would not consider trade secrets to 
amount to intellectual property within the meaning of Art. 17 (2) of the CFREU, 
are they not at least possessions under Art. 1 of the to the Protocol to the 
ECHR? It is stated in the legal literature that the ECtHR has considered the 
notion of “possessions” to be fairly broad and that the ECtHR would not have 
any particular hesitation in treating trade secrets as “possessions” under Art. 
Art. 1 of the Protocol to the ECHR.121 Yet this question has occasionally also 
been answered in the negative. 122 I find it somewhat difficult to agree with this 
standpoint. Without delving deeply into this question, I would argue that as 
trade secrets (by definition) have commercial value, they should therefore be 
considered to be “possessions.” If the information in question does not have 

117 See e.g., Tanya Aplin, Right to Property and Trade Secrets in Research Handbook on Human Rights 
and Intellectual Property (Christopher Geiger ed. 2014) 424.

118 See Rec. 16 and Art. 3 (Para 1 b) of the TSD.

119 See e.g., Marco Bronckers and Natalie Marie McNelis, Is the EU Obliged to Improve the Protection of 
Trade Secrets? An Inquiry into TRIPS, the European Convention on Human Rights and the EU Charter 
of Fundamental Rights, 10 European Intellectual Property Review (2012) 677.

120 Id. at 678.

121 Marco Bronckers and Natalie Marie McNelis, Is the EU Obliged to Improve the Protection of Trade Secrets? 
An Inquiry into TRIPS, the European Convention on Human Rights and the EU Charter of Fundamental 
Rights, 10 European Intellectual Property Review (2012) 680-681.

122 See e.g., Tanya Aplin, Right to Property and Trade Secrets in Research Handbook on Human Rights 
and Intellectual Property (Christopher Geiger ed. 2014) 423.
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economic value, it does not as a point of departure even qualify as a trade secret 
under Art. 2 of the TSD.

However, it is important to bear in mind that the debate concerning the 
classification of trade secrets is fruitful only if it matters whether or not trade 
secrets are considered to be intellectual property or not. For the purposes of my 
research, the question of whether trade secrets are considered to be intellectual 
property is not of decisive importance. This is inter alia because I only propose 
that the legitimate interests of the trade secret holder are to be safeguarded 
in patent litigation by introducing certain minimum standards so that a trade 
secret holder does not risk losing a trade secret due to being a party in litigation. 
My proposals do not require trade secrets to be treated as intellectual property 
rights from a fundamental rights perspective. If one were to argue that trade 
secret protection should be very strong, for example, by introducing in camera 
or “black box” proceedings as international minimum standards, it would 
perhaps help to argue that trade secrets should be intellectual property from 
the perspective of fundamental rights and therefore afforded even stronger 
protection. Notwithstanding, it is debatable whether the classification should 
be decisive even from this perspective. 

Classifications and even fundamental rights aside, one could rightfully ask 
whether patent rights should generally be considered “stronger” in comparison 
to the rights related to trade secrets in the EU. In my opinion, this question 
should be answered in the affirmative. In (exceptional) circumstances when 
patents inevitably clash with trade secret rights and both cannot be safeguarded, 
patent rights should be given precedence. However, from another perspective, 
one could question whether the fact that a right is narrower and “weaker” in 
relation to its substance and scope of protection should necessarily and in all 
circumstances automatically lead to the conclusion that it should be afforded less 
protection in litigation. That should not be the case. This would be a relevant 
question in a patent litigation when the trade secret belongs to the defendant. In 
addition to its rights and legitimate interests pertaining to the trade secret, the 
trade secret holder also has a right to a defense under Art. 47 of the CFREU.123 
Furthermore, given that a trade secret holder can rely on certain safeguards 
of Art. 9 of the TSD in trade secret litigation, should not that secret holder be 
able to rely on the same safeguards, say, as a defendant in patent litigation? It 
is difficult to fathom why this should not be the case. Moreover, it is important 
to bear in mind that often it should be possible to safeguard both the interests 
of the patent and trade secret holder simultaneously.

It is also important to remember that there is no inherent tension between 
patent rights and rights pertaining to trade secret protection, neither on the 

123 See e.g. C-112/13, A v. B and Others, ECLI:EU:C:2014:2195 (A v. B and Others) para 51.
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levels on fundamental rights nor otherwise. In most instances, both rights can 
co-exist peacefully and complement each other. But as discussed previously 
in this summary, tensions can arise when the rights are enforced, and in such 
circumstances, balanced solutions need to be found. The fact that patent rights 
should be considered to be “stronger” than trade secret rights does not mean 
that the legitimate interests of a trade secret holder should not simultaneously 
be taken into account, as long as this is possible. These legitimate interests are 
to be safeguarded as currently required by e.g., the TRIPS Agreement. It is also 
possible to further harmonize the protection of trade secrets in court proceedings 
with additional specific provisions without this unreasonably jeopardizing the 
rights of the patent holder. However, one does have to be especially careful and 
diligent when drafting such harmonizing provisions so that one duly considers 
the rights of all parties. 

5.2 Beyond IP Rights: The Right to an Effective Remedy 
and a Fair Trial

The rights to an effective remedy or a fair trial are not patent rights or even IP 
rights and therefore do not strictly fall within the scope of the research topic.124 
However, as the reader will notice from this summary as well as the articles, 
these fundamental rights nevertheless surface in certain circumstances when 
considering how and to what extent trade secrets can be protected in patent 
litigation. 

Even though it is clear that patent rights and trade secrets are to be effectively 
protected in the EU, the fundamental right to an effective remedy and a fair 
trial may set boundaries to the extent that these rights—for the purposes of 
this research, trade secrets in particular—can be protected in patent litigation. 
Art. 47 (Para 1) of the CFREU and Art. 13 of the ECHR stipulate that everyone 
is entitled to an effective remedy.125 These fundamental rights are currently 

124 It may also be mentioned that patent litigation is civil litigation between two companies and thus cannot 
be considered to be at the core of fundamental rights issues, which more often involve safeguarding the 
rights of private individuals.

125 The right to an effective remedy is also guaranteed under Arts. 8 and 10 of the Universal Declaration of 
Human Rights (Universal Declaration of Human Rights, G.A. res. 217A (III), U.N. Doc A/810 at 71 (1948)), 
but I have here decided to predominantly discuss the corresponding European provisions. Under Art. 8 of 
the Universal Declaration of Human Rights, everyone has the right to an effective remedy by the competent 
national tribunals for acts violating the fundamental rights granted him by the constitution or by law. 
Pursuant to Art. 10 everyone is entitled in full equality to a fair and public hearing by an independent 
and impartial tribunal. 
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part of EU primary law and are to be adhered to by all Member States.126 EU 
primary law is afforded precedence over secondary law such as EU directives 
and regulations as well as the national laws of the Member States.127

The remedies available to the patent holder in litigation should be effective. 
Nonetheless, the right to an effective remedy also entails that the rights of the 
defense should be duly considered.128 The right to an effective remedy includes 
the right to be heard as well as the principle of the equality of arms.129 Art. 6 of 
the ECHR and Art. 47 (Para 2) of the CFREU provides everyone with a right to 
a fair trial. As noted in the preamble of the CFREU, the charter reaffirms the 
fundamental rights as laid down in the ECHR and the case-law of the European 
Court of Human Rights (ECtHR).130 Under the above-mentioned provisions, 
it is stipulated inter alia that everyone is entitled to a fair and public hearing. 

5.2.1 The Right to a Public Hearing and Publicity of Trial Documents

The right to a public hearing as a main rule under Art. 6 of the ECHR is 
important not only for safeguarding the rights of a party in a trial but also from 
a broader societal perspective; the publicity of hearings also protects against 
arbitrary decisions and the misuse of power from the judiciary.131 According to 
the legal literature, any exceptions from the main rule should be interpreted 
restrictively.132 However, this does not mean that hearings cannot be held behind 
closed doors if there are sufficient grounds for excluding the public.133 Under 
Art. 6 of the ECHR, is stipulated that the “public may be excluded from all or 
part of the trial in the interests of morals, public order or national security in 
a democratic society, where the interests of juveniles or the protection of the 
private life of the parties so require, or to the extent strictly necessary in the 
opinion of the court in special circumstances where publicity would prejudice 
the interests of justice.” As the protection of trade secrets does not fall within 

126 See Art. 6 of the Treaty on European Union and the Treaty on the Functioning of the European Union 
(consolidated version), 2012 O.J. (C 326/01). 

127 See e.g., Tuomas Ojanen, EU-oikeuden perusteita (3rd ed. 2016) 39 and 86-87.

128 See e.g., A and B. v Others para 51.

129 See e.g., C-249/13, Khaled Boudjlida v Préfet des Pyrénées-Atlantiques, ECLI:EU:C:2014:2431 (Khaled) 
para 31; C-169/14, Juan Carlos Sánchez Morcillo and María del Carmen Abril García v. Banco Bilbao 
Vizcaya Argentaria, SA, ECLI:EU:C:2014:2099 paras 48-49 and C-472/11, Banif Plus Bank Zrt v Csaba 
Csipai and Viktória Csipai, ECLI:EU:C:2013:88 (Banif) para 29.

130 Furthermore, under Art. 52 (Para 3) of the CFREU, it is stipulated that, “In so far as this Charter contains 
rights which correspond to rights guaranteed by the Convention for the Protection of Human Rights and 
Fundamental Freedoms, the meaning and scope of those rights shall be the same as those laid down by 
the said Convention. This provision shall not prevent Union law providing more extensive protection.”

131 Matti Pellonpää et. al., Euroopan ihmisoikeussopimus (6th ed. 2018) 612-613 and Clare Ovey and 
Jacob White, The European Convention on Human Rights (4th ed. 2006) 185.

132 Matti Pellonpää et. al., Euroopan ihmisoikeussopimus (6th ed. 2018) 612.

133 Id. at 613. 
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the general categories mentioned in Art. 6, the public can only be excluded under 
special circumstances to the extent strictly necessary in the opinion of the court 
where publicity would prejudice the interests of justice. The wording of Art. 6 
of the ECHR appears to set a rather high bar for not holding public hearings 
(“strictly necessary” and “special circumstances”). Nevertheless, the ECtHR has 
not always considered a public hearing to be necessary. In Axen v. Germany, the 
ECtHR held that the right to a public hearing under Art. 6 of the ECHR had not 
been infringed when the German Federal Court of Justice decided to dispense 
with a hearing because it unanimously considered the appeal on points of law 
to be ill-founded and oral argumentation to be unnecessary. The court had 
duly sought the views of the parties beforehand.134 From a fundamental rights 
perspective, it advisable for a court to always consult the views of the parties 
before deciding to hold hearings behind closed doors, for example, by referring 
to the protection of trade secrets.

It is important to note that Art. 6 of the ECHR does not require trial 
documents to be public.135 But the right to adversarial proceedings (discussed 
below) usually requires that a party has access to all trial documents and is 
afforded an opportunity to opine on them. 

5.2.2 The Right to Adversarial Proceedings and Equality of Arms

The right to a fair trial encompasses the right to adversarial proceedings and 
the equality of arms. These two elements of the right to a fair trial are closely 
linked to each other.136 As noted above, they are also considered to be parts of 
the right to an effective remedy. The right to adversarial proceedings relates 
the opportunity for the parties to a trial to have knowledge of and comment on 
all evidence adduced or observations filed, while the equality of arms entails 
that each party must be afforded a reasonable opportunity to present his case— 
including his evidence — under conditions that do not place him at a substantial 
disadvantage vis-à-vis the other party.137 

The strong main rule under the ECHR and the case law of the ECtHR is 
clearly that a party should be afforded the right to review and opine on all trial 
documents. Any restriction in this respect is likely to amount to a violation of 
Art. 6 of the ECHR. For example, in Fortum Corporation v. Finland, the ECtHR 

134 Axen v. Germany, App. No. 8273/78 (1983) (Axen v. Germany).

135 Matti Pellonpää et. al., Euroopan ihmisoikeussopimus (6th ed. 2018) 613.

136 Clare Ovey and Jacob White, The European Convention on Human Rights (4th ed. 2006) 176.

137 European Court of Human Rights: Guide on Article 6 of the European Convention on Human Rights - 
right to a Fair Trial (civil limb) (updated on 31 December 2020) 73-74, Clare Ovey and Jacob White, 
The European Convention on Human Rights (4th ed. 2006) 176 or Matti Pellonpää et. al: Euroopan 
ihmisoikeussopimus (6th ed. 2018) 616.
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held that there had been a violation of Art. 6 of the ECHR when a party had not 
been reserved an opportunity by the Finnish Supreme Administrative Court 
(FSAC) to comment on a memoranda which had been submitted to the court.138 
The ECtHR reached the same conclusion in Kerojärvi v. Finland; in essence, the 
court concluded that Art. 6 and the right to adversarial proceedings had been 
breached when the Finnish Board for Unemployment Benefits and Insurance 
Court failed to communicate opinions which the board had obtained ex officio in 
the proceedings to the party.139 In Nideröst-Huber v. Switzerland, the ECtHR 
also found that Art. 6 had been infringed when the party in the proceedings 
had not been allowed to comment on the opinions of a Swiss Cantonal Court 
which had been submitted to the Federal Court.140 

However, the right to adversarial proceedings is not absolute and its scope 
may vary depending on the specific features of the case in question.141 For 
example, the non-disclosure of an item of evidence and a party’s inability to 
comment on it may not undermine the fairness of the proceedings if having 
that opportunity would have had no impact on the outcome of the case and 
the legal solution reached was not open to discussion.142 This may of course 
be rather difficult to assess if the party has no opportunity to comment on the 
evidence. Furthermore, in Regner v. the Czech Republic, the majority of the 
Grand Chamber of the ECtHR found that it was possible to restrict the access 
to confidential documents of a party in administrative proceedings if such a 
disclosure would pose a national security risk.143 The majority of the ECtHR 
found there to have been no breach of the right to a fair trial under Art. 6 of the 
ECHR, but the Grand Chamber was divided.144 The circumstances in Regner 
v. the Czech Republic are rather different compared to a patent litigation in 
which the trade secret holder will likely not generally be able to refer to national 
security risks. This means that one cannot draw far-reaching conclusions from 
this judgement, even though it could be used as an example to point out that 
the right to access all documents is not absolute, even for a party in the trial. 

In Regner v. the Czech Republic, the court reviewed the relevant evidence 
and concluded that certain pieces of evidence could not be disclosed to the 

138 Fortum Corporation v. Finland, App No. 32559/96 (2003) (Fortum Corporation v. Finland).

139 Kerojärvi v. Finland, App. No. 29346/95 (2001) (Kerojärvi v. Finland).

140 Nideröst-Huber v. Switzerland, No. 18990/91 (1991) (Nideröst-Huber v. Switzerland).

141 European Court of Human Rights: Guide on Article 6 of the European Convention on Human Rights - 
right to a Fair Trial (civil limb) (updated on 31 December 2020) 74.

142 European Court of Human Rights: Guide on Article 6 of the European Convention on Human Rights - 
right to a Fair Trial (civil limb) (updated on 31 December 2020) 74.

143 Regner v. the Czech Republic, App. No. 35289/11 (2017) (Regner v. the Czech Republic).

144 Ten judges considered there to have been no violation of the right to a fair trial while seven judges dissented.
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counterparty on the grounds of national security.145 It is important to note 
that the right to adversarial proceedings will most likely be infringed in cases 
in which the court is deprived of the opportunity to consider and rule on the 
question of disclosure to the counterparty.146 

5.3 Fundamental Rights in Patent Litigation

When assessing different means of protecting trade secrets in litigation, it is 
possible that a court may have to consider questions related to a party’s right 
to an effective remedy and a fair trial. A threshold should not be set too high to 
exclude the public from an oral hearing or to declare documents confidential vis-
à-vis the public if the relevant information qualifies as a trade secret. The latter 
should not raise too many questions on fundamental rights inter alia because 
trial documents are not regulated by Art. 6 of the ECHR. Moreover, patent 
litigation is predominantly a civil court proceeding between two companies (not 
individuals) and the need for a public in all circumstances is not as evident as 
it is in cases involving individuals. Fundamental rights questions do not often 
surface in patent litigation more generally. In addition, a certain trade secret 
may have minimal or no relevance for a particular member of the public or 
even for the public at large. Nonetheless, for the trade secret holder, keeping 
the information secret from the public may be pivotal. If the trade secret is 
not protected but disclosed to the public, it may be lost forever and will have 
no value for the trade secret owner after such a disclosure. That said, a court 
should nevertheless bear in mind the rights to an effective remedy and a fair 
trial when excluding the public from a hearing based on trade secret protection. 
Of course, it should be ensured that the hearing is held behind closed doors only 
to the extent that a trade secret is disclosed and discussed; the hearing should 
in all other respects be public. 

In light of what has been presented in this summary, as a rule of thumb, one 
could argue that the more “secret” the hearings and trial documents are, the 
more fundamental rights considerations should surface. The more trade secrets 
are protected, the more there is a risk that fundamental rights are unreasonably 
jeopardized. Up to a certain point, trade secret protection can be increased 
without unreasonably jeopardizing the legitimate rights of the patent holder. 

145 Regner v. the Czech Republic, App. No. 35289/11 (2017) (Regner v. the Czech Republic) para 155. Also see 
Matti Pellonpää et. al., Euroopan ihmisoikeussopimus (6th ed. 2018) 621.

146 In Rowe and Davis v. UK, the ECtHR ruled that the right to a fair trial under Art. 6 of the ECHR had 
been infringed when this assessment had been made only by the prosecution, not by the court. (Rowe and 
Davis v. UK, No. 28901/95 (2000) (Rowe and Davis v. UK)). Also see Matti Pellonpää et. al., Euroopan 
ihmisoikeussopimus (6th ed. 2018) 621.
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For example, the documents can often be declared confidential, and hearings 
can be held behind closed doors (public excluded) without infringing the patent 
holder’s rights. The patent holder may not even object to such measures. 

As trade secret protection is further increased, a certain point will be reached 
when the legitimate interests of the patent holder will begin to be endangered 
more dramatically and then another point when any further protection of 
trade secrets will unreasonably infringe the rights of the patent holder. This is 
particularly important when a court considers excluding one of the parties from 
part of the proceedings or disallowing the party to review any trial documents. 
In these cases, the court should be alert and especially careful in order not to 
infringe the right to an effective remedy or a fair trial. The same applies if the 
court would be disallowed from reviewing a certain document. The strong point 
of departure is and should be that a party (or at least some names representative(s) 
of the party), the party’s counsel and the court have the right to review all 
documents and participate in every step of the oral hearing. The counsels of the 
parties should also always be allowed to review all documents and participate 
in all the hearings. Depriving counsel of this opportunity will likely violate the 
right to an effective remedy and the right to a fair trial. Notwithstanding, it 
is not possible to completely rule out that in certain exceptional cases, even a 
party’s participation could be restricted. 

The rights to an effective remedy and a fair trial will usually set limits to the 
extent that trade secrets can be protected in relation to the public, the court, the 
parties as well as anyone else involved in the proceedings. Based on my research, 
I can conclude that considerable caution and diligence is required when a court 
is faced with questions such as those related to trade secret protection, especially 
when a party claims exceedingly extensive protection. 

The rights to an effective remedy and a fair trial are very general concepts, as 
many other human rights. Giving a clear and complete answer to all questions 
arising that pertain to protecting trade secret in patent litigation from the 
perspective of fundamental rights is very difficult, perhaps even impossible. 
These types of guidelines will also need to be flexible to enable a court to take 
into consideration the circumstances in casu. 

Within the framework of my research, I have not had the opportunity to 
consider and reflect deeply on all questions relating to the fundamental rights 
that could relate to the topic under discussion. As the reader will have noted from 
the discussion in this chapter, several of the questions related to fundamental 
rights are well-suited for further research. A comprehensive study on the legal 
instruments and, most importantly, the case law of the ECtHR and the legal 
literature, would be a welcomed addition to the field. Regarding fundamental 
rights, in my opinion, the most prominent questions for future research would 
be exactly where one should draw the line for protecting trade secrets in patent 
litigation. In other words, exactly when are trade secrets protected to an extent 
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which is no longer acceptable from an effective remedy and fair trial perspective? 
And more specifically, can the counterparty or his counsel be excluded from the 
proceedings to some extent and if so, in which circumstances? Moreover, can 
black box or in-camera proceedings be in line with the right to an effective remedy 
and a fair trial, and if so, in which circumstances? And in which circumstances 
could trade secret protection also infringe patents as fundamental rights under 
Art. 17 (Para 2) of the CFREU?
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6 DE LEGE FERENDA: A NEED FOR FURTHER HAR-
MONIZATION?

6.1 Unharmonized Territory

As previously stated, and as discussed in further detail in my articles, the 
international and regional provisions in the EU concerning the protection of 
trade secrets in patent litigation are, de lege lata, very general.147 In 2018, the 
European Union Intellectual Property Office (EUIPO) conducted a study entitled 
“The Baseline of Trade Secrets Litigation in the EU Member States.” From this 
study, it becomes clear that the national legislation of some European countries 
does not provide an opportunity to restrict access to documents containing 
trade secrets while others do not afford a possibility to hold hearings behind 
closed doors.148 Furthermore, and importantly, only in some countries could 
the persons to whom the trade secrets have been disclosed be bound by a 
confidentiality obligation.149 The national legislation of a few countries have 
included the option to refuse to testify but many other national legislations did 
not have this provision. 150 This study does not clarify the extent that it is possible 
to exclude the counterparty or potentially even the counterparty’s counsel from 
the proceedings when a trade secret is disclosed.151 

The topic has recently been discussed by the AIPPI152, which is a prominent 
international association for the protection of intellectual property. Following a 
proposal from the Standing Committee on Trade Secrets, the AIPPI selected the 
topic “Protection of trade secrets during civil proceedings” as a Study Question 
(Q283) for 2022. A questionnaire was answered by 34 AIPPI national groups 
and the answers were summarized in a report. All the national groups believed 
their current law or practice relating to the protection of trade secrets during 
civil proceedings could be improved. A clear majority (90%) of the national 

147 As mentioned previously, the provision concerning the protection of trade secrets in litigation in the TSD 
(Art. 9) did not require harmonization when it comes to patent litigation proceedings, unless a Member 
State has decided to go further than what is required by the TSD. Therefore, the protection of trade secrets 
in any other type of IP litigation than trade secret litigation has not been further harmonized by the TSD.

148 EUIPO, “The Baseline of Trade Secrets Litigation” (2018) 416-420. 

149 Id.

150 Id.

151 Such a possibility was only explicitly reported to be included in one legal order (Poland). See EUIPO, “The 
Baseline of Trade Secrets Litigation” (2018) 419.

152 AIPPI is an abbreviation of Association Internationale pour la Protection de la Propriété Intellectuelle. 
The AIPPI has approximately 8000 members worldwide from more than 130 countries.
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groups also believe that there should be harmonization in relation to the 
protection of trade secrets during civil proceedings. After several sessions of 
the Study Committee, a new Resolution was adopted on 13 September 2022 in 
San Francisco, where the World Congress was held this year. 

As stated previously, procedural law has traditionally been an area which has 
been considered national. However, the status quo may not be satisfactory for a 
trade secret holder, who should be able to rely on at least a minimum standard 
of protection regardless of where he has to sue or is sued and even what the case 
is based on substantively. Otherwise, the trade secret holder will be left at the 
mercy of national procedural law which — in the worst-case scenario — may 
afford no protection or inadequate protection for his trade secrets during the 
course of litigation. Once the trade secret is no longer secret, it is in essence lost, 
which is why confidentiality may be pivotal for the trade secret holder. Hence, 
it would be desirable to harmonize trade secret protection in court proceedings 
within the EU and internationally. The question therefore concerns how such 
harmonization should be carried out and the rules that should be introduced.

6.2 Harmonization Proposals

It would be important for the courts to strive only to introduce relevant trade 
secrets into the proceedings. Therefore, for example a claim for document 
production to introduce irrelevant evidence which includes trade secrets should 
be dismissed. The difficulty is that the court will not necessarily know whether 
the trade secret is relevant before it is disclosed to the court. Any conclusive 
determination of the relevance can only be made ex post. For this reason, it 
should be sufficient that the court undertakes reasonable efforts not to introduce 
irrelevant evidence that includes trade secrets. The fact that the determination 
of the relevance can only be made ex post also means that the evidentiary theme 
will play a crucial role when considering the relevance. If the evidentiary theme 
clearly reveals that the document could not show anything relevant in relation 
to the outcome of the case, it should not be introduced into the proceedings. 
Introducing a rule stating that only relevant trade secrets may be introduced 
into the proceedings would lower the possibility of introducing irrelevant trade 
secrets into the proceedings, which may nevertheless have a pivotal value for 
the trade secret holder. None of the parties really have a legitimate interest in 
introducing irrelevant trade secrets into the proceedings. Some national legal 
orders may include a general prohibition of introducing irrelevant evidence in 
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their procedural law. 153 If this is the case, no additional provisions may be 
necessary.

All national courts should be able to declare any trial documents confidential 
in relation to the public to the extent that those trial documents contain trade 
secrets. The court should be able to declare such documents confidential for a 
sufficient period (at least 10 years). To the extent a judgment cannot be written 
without disclosing trade secrets, national courts should also be given the 
possibility to publish only redacted versions of their judgment. Furthermore, 
the courts should be able to hold hearings behind closed doors (without the 
public present) when trade secrets are disclosed. These are all important basic 
and fundamental procedural rules which must be part of the national legal 
orders to adequately safeguard the legitimate interests of the trade secret holder. 
Namely, once the secret is disclosed to the public, it is effectively lost, and such 
a consequence would unreasonably undermine the legitimate rights of the trade 
secret holder.

If a trade secret holder has to reveal his trade secret in proceedings in order 
to enforce his legal rights or be able to defend himself, he should not risk losing 
his trade secret as a consequence of this disclosure.154 Loss of a trade secret 
is unsatisfactory from the viewpoint of the right to an effective remedy and 
considering the fact that everyone should be able to defend themself effectively 
in litigation (without the risk of losing his trade secret when doing so).155 If it 
is the plaintiff who is required to disclose the trade secret (for example, in SEP 
litigation), the situation is not entirely different. In other words, the information 
should still be considered “secret” even though it may have been disclosed in the 
proceedings. Someone to whom the trade secret has been disclosed (such as a 
representative of the counterparty) may of course still disclose the trade secret 
to the public and it may be factually lost. It is therefore especially important 
that everyone to whom a trade secret is disclosed is bound by confidentiality. 
This topic is discussed in more detail below. It could be debated whether a trade 
secret is actually lost de lege lata if it is disclosed to a court because disclosing 
the trade secret only to the court and the counterparty does not necessarily 
mean that it would be become “generally known among or readily accessible 
to persons within the circles that normally deal with the kind of information in 
question” pursuant to Art. 2 of the TSD.156 But in the interest of clarity, it would 
be better to introduce a clear rule stating that if a trade secret is disclosed to 
the court, it is still considered “secret” as required by the TSD. 

153 For instance, such a provision is included in Chap. 17, Sec. 8 of the FCJP. 

154 This idea has been discussed also e.g., by Thomas Farkas and Peter Koch who talk about a “fiction of non-
disclosure”, see Farkas and Koch, supra note 103, at 908.

155 Art. 47 (1) of the CFREU, Art. 13 of the ECHR and Art. 3 (2) of the Enforcement Directive.

156 Art. 2, Subpara 1, point 1 a) of the TSD and Sec. 2 Subpara 1, point 1 a) of the FTSA.
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Anyone to whom a trade secret has been disclosed during court proceedings 
should always be obliged to keep that information confidential. That person 
should be prohibited from using or disclosing the trade secret. This is particularly 
important because this type of rule or order can safeguard the trade secret even 
if it must be disclosed during court proceedings. For example, if the trade secret 
must be disclosed to the counterparty, the counterparty would be bound by 
confidentiality. The same would apply to anyone to whom the trade secret has 
been disclosed (such as witnesses, expert witnesses, and counsels). 

It may be noted that a rule on a confidentiality obligation as such would not 
be entirely new within the existing EU framework. Art. 9 (Para 1) of the TSD 
already includes such a rule. Even so, as previously discussed, that provision 
only concerns trade secret litigation and it would be warranted to introduce a 
rule more broadly in patent (and other IP) litigation, and perhaps even in civil 
litigation more generally. It should be noted that provisions on confidentiality 
obligations can be found in the RoP of the UPC, which means that orders on 
non-disclosure can be handed down in patent litigation before the UPC in the 
future.157

Of course, there is a risk that a confidentiality obligation could be violated 
and therefore, to function as a deterrent, the sanctions for breaching the duty 
of confidentiality should be significant. Primarily, the provision introduced 
internationally and/or regionally should oblige the member states to introduce 
an obligation of confidentiality directly into their national law. Alternatively, the 
member states should be obliged to introduce a rule that grants the judiciary the 
power to hand down such an order. The former alternative would be preferred 
because this would lower the risk that no court order is given even if trade 
secrets are disclosed in the proceedings and would also burden the courts to a 
lesser extent. To safeguard the legitimate interests of the trade secret holder, the 
confidentiality obligation should be in force at least as long as the trade secret 
remains secret within the meaning of Art. 2 of the TSD, but it could also be in 
force “perpetually” for the persons to whom the trade secret has been disclosed 
during the course of the proceedings. 

Why is the above-mentioned confidentiality obligation so important? When 
facing dilemmas related to trade secret protection in court proceedings, the 
confidentiality obligation could be key in solving many issues that arise. In 
other words, most of the problems relate to trade secret holders not wanting 
(for very understandable reasons) to disclose any of their trade secrets to the 
counterparty or anyone else who participates in the court proceedings. This 
fear can be mitigated if all relevant parties and persons would be bound by a 
confidentiality obligation with considerable sanctions attached to that obligation. 

157 See e.g., Rule 196 (Para. 1, Subpara. 2) and Rule 199 (Para. 1) of the RoP
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Provisions on the protection of trade secrets in court proceedings could be 
introduced internationally and regionally in the EU. Considering what has been 
stated above, this type of provision should at least include the following:

1. Reasonable efforts should be made by the courts to ensure that only trade 
secrets which are relevant for the outcome of the dispute are introduced 
in the proceedings;

2. A possibility to declare trial documents confidential (written statements, 
exhibits, expert witness reports, etc.) in relation to the public to the extent 
they include trade secrets vis-à-vis the public for an appropriate period 
(a minimum of 10 years);

3. An option for the courts to publish only a redacted version of their 
judgment. The parties and the counsels should nevertheless always have 
access to the unredacted version of the judgment as well;

4. For it to be possible to hold hearings behind closed doors (public excluded) 
when trade secrets are disclosed;

5. If a trade secret holder must reveal his trade secrets in proceedings in 
order to enforce his legal rights or be able to defend himself, he should 
not risk losing his trade secret; and

6. An obligation of confidentiality for all persons to whom a trade secret 
has been disclosed in the proceedings. This obligation should be attached 
with considerable sanctions.

Regarding declarations of confidentiality and court hearings, it should be 
recalled that the main rule would continue to be that trial documents and oral 
hearings should be public, as a point of departure. The above suggestions would 
all be exceptions to the main rule. 

Art. 9 of the TSD could be used as a starting point when considering the 
wording of the new provisions to be introduced. As also stated in Art. 9 (Para 
3) of the TSD, the right to an effective remedy or a fair trial should not be 
jeopardized. Even if prima facie this could seem superfluous (as many states 
are obliged to respect human rights anyway), it would be warranted to state 
explicitly that trade secret protection should not jeopardize the right to a fair trial 
or an effective remedy simultaneously with any new international or regional 
provisions introduced. To prevent national courts from making a mistake and 
going too far when protecting a party’s trade secrets, it is necessary to state that 
the right to a fair trial should not be jeopardized.

Suitable instruments for regional harmonization in Europe would be the 
UPCA and the RoP. The UPCA and the RoP does in fact include provisions which 
appear to for many of the measures referred to above (see Chap. 4). However, 
it is too early to say if the legitimate interests of the trade secret holder will 
be adequately protected in practice. This will have to be determined based on 
future UPC case law. Once the UPC is up and running, it would be warranted to 
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review the case law and see whether these measures have de facto been available 
to the trade secret holder. It is also worth noting that even if the UPC would 
find a balance in its own case law, harmonization on the national level is still 
needed since national litigation will still be possible in the transitional period, 
and even beyond that if the patent holder opts out. If harmonization on the 
national level is desired, the most suitable instrument for introducing the new 
provisions within the EU de lege lata appears to be the Enforcement Directive. 
Even if the Enforcement Directive does, according to the EU Commission, not 
extend to “trade secrets” it clearly does recognize the protection of confidential 
information and is applicable in relation patent and other IP litigation. 158 It 
would perhaps be more correct to say that the Enforcement Directive does not 
concern trade secret litigation.159 

Internationally, the most natural legal instrument for introduction of new 
provisions would be the TRIPS Agreement and Section 2 thereof, which includes 
rules on the enforcement of IP rights.160

It is important to acknowledge that even with the introduction of the above 
proposed rules, some trade secrets holders will nevertheless decide not to litigate 
or introduce evidence including trade secrets when acting as defendants, but 
that is an inevitable consequence of not taking trade secret protection too far. 
Some leeway should be left for the national states in their own legal order to 
allow for courts to go further to protect trade secrets in casu, but those rules 
will need to be carefully crafted in order not to infringe the legitimate rights 
of the counterparty (including the rights to an effective remedy or a fair trial).

6.3 Exclusion Beyond the Public – Where to Draw the Line?

As mentioned earlier, an important but simultaneously rather difficult question 
is if a party or the party’s counsel could be excluded from reviewing evidence or 
participating in a trial, and to what extent. From the EUIPO study (2018) referred 
to above, it is not clear if parties and/or counsels can be excluded on the grounds 
of trade secrets protection in the current national legal orders within the EU.

158 Such a view would be based on the fact that trade secrets are not considered to “intellectual property 
rights” as under Art. 1 of the Enforcement Directive. See e.g., Commission Staff Working Document Impact 
Assessment of 28 November 2013 SWD (2013) 471 final.

159 Instead, trade secret litigation is regulated by the TSD. Rec. 39 of the TSD reads as follows: “This Directive 
should not affect the application of any other relevant law in other areas, including intellectual property 
rights and the law of contract. However, where the scope of application of Directive 2004/48/EC of the 
European Parliament and of the Council and the scope of this Directive overlap, this Directive takes 
precedence as lex specialis.”

160 Simultaneously as introducing new provisions it could be considered whether it would increase the 
coherency of the terms by either using “trade secrets” or “confidential information” in the relevant provisions.
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In addition to the elements mentioned in the previous chapter, it could also 
be considered whether it should be possible for national courts to restrict the 
number of people who within a certain legal person is allowed to review the 
trade secrets or participate in the trial as currently laid down in Art. 9 (Para. 
2, Subpara 2 (a)-(b)) of the TSD. This would basically mean that the rule in 
Art. 9 of the TSD would, mutatis mutandis, be extended to apply also to patent 
litigation and perhaps to other IP litigation in the national legal orders. At least 
one representative of the party as well as the counsel of the party should always 
be allowed to review all documents and attend the hearings. It may be noted 
that an approach similar to the one suggested above has been now adopted in 
the RoP of the UPC (see e.g., Rule 262A, Para 1). 

But is it possible to go even further, for example, so that in-camera proceedings 
could be allowed to some extent? During in-camera proceedings as described 
in the legal literature, the trade secret in this type of proceedings would first 
only be disclosed to the judge, where a party could freely explain what the party 
considers to constitute a trade secret.161 The use of that procedure is somewhat 
problematic from a fundamental rights point of view, even if it would be used only 
for limited parts of the proceedings because the other party would be deprived of 
the right to be heard on whether relevant information constitutes a trade secret 
in the first place.162 If in-camera proceedings would be used for other parts of 
the proceedings as well ( that is, not only when considering whether certain 
information constitutes a trade secret), this would be even more problematic in 
light of the counterparty’s right to an effective remedy and a fair trial. 

Another type of procedure could hypothetically be considered to ensure that 
trade secrets are protected: black box proceedings. This is involves only revealing 
the trade secret to an independent expert.163 The competent court would then 
base its decision on the report by the independent expert.164 This procedure is 
also problematic when considering the right to an effective remedy and a fair 
trial, since, again, one of the parties is deprived of his right to opine on whether 
the information constitutes a trade secret and also from the right to be heard on 
all the same information which the expert uses when coming to his conclusion in 
the case. Another potential problem arises with this procedure as well, which is 
that the decision-making power of the court is “outsourced” to an independent 
expert. The court does not even have access to all the files and needs to make its 
decision based on the expert report. Not only the review of the evidence but also 

161 Farkas and Koch, supra note 103, at 906.

162 Id.

163 Id.

164 Id.
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the legal conclusion may (at least partially) have been outsourced to the expert.165 
If the judges do not have any technical expertise, it may be extremely difficult for 
the court to arrive at any conclusion other than that of the independent expert. 
Black box proceedings could be considered even more problematic from the 
point of view of fundamental rights when compared to in-camera proceedings 
because in black box proceedings, the court is excluded from reviewing all the 
trial documents.

The Düsseldorf procedure, which has been developed by German Courts 
in patent litigation, is a type of black box proceeding that involves a court-
appointed expert who is assigned the task of drafting an expert report upon 
the applicant’s request.166 The patent holder is excluded from the inspection 
proceedings, but not his counsel. The counsel of the patent holder is allowed 
to be present during the inspection.167 However, the question of whether the 
patent holder is informed of the inspection in more detail and provided with 
the expert report is to be decided by the court and this is usually a highly 
disputed issue.168 In the Düsseldorf procedure, the expert report is provided to 
the alleged infringer who is allowed to comment upon whether any parts of the 
report should be kept confidential.169

When considering the right to adversarial proceedings, excluding the patent 
holder from the inspection is not entirely unproblematic. However, as the patent 
holder’s counsel is allowed to be present at the inspection, one could well argue 
that this would be sufficient to safeguard the rights of the patent holder (including 
fundamental rights) in a situation in which it is evident that the legitimate rights 
of the counterparty (trade secret holder) also have to be duly considered. During 
an inspection under the Düsseldorf procedure, everyone present during that 
inspection is bound by confidentiality.170 This confidentiality obligation is very 
important and serves as a certain safeguard against further disclosure of the 
trade secret. Especially if no irrelevant trade secrets are disclosed, the Düsseldorf 
procedure does appear to consider sufficiently the rights of the trade secret 
holder. A further consideration which also balances the interests is that the 
ordering of an inspection according to the Düsseldorf procedure requires a high 
likelihood of patent infringement.171 From the point of view of fundamental 
rights, problems might arise when the inspection and drafting of the report is 
outsourced to a court-appointed expert (that is, the court is excluded to a certain 

165 Id.

166 Id. at 908.

167 Id.

168 Id.

169 Id.

170 Id.

171 Id.



74

De lege ferenda: a need for further harmonization?

extent), but this may be the only reasonable option in patent litigation because 
the court may not have the necessary technical expertise to evaluate the matter. 

Even if one could envisage a new provision setting out something that would 
resemble the Düsseldorf procedure in international or EU rules, it would not be 
entirely desirable to introduce that type of rule. More specifically, that type of 
provision would need to be detailed to ensure the balance of rights among all the 
interests involved, and such detailed rules would not fit very well in the current 
international or regional instruments. It is also highly likely that no such rule 
could be adopted in many member states. This is because states would probably 
express considerable opposition to something that resembles the Düsseldorf 
procedure. Some states would also prefer to preserve their national sovereignty 
completely when it comes to these sorts of detailed procedural rules.172 

Another potential way of addressing the problem of trade secret protection 
would be a type of “bifurcation” of the proceedings.173 In patent litigation, this 
would mean that questions of infringement would be decided upon before 
considering the question of whether certain information amounts to a trade 
secret and introducing this information into the proceedings. This could only 
concern the question of whether the defendant’s act (such as marketing, sale, 
import or the like) is infringing because the question of whether the patent is 
infringed, such as by the defendant’s process, of course cannot be conducted 
without disclosing the trade secret. In other words, the scope of patent protection 
in relation to the allegedly infringing process or product cannot be considered 
in this first stage. Considering these drawbacks, a bifurcation of the proceedings 
does not appear to be a practical or satisfactory solution to the problem discussed. 
This is because the question of adequate protection of the trade secret is merely 
pushed to a later stage in the proceedings. Whether or not the defendant’s act 
is infringing is also usually a rather trivial question to solve and may even 
be undisputed. With this type of bifurcation, the proceedings may also be 
unnecessarily prolonged, which is not desirable inter alia from a procedural 
economic perspective.

In consideration of the above, my suggestion would be not to include any 
specific provisions that allow in-camera, black box or bifurcation in international 
or regional instruments in the near future. Instead, I would leave it to the national 
courts to consider the extent to which such proceedings would exceptionally be 
possible inter alia in terms of the legitimate interests of the parties, including 
the right to an effective remedy and a fair trial.

172 It may be noted that the procedure pursuant to Art. 60 of the UPCA which concerns inspection resembles 
the Düsseldorf procedure. As the applicant is excluded from the procedure under Art. 60 (4) of the UPC, 
when ordering inspection procedures, the court should take into consideration the fundamental rights 
to an effective remedy and a fair trial. Moreover, even if the applicant is excluded from the procedure, it 
should be noted that the applicant’s attorney may be present.

173 Farkas and Koch, supra note 103 at 907. The authors use the term “staged” proceedings.
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The research related to the topic of trade secret protection in patent litigation is 
hopefully far from over as a result of this thesis. I would rather consider that my 
doctoral research constitutes the beginning of the discussion. I have certainly 
been able to discuss some specific issues in a fair amount of detail, while others 
have been addressed more generally. As mentioned in Chaps. 4 and 5, questions 
related to the UPC and fundamental rights are certainly well-suited for further 
research. I have identified a few additional topics below which I consider suitable 
for further analysis. 

There are a few aspects which I think would be worth discussing further, 
particularly from a Finnish perspective. The goal in a trial (at least in 
Finland) is to come as close to the “material truth” as possible when ruling 
on a case. In a recent ruling, the SCF decided to lift the protection of trade 
secrets and found there to be “very important reasons” for doing so by inter 
alia referring to the goal in finding the material truth.174 In the context of 
patent litigation, a certain tension in relation to this goal will arise if one of 
the parties is to be allowed to refuse introducing evidence by referring to 
trade secret protection or to disallow disclosure of the trade secret to the 
court (such as black box proceedings). For example, if the court does not 
have access to all the relevant evidence, this may lower the probability of 
finding a solution to the dispute which is based on the material truth. One 
could presume that fairly often, the goal of finding the material truth may be 
in line with the right to an effective remedy or the right to a fair trial (which 
are discussed in Chap. 5 of this summary), that is, this goal may set similar 
boundaries for the extent to which trade secrets can be protected. Yet this 
may not always be the case, and it is possible that further research within 
this topic could lead to additional considerations and nuances concerning 
the protection of trade secrets.

Another related point to make is that the present wording of the current 
Finnish provision for excluding the public from hearings or declaring a document 
confidential appear to set a very high bar. It should be likely that a public hearing 
or the publicity of a document would cause significant harm or damage to the 
interests that the confidentiality obligation is set to protect. It is questionable 
whether this wording reflects the current practice of the courts in Finland. As 
stated previously, the bar for that exclusion of the public is not particularly high, 

174 Korkein oikeus [KKO] [Supreme Court of Finland] 30 January 2019 KKO 2019:7 (Fin.) para 48.
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nor should it be. It could be considered whether the word “significant” should 
be removed from the law to better reflect the state of current case law. 

Under Chap. 17, Sec. 19 of the FCJP, a person may refuse to testify on a 
trade secret, unless very important reasons require testifying, taking into 
consideration the nature of the case, the significance of the evidence for 
deciding the case, and the consequences of presenting it as well as the other 
circumstances. In two recent judgments from the SCF, the Supreme Court 
decided to lift the protection of trade secrets, stating that there were indeed 
“very important reasons” to do so.175 The current wording of Chap. 17 Sec. 19 
of the FCJP clearly sets a high bar (“very important reasons”).176 It could be 
warranted to consider whether this provision should be amended (for example, 
by deleting the word “very”) to reflect better the recent case law from the SCF. A 
further consideration could concern whether the bar for lifting the protection of 
trade secrets in patent litigation should be lowered in cases where infringement 
is clear or undisputed.177 One could also argue that lowering the bar would be 
warranted due to the patent holder’s right to an effective remedy.

Another question which could be further researched is how trade secrets 
are and should be protected during preliminary injunction proceedings and 
proceedings concerning the preservation of evidence. Even though I have 
touched upon this subject, it would be interesting to delve deeper to review 
the relevant provisions and case law by considering which issues could arise 
in these proceedings and how they could be solved. This topic could also 
include the review of international and EU rules.

Furthermore, as my research has been confined to civil proceedings, 
additional research into the criminal and administrative procedural rules and 
case law in Finland would be warranted. One interesting topic would be to 
determine the extent to which similar issues arise in criminal or administrative 
proceedings and whether some problems have perhaps already been solved in 
these proceedings Another question is to what extent do fundamental rights come 
into play here, and do they play a different role in criminal and administrative 
proceedings compared to civil proceedings? 

175 Korkein oikeus [KKO] [Supreme Court of Finland] 30 January 2019 KKO 2019:7 (Fin.) and Korkein oikeus 
[KKO] [Supreme Court of Finland] 6 February 2019 KKO 2019:10 (Fin.)

176 It may be noted that before the SCF judgments in 2019 (KKO 2019:7 and 2019:10), the Finnish Market 
Court had in an interesting ruling from 2015 held that in circumstances where a request for document 
production would encompass information which was not relevant to prove patent infringement and the 
information encompassed trade secrets, trade secret protection could not be lifted and the claim for 
document production was to be rejected (see Markkinaoikeus [MAO] [Finnish Market Court] 11 June 
2015, Decision No. 416/15, Docket No. 2014/369 (Fin.).

177 This is something which was take in into account by the SCF in KKO 20019:10 when the protection of trade 
secrets was lifted, see Korkein oikeus [KKO] [Supreme Court of Finland] 6 February 2019 KKO 2019:10 
para 26 (Fin.).
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Topics for future research

An additional potential topic for future research relates to arbitration 
proceedings, which are beyond the scope of my research. The questions arising 
would be similar to those which have been identified in relation to criminal 
and administrative proceedings. However, arbitration proceedings are usually 
not public, which is why a discussion related to these proceedings would be 
interesting.

As my research has concerned patent litigation, I have not analyzed the 
proceedings before the European Patent Office (EPO). Discussion on the 
European Patent Convention (EPC) have not been part of my research, inter alia 
as the procedure before the EPO constitutes patent prosecution, not litigation. 
It would be interesting to determine whether and to what extent similar issues 
highlighted in the articles as well as this summary arise in proceedings before 
the EPO.

It is possible that the unitary patent and the UPC will soon become a reality. 
In this summary, I have initiated a discussion on trade secret protection in the 
UPC in light of the current provisions in the UPCA and the RoP. This discussion 
will hopefully continue once the UPC begins handing down its first rulings.

The attentive reader has probably noticed that my research results can also 
be applied, mutatis mutandis, to other civil proceedings where trade secret 
protection Is required. My harmonization proposals are generally, therefore, 
not strictly confined to patent litigation, or even IP litigation for that matter, 
as similar problems may arise in any type of civil litigation. However, from 
a pragmatic point of view, the harmonization of trade secret protection in IP 
litigation, for example, by first introducing provisions in the TRIPS Agreement 
and the Enforcement Directive, are more feasible compared to rules which would 
concern all types of civil proceedings. These legal instruments only concern 
IP litigation, not civil litigation in general. Before introducing harmonizing 
provisions on trade secret protection related to civil litigation more generally, 
further research should be conducted so that the particularities of different 
kinds of civil proceedings are appropriately taken into account. 
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8 FINAL REMARKS

To summarize, I envisaged certain problematic situations in patent litigation 
and conclude that the current international and regional (EU) landscape is not 
entirely satisfactory from the point of view of the trade secret holder. The level 
of trade secret protection in court proceedings varies depending on where the 
proceedings take place. 

To protect the legitimate interests of the trade secret holder adequately, 
irrespective of the seat of the proceedings, I have proposed certain minimum 
standards which could be introduced in international and EU instruments. The 
proposed minimum standards should inter alia include the possibility for a court 
to declare documents confidential in relation to the public, hold hearings behind 
closed doors (public excluded) and block the introduction of irrelevant trade 
secrets in the proceedings. Furthermore, a confidentiality obligation should 
be in place for everyone to whom the trade secret has been disclosed in the 
proceedings. 

When contemplating how far trade secret production can be taken in court 
proceedings, the rights to an effective remedy and a fair trial should be kept in 
mind. As a rule of thumb, the more secret the proceedings are, the more one 
should pay attention to fundamental rights. The exclusion of the public is less 
problematic in comparison to excluding the party or his counsel from any part 
of the procedure or disallowing them to review trial documents. As a main rule, 
a party and his counsel should have the right to review all trial documents and 
participate in each step of the oral hearing. No clear line can be drawn here, 
and questions related to fundamental rights are well-suited for further research.

If the UPC becomes a reality, the court will have an important role in shaping 
the future of European patent litigation. The drafters of the rules governing 
the UPC have identified the tensions which may emerge when safeguarding 
the rights of the patent holder, while simultaneously, adequately protecting the 
legitimate interest of the trade secret holder. But it will ultimately be for the 
court to apply the rules and find a balance, and it will be interesting to see how 
the new court deals with these issues in practice.
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