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1 INTRODUCTION 

1.1 The Trademark 

Trademarks, as a concept, have been around for far longer than modern law would imply. 

Already the ancient Egyptians were most probably labeling products with what could be 

described as trademarks, but for the sake of clichés, let’s not get into that1. Trademarks 

are used for the consumer to identify the origin of products or services. When a product 

or service is marked by the trademark, consumers will quickly be able to assess whether 

they want to purchase or not, based on their previous experience, knowledge and 

assumptions. As such, trademarks reduce the search costs for consumers by effective 

communication2. If we didn’t have trademarks, consumers would have to conduct 

separate evaluations of all products or services, without having anything to trust, or just 

leave it for luck to decide whether or not they will be satisfied with what they’re getting. 

By allowing companies to create distinctive marks for efficient conveying of information, 

trademark law in general promotes economic efficiency3. This function, concisely called 

the origin-function, is probably the most important function of a trademark. That is not 

to say there aren’t many more functions, but more about those later. 

On the contrary, rights too broad for owners of trademarks can have exactly the opposite 

effect on search costs. By limiting how one can use others’ trademarks the free flow of 

information is interrupted, and consumer search costs go up4. As such, the expansion of 

rights in trademark law has been a hot topic. Traditionally, trademark law has focused 

on protecting the owner, and the consumer, of the trademark against uses that would 

confuse the consumer about the origin of the product or service, but the expansion of 

rights has long ago stepped past this. Lemley, for example, has written about the 

expansion of intellectual property law (hereafter IP law) and stated that “[t]rademark 

law, which was once limited to protecting against consumer confusion, has increasingly 

taken on the character of a property right, with the result that trademark ‘owners’ now 

have the power to prevent various kinds of uses of their marks, regardless whether 

                                                 

1 VerSteeg, R. Ancient Egyptian Roots of Trademarks. The Antitrust Bulletin. Vol. 63(3), 283-304, 2018. 

2 Dogan, S. and Lemley, M. Trademarks and Consumer Search Costs on the Internet. Houston Law 
Review, Vol. 41, p. 777, 2004. 

3 Landes, W. and Posner, R. Trademark Law: An Economic Perspective. J. L. & Econ. Vol. 30, pp. 265-309, 
1987. 

4 Dogan, S. and Lemley, M. Trademarks and Consumer Search Costs on the Internet. Houston Law 
Review, Vol. 41, p. 777, 2004. 
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consumers will be confused or search costs increased”5. Some have even argued, that 

trademark law today (in the United States to be exact) resembles moral rights of 

attribution and/or integrity of civil law copyright systems6. These rights, also including 

divulgation and withdrawal, recognize the personality of the work as opposed to only the 

economic rights to it7. Such rights have traditionally not been found within trademark 

law. As such, the expansive trends in trademark law and the doctrines that have come 

out of it are an interesting topic to discuss. One particularly interesting doctrine is the 

marks with reputation doctrine, referred to as the antidilution doctrine in the United 

States. 

1.2 Marks with Reputation 

The marks with reputation doctrine is an interesting area of trademark law, as it extends 

protection for trademarks beyond the traditional boundaries of trademark law. 

Traditionally confusion in the minds of the consumer about the origin of the product or 

service is required for infringement to have happened8. With marks with reputation, no 

confusion is required. Regulation 2017/1001 of the European Parliament and of the 

Council of 14 June 2017 on the European Union trade mark (hereafter the Trademark 

Regulation) defines this protection as following9: 

[T]he proprietor of that EU trade mark shall be entitled to prevent all third parties not having his 
consent from using in the course of trade, in relation to goods or services, any sign where: the sign 
is identical with, or similar to, the EU trade mark irrespective of whether it is used in relation to 
goods or services which are identical with, similar to or not similar to those for which the EU trade 
mark is registered, where the latter has a reputation in the Union and where use of that sign 
without due cause takes unfair advantage of, or is detrimental to, the distinctive character or the 
repute of the EU trade mark. 

Important to note is that no confusion is required, and thus the protection is not aimed 

at protecting the consumer or lowering their search costs. What is protected is the repute 

or the distinctive character of the earlier mark. As such, the notion that trademark law 

today in the US resembles moral rights of attribution and/or integrity of civil law 

copyright systems can be applied to the EU as well. Protecting marks simply because they 

                                                 
5 Lemley, M. Property, Intellectual Property, and Free Riding. Texas Law Review, Vol. 83, p. 1031, 2005. 

6 Port, K. The Expansion Trajectory: Trademark Jurisprudence in the Modern Age (2010). Faculty 
Scholarship 199. 

7 Ibid. 

8 Lemley, M. Property, Intellectual Property, and Free Riding. Texas Law Review, Vol. 83, p. 1031, 2005. 

9 Regulation (EU) 2017/1001 of the European Parliament and of the Council of 14 June 2017 on the 
European Union trade mark 
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have a reputation or a highly distinctive character makes it seem like trademarks enjoy 

protection in and of themselves, not because of the function they fulfill.  

The same protection can also be found in Directive 2015/2436 of the European 

Parliament and of the Council of 16 December 2015 to approximate the laws of the 

Member States relating to trade marks10 (hereafter the Trademark Directive), and as 

such, it has been implemented into member state laws as well. For example, in Finland, 

the newly implemented Trademarks Act follows the wording of the Trademark Directive 

almost identically11.  

The criticism of the protection of marks with reputation (or the protection against 

dilution in the United States) has been widespread, both in the United states and in the 

EU. Scholars have questioned how trademark protection can be extended to protect 

against uses that do not confuse the consumer, as trademark law is more traditionally 

thought of as consumer protection12. Some have argued that the protection of reputation 

represents magical thinking in trademark law13. The idea is, that people in all cultures 

across history have had a tendency to magical thinking and as an expression of this, 

symbols have always been elevated to the status of sacred. In today’s western consumer 

culture, famous brands have been elevated to the status of sacred. As such, they enjoy 

protection in and of themselves because of what they are and represent, not because of 

the function they have. As such, protection shifts from the function to the trademark 

itself. A parallel of this can be drawn to Port’s criticism, that trademark law in the United 

States has taken the form of protection of moral rights of attribution and/or integrity of 

civil law copyright systems14. 

Fundamental rights perspectives have also been used to understand and critically assess 

the marks with reputation doctrine. Sakulin argues in his doctoral dissertation that the 

marks with reputation doctrine is in conflict with the freedom of commercial 

                                                 
10 Directive 2015/2436 of the European Parliament and of the Council of 16 December 2015 to 
approximate the laws of the Member States relating to trade marks 

11 Tavaramerkkilaki 544/2019 

12 Port, K. The Commodification of Trademarks: Some Final Thoughts on Trademark Dilution. Hofstra 
Law Review, 46(2) Article 10, 2017. 

13 Assaf, K. Magical Thinking in Trademark Law. Law & Social Inquiry, 37(3), p.595-626, 2012. 

14 Port, K. The Expansion Trajectory: Trademark Jurisprudence in the Modern Age (2010). Faculty 
Scholarship 199. 
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expression15. He cites problems regarding comparative advertising and descriptive or 

referential use. Furthermore, he also argues that the marks with reputation doctrine is 

in conflict with freedom of non-commercial expression. As an example, he cites cases of 

artists being held liable for taking advantage of the reputation of a trademark in their 

artistic expression16. It seems clear that the expanded protection for marks with 

reputation has some very real consequences for our fundamental rights. While 

fundamental rights perspectives and trademark law are an important topic, this thesis 

will not focus on them. When concentrating on the marks with reputation doctrine’s 

justification in terms of its history and the economic implications of the doctrine, it is 

still good to remember that problems are not limited to those.  

There have been defendants of the doctrine as well. Barton Beebe showed careful support 

for the Trademark Dilution Revision Act (hereafter the TDRA)17 in his paper. He states 

that the TDRA is a “sensible and progressive reform of American federal antidilution 

protection”18. Moreover, he argues it provides a sustainable model of protection for rights 

holders19. But even he sees problems in the doctrine. In the EU, Ilanah Simon Fhima 

partially supported the marks with reputation doctrine in her paper conceptualizing 

what “blurring” means20. She concludes that the best arguments for the protection are 

all rooted in the notion of harm to distinctiveness. Furthermore, she argues that this 

protection is not only good for owners of trademarks, but for the consumer as well, 

because they rely on the distinctiveness of trademarks in their decision making21. 

Notwithstanding who is right and who is wrong, the concept of protection against 

“blurring” or “tarnishment”, as well as against someone taking an unfair advantage, is 

                                                 
15 Sakulin, W. Trademark protection and freedom of expression: an inquiry into the conflict between 
trademark rights and freedom of expression under European, German, and Dutch law. PhD Diss., 
University of Amsterdam, 2010. 

16 Ibid. “…as was the case when an artist used the trademarks of chocolate manufacturer Milka on a 
humorous postcard. In the words of the BGH, ‘the humorous character that the defendant wants to create 
with its postcard can only be achieved because the relevant consumers recognise the reference to the 
trademarks of the plaintiff […] In doing this the defendant is exploiting the particular level of attention, 
which can be produced by the association of a sign with the well-known trademark.’” 

17 Trademark Dilution Revision Act of 2006. Pub. L. 109-312, 120 Stat. 1730 (2006) (codified in 15 U.S.C. 
§§ 1052, 1063, 1064, 1092, 1125, 1127 (2006). 

18 Barton, B. A Defense of the New Federal Trademark Antidilution Law. Fordham Intell. Prop. Media & 
Ent. L.J. Vol. 16, p. 1143, 2006. 

19 Ibid. 

20 Fhima, I. Dilution by Blurring: A Conceptual Roadmap (January 5, 2010). Intellectual Property 
Quarterly, Vol. 44, 2010.  

21 Ibid. 
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certainly interesting. To better understand this doctrine, it is important to also 

understand where it came from and why. A better understanding of the rationale and 

origin of the doctrine contributes to a better understanding about whether or not we 

should have this protection, why and in what form. 

1.3 Aim and scope of thesis 

The aim of this thesis is to find out what the origin and rationale of marks with reputation 

as a concept is and how it has evolved through history and how case law has shaped the 

doctrine in the European Union. This will be done by identifying key concepts in the 

doctrine and following their evolution throughout history and in the European Union. 

By doing this, I hope I can add to the ongoing discussion about whether or not this kind 

of, expanded, protection is justified. Furthermore, it might be that the original rationale 

of the protection significantly differs from how courts apply protection today. As such, I 

also want to take a critical look at whether or not the marks with reputation doctrine 

follows the justification it was founded on, or has it evolved into something else that is 

potentially conflicting with other rights22.  

1.3.1 Research questions 

In order to reach the aim of the research project, a set of research questions have to be 

asked. The first thing I intend on finding out is what the origin of the concept and 

rationale of the marks with reputation doctrine is and how was it introduced into EU law. 

In doing this, I need to find the earliest signs of such protection and follow how the 

concept of marks with reputation developed through the years. Furthermore, this will 

allow me to uncover what the overarching central concepts of the doctrine are. 

Essentially, how are marks with reputation and their protection characterized? With 

these concepts in mind, I will analyze how the doctrine has evolved through the years in 

the EU. I will especially focus on the question of whether or not the doctrine follows the 

rationale and justification it was founded on. Finally, it has to be asked in what direction 

the doctrine should develop.  

1.3.2 Limitations 

The scope of this thesis is partially limited to EU law. When analyzing the evolution of 

the marks with reputation doctrine, I will only be analyzing EU case law. However, I 

                                                 
22 Sakulin, W. Trademark protection and freedom of expression: an inquiry into the conflict between 
trademark rights and freedom of expression under European, German, and Dutch law. PhD Diss., 
University of Amsterdam, 2010. 
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consider the United States antidilution doctrine to have similar enough roots and scope 

as its EU counterpart, that United States literature and case law will be used in the 

conceptualization of the marks with reputation doctrine and to describe the rationale 

and justification behind its existence. Furthermore, in researching the origin of the 

doctrine, I must assume that it can have origins outside the scope of EU law, in 

international treaties and conventions, member state law or foreign national law. As 

such, researching the origin of the doctrine will not be limited to the EU. 

The study will not be comparative in nature. Even if I’m looking at both United States 

and EU law, as well as some national law, this study will not be about the comparison of 

them. Different legal sources will be used in conceptualizing marks with reputation, in 

order to be able to conduct analysis of the doctrine in the EU. Furthermore, I might 

include perspectives such as fundamental rights or intellectual property policy in 

considering the current state of the marks with reputation doctrine, but these should not 

be considered methods as such.  

1.4 Methodology 

In this chapter, a range of different methods will be discussed in whether or not they can 

be used to answer the research questions, how they fit the aim of the research project 

and what are their strengths and weaknesses. 

1.4.1 The Doctrinal Method 

The doctrinal method is probably the most important method for this research project. 

As the aim is, partially, to identify key concepts of the marks with reputation doctrine 

and follow their evolution in EU law, what will essentially be done is systematic analysis 

of the law. According to Smits, the doctrinal method could be best described as research 

that “aims to give a systematic exposition of the principles, rules and concepts governing 

a particular legal field or institution and analyses the relationship between these 

principles, rules and concepts with a view to solving unclarities and gaps in the existing 

law”23. As such, this is an approach that suits the aim and the research questions well. 

Smits identifies three consecutive choices that the researcher needs to make in order to 

do methodologically sound doctrinal work. The first one is the choice of source 

                                                 
23 Smits, J. What is Legal Doctrine? On the Aims and Methods of Legal Dogmatic Research (September 
2015). Maastricht European Private Law Institute Working Paper No. 2015/06. 
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materials24. The second choice Smits identifies is regarding the techniques used to 

describe the law25. The third, and final, choice that Smits identifies is which conception 

of a “system” is used26.  

In order to clarify what can be achieved through the doctrinal method, Smits defines 

three aims of it. Description, prescription and justification. As such, the method aims at 

understanding the law, giving suggestions for its development and finally also justifying 

it.  Description is the neutral and consistent way of systemizing the existing law in an 

intelligible way27. Smits also argues that the more complicated the law becomes, the more 

the systematic description of it is needed. This fits the research topic and questions at 

hand, as I try to make sense of the concepts in the marks with reputation doctrine, which 

admittedly are complex, and how they evolved. Furthermore, I consider how it should be 

developed and applied. As I also want to research whether or not the marks with 

reputation doctrine follows the justification it was built on, the doctrinal method is well 

suited. However, if I want to consider the justification in a broader sense, other methods 

or perspectives could be better suited.  

1.4.2 Legal History 

Another method relevant for my research topic and questions would be legal history. The 

methodology is aimed at selecting sources that highlight key points of evolution 

regarding how marks with reputation are characterized. Furthermore, it aims at selecting 

sources that reveal how the legislative process progressed and what influenced it, in 

countries used as examples and in the EU. More specifically, the method would be global 

legal history as defined by Duve28. He defines global legal history to be about the analysis 

of the coexistence and interaction of different normative orders. Furthermore, he states 

that it is aimed at analyzing processes where various competing normative offerings 

compete with each other. As such, the method of global legal history is a very suitable 

method in researching how the concept of marks with reputation and dilution of 

trademark came to be and how it was formed and conceptualized both in Europe and in 

                                                 
24 Ibid. 

25 Ibid. 

26 Ibid. 

27 Ibid. 

28 Duve, T. Global Legal History – A Methodological Approach (April-May 2016). Max Planck Institute for 
European Legal History Research Paper Series No. 2016-04.  
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the United States. As IP is very global and has been largely shaped by international 

conventions, such as the Berne and Paris Conventions or the TRIPS, it is very relevant to 

consider the history of concepts in IP in a more global setting. 

Furthermore, Duve states that if global legal history is seen as part of legal studies, then 

it has to consider the interests of legal-scientific discussion, and as such it can be 

incorporated into the more general discussion on the evolution of law29. In this way, the 

method of global legal history also fits the research topic and questions at hand, as I both 

want to see where the doctrine and concept of marks with reputation came from and also 

consider what it should be. 

1.4.3 Law and Economics 

Law and economics could also serve as a method of looking at marks with reputation. 

Law and economics could be seen as more of a perspective, especially considering the 

research topic and questions of this project. But it could still be a valuable addition in 

trying to look at the topic more holistically. As previously stated, when discussing the 

doctrinal method, the doctrinal justification of the law is only a justification in the light 

of the law itself30. As such, other perspectives might add to the discussion about whether 

or not the doctrine is justified. Considering law and economics, the most commonly 

referenced economic aims of IP could be used in trying to understand the marks with 

reputation doctrine and whether or not it is justified. These could be the often referenced 

aims of promoting innovation and creativity as well as protecting the integrity of the 

commercial marketplace31. 

One specific model and method of IP and economics research is theory about property 

and economics in general, which has been pushed into the IP law domain, as seen by 

Smith32. A property-based thesis could be interesting, as for example Lemley has noted 

how trademark rights have increasingly, especially because of marks with reputation, 

                                                 
29 Ibid. 

30 Smits, J. What is Legal Doctrine? On the Aims and Methods of Legal Dogmatic Research (September 
2015). Maastricht European Private Law Institute Working Paper No. 2015/06. 

31 Menell, P. and Scotchmer, S. Intellectual Property. HANDBOOK OF LAW AND ECONOMICS, A. 
Mitchell Polinsky and Steven Shavell, Forthcoming; UC Berkeley Public Law Research Paper No. 741724. 

t32 Merges, R. Economics of Intellectual Property Law (March 20, 2014). Oxford Handbook of Law and 
Economics, Francesco Parisi, eds., Forthcoming. 
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taken the form of a property right33. As such, law and economics perspectives could be 

used in considering the justification of the doctrine of marks with reputation. 

1.5 Data Selection 

As this thesis will use a wide range of different sources for data, the selection must be 

discussed briefly. For the historical review, I have chosen landmark decisions, influential 

articles and international and European legal instruments as my primary sources. I will 

start with discussing the Paris Convention34, in which article 6bis was introduced in 1925 

and later revised in 1934 and 1958. I will continue with case law and have identified the 

case The Eastman Photographic Materials Company, LD., v. The John Griffiths Cycle 

Corporation, LD. and The KODAK Cycle Company, LD. as the earliest sign of trademarks 

receiving wider protection because of them being well known35. From this case I will 

move on to discussing the emergence of the dilution doctrine in academic literature36. 

From looking at very early signs of marks with reputation-type protection, I will look at 

how protection of marks with reputation was included in the Finnish Trademarks Act in 

1964 and the Swedish Trademarks Act in 1960. This is done in order to exemplify how 

provisions of marks with reputation-like protection already existed in EU member states 

laws before the first versions of the Trademark Directive or the Trademark Regulation 

were in force. After this I will finally move on to EU law, as I will look at the original 

Trademark Directive from 1988 and then the original Trademark Regulation from 1993. 

As the TRIPS37 was drafted and entered into force around the same time as the 

Trademark Regulation and the EU is a contracting state to it, I feel that this is also a 

relevant source of data to consider. To see how the doctrine formed in the United States 

between the emergence of the dilution doctrine and today, I will also have a look at the 

U.S. Federal Trademark Dilution Act. Finally, I will also see how the changes and 

amendments to the Trademark Directive and the Trademark Regulation changed the 

doctrine. With this set of data for the historical overview, I can form an understanding 

of how the rationale for marks with reputation-like protection was formed and what are 

                                                 
33 Lemley, M. Property, Intellectual Property, and Free Riding. Texas Law Review, Vol. 83, p. 1031, 2005. 

34 Paris Convention for the Protection of Industrial Property, Mar. 20, 1883, as revised at Stockholm, July 
14, 1967, 21 U.S.T. 1583, 1648, 828 U.N.T.S. 305, 337  

35 Eastman Co. v. Kodak Cycle Co., 15 Reports Patent Cases 105 (1898) 

36 Schechter, F. The Rational Basis of Trademark Protection. Harvard Law Review, Vol. 40, No. 6, pp. 
813–833, 1927. 

37 Agreement on Trade-Related Aspects of Intellectual Property Rights, Apr. 15, 1994, Marrakesh 
Agreement Establishing the World Trade Organization, Annex 1C, 1869 U.N.T.S. 299, 33 I.L.M. 1197 
(1994) 
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the overarching concepts and principles found in the provisions and the arguments. This 

will then form the basis for analyzing how the doctrine has evolved in the EU, through 

the concepts identified. 

For the analysis of the evolution of the marks with reputation doctrine, I will look at 

relevant EU case law from the late 1990’s up until 2020. Cases will be limited to the Court 

of Justice of the European Union (hereafter the CJEU), as I’m researching the 

development of the doctrine. Cases from the General Court of the European Union 

(hereafter the General Court) can be used for support in the analysis.  

1.6 Structure 

The thesis will be structured so that the origin and history of the marks with reputation 

doctrine will be presented first. I will trace the protection as far back as I can and provide 

an overview over how the doctrine was adopted into law around Europe and in the US 

and how it finally was taken into EU law. This chapter will also include considerations 

on why this expansion of trademark law has happened and on what justification and 

policies. Then, I will analyze EU case law and see how the key concepts of the doctrine 

have evolved and does the doctrine follow the rationale it was founded on. I will end with 

conclusions, discussing whether or not the doctrine is justified in light of its rationale 

and what it has evolved to.  
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2 THE HISTORY OF MARKS WITH REPUTATION 

In this chapter, I will be covering the history of marks with reputation and equivalent 

extended trademark protection. I will trace this line of thinking back to early case law on 

such questions as well as look at relevant literature, international conventions and law. 

The chapter is not intended as a fully comprehensive account of how the doctrines 

evolved in the US and Europe, but rather as a timeline describing how the doctrines came 

to be and how their justifications evolved over time. 

As I am researching a doctrine that exists in both US and EU law, but under different 

names, some notes on the terminology used must be made. I consider “detriment to the 

distinctive character” to be synonymous with “dilution by blurring” or simply “blurring”. 

Similarly, I consider “detriment to the repute” to be synonymous with “dilution by 

tarnishment” or simply “tarnishment”. Also, fame or famous is a concept often used in 

US literature. I consider this term to be synonymous with the concept of having a 

reputation in EU law. “Misappropriation” might not always be fully synonymous with 

“taking an unfair advantage”, and as such I will try to stick to the EU term, and only use 

“misappropriation” if it’s necessary for describing US law or literature.  

2.1 The Paris Convention – International recognition of reputation 

The Paris Convention for the Protection of Industrial Property (hereafter the Paris 

Convention) was originally agreed on in 1883 but has since then been revised many 

times38. The convention is the first of its kind, with countries coming together to decide 

on the framework for the protection of for example patents and trademarks. Many of the 

principles key to intellectual property today were agreed on in the Paris Convention, such 

as the principles of national treatment or priority rights.  

The article interesting for the purposes of this thesis, however, is article 6bis that was 

added in 192539. Article 6bis requires member states to recognize foreign well-known 

trademarks and to refuse registrations and prohibit the use of marks that would infringe 

on well-known marks. As such it is important to note that article 6bis is not an extension 

of the scope of protection but of the geographical scope where well-known marks may be 

                                                 
38 Paris Convention for the Protection of Industrial Property, Mar. 20, 1883, as revised at Stockholm, July 
14, 1967, 21 U.S.T. 1583, 1648, 828 U.N.T.S. 305, 337 

39 Stylianos, M. Protecting Famous Trademarks: Comparative Analysis of US and EU Diverging 
Approaches --The Battle Between Legislatures and the Judiciary. Who is the Ultimate Judge? Chi. -Kent J. 
Intell. Prop. Vol. 9, p. 45, 2010. 
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protected. Whereas for example the KODAK-case dealt with the issue of needing to 

extend protection beyond the traditional boundaries of trademark law, the Paris 

Convention does not consider whether or not trademarks should be protected against 

uses that do not cause confusion amongst consumers40. I still think it is important to 

discuss the Paris Convention in this context, as it fits on the same timeline of trademarks 

being recognized to need wider protection than originally considered. Whether it’s 

trademarks being protected against more uses or being protected in more places, it’s still 

about trademarks receiving “extra” protection because of their fame.  

The full text of article 6bis of the Paris Convention is as following: 

(1) The countries of the Union undertake, ex officio if their legislation so permits, or at the request 
of an interested party, to refuse or to cancel the registration, and to prohibit the use, of a trademark 
which constitutes a reproduction, an imitation, or a translation, liable to create confusion, of a 
mark considered by the competent authority of the country of registration or use to be well known 
in that country as being already the mark of a person entitled to the benefits of this Convention 
and used for identical or similar goods. These provisions shall also apply when the essential part 
of the mark constitutes a reproduction of any such well-known mark or an imitation liable to create 
confusion therewith. 

(2) A period of at least five years from the date of registration shall be allowed for requesting the 
cancellation of such a mark. The countries of the Union may provide for a period within which the 
prohibition of use must be requested. 

(3) No time limit shall be fixed for requesting the cancellation or the prohibition of the use of marks 
registered or used in bad faith.41 

Important to note here again is the limitation, in that protection is limited to identical or 

similar goods. As such, it is not comparable the marks with reputation doctrine in the 

EU or the antidilution doctrine in the US. In this sense, the condition for protection is 

the same as in traditional trademark law and the article only extends the geographical 

scope of protection.  

Furthermore, the infringing mark must be a reproduction, an imitation or a translation 

that is liable to create confusion. In other words, the traditional confusion-test, 

understood as the test of whether or not consumers will be confused about the origin of 

a product, is present in article 6bis42. Article 6bis provides protection against uses that 

are “liable to create confusion” whereas for example the EU Trademark Directive grants 

                                                 
40 Eastman Co. v. Kodak Cycle Co., 15 Reports Patent Cases 105 (1898) 

41 Paris Convention for the Protection of Industrial Property, Mar. 20, 1883, as revised at Stockholm, July 
14, 1967, 21 U.S.T. 1583, 1648, 828 U.N.T.S. 305, 337 

42 Bone, R. Taking the Confusion Out of 'Likelihood of Confusion': Toward a More Sensible Approach to 
Trademark Infringement (March 22, 2012). Northwestern University Law Review, Vol. 106, 2012 
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protection when “there is a likelihood of confusion”43. The wordings aren’t exactly 

identical, but it is hard to see why the threshold of confusion would be evaluated 

differently in the Paris Convention compared to for example EU trademark law.  

Noteworthy is also that article 6bis only protects trademarks for goods and not services44. 

The article does not state that it protects trademarks for services, only marks “used for 

identical or similar goods”45. Furthermore, article 6sexies of the Paris Convention 

explicitly requires members protect service marks46. This underlines the fact that the 

articles of the convention do not implicitly protect trademarks for services just as any 

other trademarks. 

What actually is interesting and special about article 6bis of the Paris Convention is that 

it doesn’t require the owner of a well-known trademark to have any previous activity in 

the country where they are seeking protection47. Protection is granted if the mark is well-

known in that country. This is especially relevant in todays globalized economy, where 

the fame of trademarks can spread faster than the company has time expand their 

operations. In this sense, article 6bis works well as a tool for companies expanding into 

new markets, as they can request cancellation for up to five year from registration and 

prohibit the use of marks that infringe or would infringe on their marks. Furthermore, 

no time limit exists for bad faith registrations. One could also proactively register their 

trademarks, but this could prove difficult since requirements of genuine use exist in 

many markets. For example, EU trademarks are subject to revocation if not used 

properly and as such trademarks can’t just be pre-emptively registered for later use48. 

                                                 
43 Directive 2015/2436 of the European Parliament and of the Council of 16 December 2015 to 
approximate the laws of the Member States relating to trade marks 

44 Keaty, T. and Safro, B. What’s in a Name - Protection of Well-Known Trademarks under International 
and National Law. Tul. J. Tech. & Intell. Prop. Vol. 6, p. 33, 2004. 

45 Paris Convention for the Protection of Industrial Property, Mar. 20, 1883, as revised at Stockholm, July 
14, 1967, 21 U.S.T. 1583, 1648, 828 U.N.T.S. 305, 337 

46 Ibid. Article 6sexies: “The countries of the Union undertake to protect service marks. They shall not be 
required to provide for the registration of such marks.” 

47 Keaty, T. and Safro, B. What’s in a Name - Protection of Well-Known Trademarks under International 
and National Law. Tul. J. Tech. & Intell. Prop. Vol. 6, p. 33, 2004. 

48 Kur, A. Convergence After All? A Comparative View on the U.S. and EU Trademark System in the Light 
of the ”Trade Mark Study”. Journal of Intellectual Property Law. Vol. 19, p. 305, 2012. “Whether the 
necessary threshold [of genuine use] is met must be assessed on the basis of a case-by-case analysis, 
guided by the principle of proportionality, which takes into account all circumstances, particularly the 
nature of the goods and services, as well as the size and type of business activities by the proprietor”. 
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With article 6bis, companies can protect their well-known trademarks where they 

actually are well-known and prone to be taken advantage of by others. 

Looking at article 6bis of the Paris Convention as a whole, it has to be understood not as 

a broadened scope of protection but as a widened geographical scope of protection49. The 

substantive requirements, such as the confusion test, found in traditional trademark law 

are also found in article 6bis. But on the other hand, article 6bis introduces 

extraterritorial protection for limited uses, as it enables protection without having 

previously established rights or without genuine use in the territory where protection is 

sought50.  

2.2 Early case law – Eastman Co. vs. Kodak Cycle Co. 

The idea that trademarks should receive a wider scope of protection by virtue of their 

fame is often attributed to Frank Schechter’s work51. More specifically his 1925 article 

“The Historical Foundations of the Law Relating to trade-marks”52 as well as his 1927 

article “The Rational Basis of Trademarks Protection”53. The issue, however, wasn’t novel 

for courts. Already in the late 1800’s, had courts faced the question of how to protect 

trademarks (or trademark owners to be precise) from their famous marks being used for 

someone else’s gain, even when it was obvious there was no confusion amongst 

consumers about the origin of the products.  

The oldest example available is the case of Eastman Co. vs. Kodak Cycle Co. from 1898 

that took place in England54. In said case, Kodak Cycle Company was using the Kodak 

trademark to sell bicycles, products Eastman Company didn’t manufacture. At the time, 

Kodak was already a widely famous brand for cameras and had registered their 

                                                 
49 Keaty, T. and Safro, B. What’s in a Name - Protection of Well-Known Trademarks under International 
and National Law. Tul. J. Tech. & Intell. Prop. Vol. 6, p. 33, 2004.. See also: Fhima, I. The Fame Standard 
for Dilution in the United States and European Union Compared (July 8, 2008). Journal of Transnational 
Law and Contemporary Problems, Vol. 18, No. 3, 2008. 

50 Darnton, J. The Coming of Age of the Global Trademark: The Effect of TRIPS on the Well-Known 
Marks Exception to the Principle of Territoriality. Michigan State International Law Review, Vol. 20(1), 
2011. 

51 Stylianos, M. Protecting Famous Trademarks: Comparative Analysis of US and EU Diverging 
Approaches --The Battle Between Legislatures and the Judiciary. Who is the Ultimate Judge? Chi. -Kent J. 
Intell. Prop. Vol. 9, p. 45, 2010. 

52 Schechter, F. The Historical Foundations of the Law Relating to trade-marks. Harvard Law Review, Vol. 
39, No. 2, pp. 278–281, 1925. 

53 Schechter, F. The Rational Basis of Trademark Protection. Harvard Law Review, Vol. 40, No. 6, pp. 
813–833, 1927. 

54 Eastman Co. v. Kodak Cycle Co., 15 Reports Patent Cases 105 (1898) 
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trademark in England55. This presented an issue; How do you stop someone from taking 

unfair advantage of a famous trademark when the law only protects uses that confuse the 

consumer? The solution at the time was like a band aid, just deem there is confusion and 

the problem can be dealt with. This line of thinking is clear in the decision:  

[I]t appears to me that to allow [Kodak Cycles] to use the word 'Kodak' as part of the title of the 
Kodak Cycle Company, Limited, would be to give them the benefit of what, in my opinion, 
substantially amounts to an improper dealing on their part. It would be to allow this company 
certainly to cause confusion between it and the plaintiff company. I think it would injure the 
plaintiff company, and would cause the defendant company to be identified with the plaintiff 
company, or to be recognized by the public as being connected with it, and I think, accordingly, 
the defendant.., ought to be restrained from carrying on business under that name. Moreover, it 
appears to me that they ought not to be permitted to sell their cycles under the name of the 'Kodak 
Cycles' for similar reasons. I think it would lead to confusion, I think it would lead to deception, 
and I think it would be injurious to the plaintiff company.56 

As we can see, the court does address the need for confusion. This was mainly due to the 

fact that Eastman Company did in fact sell cameras that were meant to be mounted on 

bicycles and that bicycles and cameras were apparently sometimes sold in the same 

shops57. The focus in the case is however not on the confusion, with the arguments being 

shaky at best. As noted by Adams, the court was in fact not deciding on confusion but 

instead recognized the distinct nature of Eastman Company’s trademark and that it 

deserved protection58. The focus is on the fact that the defendant takes benefit of the 

trademark, which is seen as undue or unfair, and that the use of the trademark by the 

defendant is injurious to the plaintiff. Sure sounds a lot like the reasoning behind the 

marks with reputation doctrine or the dilution doctrine, doesn’t it? Throughout the 

decision the same reasoning is employed. While confusion is simply said to surely exist, 

the focus lies on the intention of the defendant to benefit from the fame that the 

trademark had acquired59. As such, the doctrine at the time is twisted and turned to fulfil 

the needs of the case at hand.  

Even if the case was by no means binding outside of England, courts in the US began to 

apply it to similar cases60. In Vogue Co. v. Thompson-Hudson Co., the defendant was 

                                                 
55 Ibid. 

56 Ibid. 

57 Ibid. 

58 Adams, M., The Dilution Solution: The History and Evolution of Trademark Dilution. DePaul J. Art, 
Tech. & Intell. Prop. L. Vol. 12, p. 143, 2002. 

59 Eastman Co. v. Kodak Cycle Co., 15 Reports Patent Cases 105 (1898) 

60 Adams, M., The Dilution Solution: The History and Evolution of Trademark Dilution. DePaul J. Art, 
Tech. & Intell. Prop. L. Vol. 12, p. 143, 2002. 



 16 

selling “VOGUE HATS” bearing the famous V-GIRL trademark V61. Initially dismissed 

by the District Court, the Sixth Circuit Court found that even if the products weren’t 

directly competing the similarities of the marks were enough to find infringement62. As 

such, similarly as in Kodak, the infringement doctrine was manipulated to address this 

issue63. Furthermore, in Wall v. Rolls-Royce of America, Inc., the defendant was 

manufacturing radio tubes under the Rolls-Royce trademark64. In this case, the court 

found infringement because Wall benefited from Rolls-Royce’s reputation of quality65. 

In order to fit the decision into trademark law at the time, the court classified radio tubes, 

automobiles and airplanes as directly competing66.  

Even if not explicitly stated, courts had begun to employ a new rationale for trademark 

protection. The law at the time was not adequate to deal with new issues of famous 

brands being used by third parties. With this development in case law, the groundwork 

was laid for a new doctrine to be developed and recognized on a more official level. 

2.3 Academic support for the doctrine – The emergence of dilution 

Frank Schechter is often regarded as the founder of the dilution doctrine67. And rightfully 

so. His 1925 thesis, The Historical Foundations of the Law Related to Trademarks68, 

didn’t per se argument for changing trademark law as it was, but it did throw ideas into 

the air about how trademark law should look like69. Two years later, Schechter published 

his famous article, The Rational Basis of Trademark Protection (hereafter The Rational 

Basis)70. This article is often referenced as one of the most influential articles on 

trademark doctrine, as it laid the groundwork for the US dilution doctrine and at least in 

                                                 
61 Vogue Co. v. Thompson-Hudson Co., 300 F. 509 (6th Cir. 1924). 

62 Ibid. 

63 Adams, M., The Dilution Solution: The History and Evolution of Trademark Dilution. DePaul J. Art, 
Tech. & Intell. Prop. L. Vol. 12, p. 143, 2002. 

64 Wall v. Rolls-Royce of America, Inc, 4 F.2d 333 (3rd Cir. 1925). 

65 Adams, M., The Dilution Solution: The History and Evolution of Trademark Dilution. DePaul J. Art, 
Tech. & Intell. Prop. L. Vol. 12, p. 143, 2002. 

66 Ibid. 

67 Bone, R. Schechter’s Ideas in Historical Context and Dilution’s Rocky Road. Santa Clara High Tech. L.J. 
Vol. 24, p. 469, 2007. 

68 Schechter, F. The Historical Foundations of the Law Relating to trade-marks. Harvard Law Review, Vol. 
39, No. 2, pp. 278–281, 1925. 

69 Ibid. 

70 Schechter, F. The Rational Basis of Trademark Protection. Harvard Law Review, Vol. 40, No. 6, pp. 
813–833, 1927. 
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some sense influenced the EU marks with reputation doctrine71. To understand how 

doctrines relating to the protection of famous trademarks have been shaped over the 

decades, it is important to understand Schechter’s ideas, what he was advocating and 

why he was advocating for it. 

What Schechter was advocating for in The Rational Basis was a complete overhaul of 

trademark law. He believed the confusion-based approach was unfit to deal with modern 

issues, and that it thus had to be discarded. Schechter believed that the true function of 

a trademark was in its selling power and uniqueness, which has the power to stimulate 

further purchases72. In some sense a very economic argument. This was what he wanted 

to protect, the trademark’s economic power in the marketplace. This is enshrined in his 

final line of reasoning: 

The following principles necessarily emerge: (i) that the value of the modern trademark lies in its 
selling power; (2) that this selling power depends for its psychological hold upon the public, not 
merely upon the merit of the goods upon which it is used, but equally upon its own uniqueness 
and singularity; (3) that such uniqueness or singularity is vitiated or impaired by its use upon 
either related or non-related goods; and (4) that the degree of its protection depends in turn upon 
the extent to which, through the efforts or ingenuity of its owner, it is actually unique and different 
from other marks.73 

As such, confusion shouldn’t be at the centre of considering what constitutes trademark 

infringement. The trademark’s selling power and uniqueness, and any harm to it, should 

be. Important to note is, that he did not just think dilution-based protection should be 

added to trademark law, he argued it “should constitute the only rational basis for… 

protection”74. His ideas were radical back then, and would be today, but didn’t receive 

much criticism at the time75. The part that truly founded the idea of dilution is the 

following:  

It is the gradual whittling away or dispersion of the identity and hold upon the public mind of the 
mark or name by its use upon non-competing goods. The more distinctive or unique the mark, the 

                                                 
71 Dornis, T. Trademark and Unfair Competition Conflicts - Historical-Comparative, Doctrinal, and 
Economic Perspectives (June 21, 2017). Cambridge Intellectual Property and Information Law (Book 
Series), 2017.  

72 Schechter, F. The Rational Basis of Trademark Protection. Harvard Law Review, Vol. 40, No. 6, pp. 
813–833, 1927. “The true functions of the trademark are, then, to identify a product as satisfactory and 
thereby to stimulate further purchases by the consuming public.” 

73 Ibid. 

74 Ibid. 

75 Bone, R. Schechter’s Ideas in Historical Context and Dilution’s Rocky Road. Santa Clara High Tech. L.J. 
Vol. 24, p. 469, 2007. 



 18 

deeper is its impress upon the public consciousness, and the greater its need for protection against 
vitiation or dissociation from the particular product in connection with which it has been used. 76 

Even if he doesn’t explicitly call it dilution, the “gradual whittling away” is what we 

understand it to mean. 

A key takeaway from The Rational Basis is also that Schechter didn’t just consider a 

trademark as a symbol of a company’s goodwill but as a tool to create further goodwill 

through the trademarks selling power77. This can be understood through the following:  

[B]ut today the trademark is not merely the symbol of good will but often the most effective agent 
for the creation of good will, imprinting upon the public mind an anonymous and impersonal 
guaranty of satisfaction, creating a desire for further satisfactions. The mark actually sells the 
goods.78 

As such, trademarks have unique selling power through their distinctiveness and 

uniqueness. The more distinctive and unique a mark is, the more power it has. Harm to 

this selling power should be protected against, no matter if the goods are related or not.  

How should Schechter’s work be interpreted then? The normal interpretation was that 

he was out to create legal theory, but this isn’t necessarily true79. Bone argues that he 

should be considered a legal realist80. This meaning that he thought trademark law 

should function in accordance with how trademarks actually function in the marketplace. 

As Bone puts it: 

Rational Basis has all the elements of a typical realist project. It attacks inherited legal doctrines 
and older forms of reasoning as excessively formalistic; it criticizes nineteenth century rules for 
not keeping pace with technological, commercial, and social change; it focuses on actual practice 
as the basis for designing new legal rules; and it advocates fitting rules to the way things actually 
work.81 

As such, Schechter might not have intended to found a new theory that would still today 

explain why we have antidilution and marks with reputation doctrines, but rather just 
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look for practical solutions to solve problems that courts faced with applying the 

traditional confusion-test to cases with non-competing goods. This idea can also be seen 

in Schechter’s reference to Kodak: 

Recent decisions both in this country and in England have extended the doctrine of "unfair 
competition" beyond cases where there is an actual "diversion of custom". But the process has 
been one of making exceptions rather than of frank recognition of the true basis of trademark 
protection.82 

Schechter acknowledged that courts were making band aid solutions to manipulate 

existing law in dealing with new issues and that it wasn’t sustainable. 

Schechter wasn’t a supporter of broad property rights in trademarks and didn’t view 

trademarks as property. Nor did he rely on Lockean natural rights theories83. This is 

evident in his statement: “To say that a trade-mark is property and therefore should be 

protected clarifies the situation no more than to say that a trade-mark is protected and 

is therefore property.”84 How Schechter viewed dilution wasn’t as a way to simply prevent 

appropriation of goodwill or free riding on someone else’s investments into their 

trademark. He saw it as a way to prevent the “concrete injury”85 that resulted from the 

harm done to the trademarks selling power and uniqueness86. Schechter’s work also 

considered the notion of fairness, what is and isn’t fair for the owner of the trademark. 

This is evident in his comment on a German case: “[I]t should be pointed out that the 

Odol decision was based, not upon a peculiar German theory of registration, but upon 

broad general principles of fair trade.”87 Schechter wasn’t interested in trying to justify 

why someone should have the right to police the use of a mark by virtue of owning it and 

it being famous. He was interested creating practical solutions to address unfair practices 

that harmed trademarks and were becoming a problem in the early 1900’s. 
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An important conclusion needs to be made out of this, in order to understand the context 

in which Shechter’s ideas should be interpreted. If Schechter was only trying to address 

contemporary issues in the early 20th century and not create legal theory that trademark 

law would be grounded in, why should his ideas be used to try and explain how 

antidilution and marks with reputation doctrines should work today? Shouldn’t we then 

in the spirit of his work take as the starting point how trademarks function in the 

marketplace today, and then consider how the law should work and make necessary 

conclusions? In my mind, justifying todays antidilution and marks with reputation 

doctrine with Schechter’s ideas does not make sense, as they we’re answers to 

contemporary problems at the time, but do not justify the doctrine today. Even if I am 

criticising this, I still believe that analysing the marks with reputation doctrine through 

Schechter’s ideas makes sense, as it forms a common point of reference. 

2.4 Adoption of Marks With Reputation into National Law 

This section focuses on how marks with reputation and antidilution doctrines were 

adopted into national law. Focus is on how it was argued for, justified and how it portrays 

trademarks. For practical reasons, the review is very limited and is only intended to 

exemplify how said doctrines were adopted into national law on both sides of the 

Atlantic. 

2.4.1 Antidilution laws on state level in the US 

Not much case law development took place in over fifteen years after Schechter had 

published his work. Some judges began to first apply it somewhat broadly but later 

backtracked, some considered dilution but never as an independent basis for 

protection88. To put it clearly, the idea of dilution didn’t gain much traction. The Lanham 

Act was adopted in 1946, the first true federal trademark law of the US and importantly 

without any provisions on antidilution89. Many would have thought this was the end of 

dilution90. This wasn’t the case, however. Already in 1947 did Massachusetts enact the 
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Vol. 24, p. 469, 2007. 



 21 

first state level dilution statute91. Illinois followed the example six years later and New 

York and Georgia only two years after that92. The Massachusetts and New York statutes, 

virtually identical, granted protection in the case of “likelihood of injury to business 

reputation” or “dilution of the distinctive quality” of a trademark93. The next wave of state 

dilution statutes started in the 1960’s, further boosted by the United States Trademark 

Association adding an antidilution provision to their Model State Trademark Bill94. 

One reason why antidilution statues were widely adopted was that it had got a strong 

advocate in the form of Rudolf Callman. Callman was an important scholar in the field 

of trademark law, who published a notable treatise in 1945, revised in 1950 and 1967. He 

advocated strongly for dilution to be a distinct cause of liability, also naming it dilution, 

something Schechter hadn’t done. While Callman did borrow the concept from Schechter 

to be further developed, he did so on different arguments than Schechter. Callman was a 

supporter of strong property rights in trademarks and relied heavily on Lockean anti-

free-riding principles. As such, the rationale for having antidilution protection had 

already started change. Callman was an influential lawyer in the state of New York and 

also received support in other states that adopted antidilution statutes. This led to 

policymakers giving him and dilution the attention he wanted.95 

Interesting to note is how little time it took for the antidilution doctrine to be pushed on 

grounds that many scholars think are inherently wrong. Lemley has articulated why 

exactly the economics of property and intellectual property are so different in nature96. 

The essence of the argument lies in externalities. While economic theory on property 

considers internalizing negative externalities, such as the classic tragedy of the commons 

example, the externalities in intellectual property are positive. What exactly is the 

justification as to why positive externalities are to be internalized. That is, why should 

free riding be forbidden where the externalities are positive?97 
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Another reason why antidilution statutes were so successful on the state level was local 

politics and successful lobbying. Dilution was supported by both trade associations and 

bar associations, with no organized opposition. Furthermore, the laws were sold to state 

legislators as much needed reformations of old law, citing cherry-picked case law as well 

as referring to the example set by other states. As such, legislators not familiar with the 

complexity of trademark law didn’t have any good reasons to not adopt these statutes.98 

2.4.2 The Swedish Trademarks Act of 1960 

The Swedish Trademarks Act of 1960 was the first of its kind in Sweden to include a 

provision on marks with reputation or antidilution protection. The preparatory work for 

the law was conducted together with Denmark, Finland and Norway, highlighting the 

Nordic tradition of cooperation across borders99. As result of the cooperation, all 

corresponding acts included a marks with reputation-type protection, referred to as the 

Kodak doctrine100. The government bill explained that the previous law, dating back to 

1884, was out of date from the perspective of how business had evolved since then101. 

Interesting to note about the bill is that it explains the proposition for the new 

Trademarks Act aims to strike “a balance between the companies' interest in an exclusive 

right to their trademarks and society's interest in the appropriate form of 

competition”102.  

The original text of the law was as following: 

Symbols shall be deemed to be confusingly similar under this Act only if they have reference to 
goods of the same or similar kinds. Nevertheless, even otherwise the possibility of confusion may, 
in exceptional cases, be pleaded, namely 

(a) in favour of a symbol that is exceedingly well established and known in wide circles among the 
general public in Sweden, where, in view of this fact, the use of another similar symbol would 
involve an improper exploitation of the good will of the former; or 
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(b) in favour of a symbol that is established, where, with regard to the special character of the 
goods in question, the use of another similar symbol would obviously lessen the good will of the 
former. 103 

The provision talks about trademarks which are exceedingly well established and known 

within wide circles of the public. While the wording “exceedingly well established” 

doesn’t exactly correspond to wordings previously discussed, it is actually a very high 

threshold of reputation. It is said that in practice all of the relevant public must be 

familiar with the mark, while arguments for thresholds of 80-90% were described as 

“liberal”104.  

There are a few interesting observations to make. Firstly, the law talks explicitly about 

goodwill, even using the word in Swedish105. As such, quite straightforward comparisons 

can be made between for example Schechter’s work and this provision. Secondly, already 

in 1960 did European national law’s include characterisations of trademarks that 

Schechter himself opposed and that have since been strongly advocated against by many 

other scholars.  

Paragraph two of the provision protects trademark owners against the exploitation of 

their mark’s goodwill. This is quite a direct assignment of strong property rights to 

trademarks, as protection is focused on someone else’s use of the trademark rather than 

a harm caused. This was something Schechter rejected106. The paragraph also makes 

quite the Lockean anti-free-riding argument, in that it basically states that because you 

own it you may police its use as you wish107. As previously noted, some would argue this 
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is quite the misrepresentation of how trademarks function in the marketplace and that 

economic theory wouldn’t support this108. 

The final paragraph of the provision protects against the impairment of goodwill. This 

could be understood to cover both tarnishment and blurring. This because one could 

argue that the goodwill can be impaired either by the reputation of the company being 

tarnished or by the distinctiveness of the trademark being diluted. Both would impair 

the goodwill. This part of the provision is not as far from Schechter’s and other scholars’ 

work, but still makes a distinction in viewing trademarks as symbols of goodwill instead 

of tools to create goodwill, which is a view Schechter argued for109. 

Interesting in the government bill is also that it multiple times refers to how the provision 

also protects against confusion, because if a trademark is very well-known consumers 

might more easily think they would extend into new categories of products. From today’s 

perspective this is an odd argument, since the confusion test is largely viewed as the basis 

for liability. But it has to be noted that the main rule in this act is very strict in its wording 

of how confusion may only occur for identical or similar goods. Touching on the 

exploitation of goodwill, the bill makes next to zero arguments to justify why this is in 

the provision. The times the question is addressed, it’s simply said that such protection 

is needed. It’s hard to understand exactly why this protection is in the law. No arguments 

are made for it and it isn’t said who has wanted it to be there. The “laconic” 

argumentation was noted by scholars as well110. Even worse, many Swedish trade 

associations left negative comments to the bill, raising the question if local companies 

were even advocating it. One could theorize that foreign lobbying from powerful 

countries in global trade affected this, but without any evidence it’s impossible to say.111 

2.4.3 The Finnish Trademarks Act of 1964 

The Finnish Trademarks Act of 1964 was, as previously noted, formed through Nordic 

cooperation between Finland, Sweden, Denmark and Norway112. As such, it shares a lot 
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109 Schechter, F. The Rational Basis of Trademark Protection. Harvard Law Review, Vol. 40, No. 6, pp. 
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of its traits with its Swedish counterpart. Interesting to note is that the Finnish 

government bill literally states that while the law was prepared as a Nordic cooperation, 

special consideration was given to the final word of the Swedish Trademarks Act that 

came into force in 1960113. The government bill explains that the previous law on 

trademarks, the commodity stamp regulation of 1889, is outdated and thus needs a 

thorough revamp114. Furthermore, it also states that current laws do not meet the needs 

of businesses and that the market has evolved tremendously over the decades since the 

previous law was drafted115.  

The provision regarding marks with reputation was included in the original Finnish 

Trademarks Act as following: 

Subject to section 3 (2), the signs are deemed to be confusing under this Act only if they refer to 
the same or similar types of goods. 

However, the confusing nature of the marks may also exceptionally be relied on: 

(a) in favor of a sign which is very effectively established and known to the general public in that 
country, in so far as the use of another similar sign would, in that regard, amount to an unfair 
exploitation of the reputation and value of the first sign; or 

(b) in favor of a well-established mark, where the use of another mark would obviously reduce the 
reputation and value of the former, considering the particular quality of the goods of the former.116 

As we can see, the provision is very much similar to its Swedish counterpart and quite 

identical in terms of substance. The first part protects the mark against unfair 

exploitation of its reputation, much like the Swedish one. The second part, then again, 

protects against detriment to the reputation or value of the mark, much like the Swedish 

one.  

As it is so similar, the same analysis can be applied to it. The provision assigns strong 

property rights to trademarks, against what Schechter envisioned and makes quite the 

Lockean anti-free-riding argument117. Furthermore, the provision provides protection 

against the reduction of reputation and value of the trademark, which again could be 

understood to cover what we today understand as blurring and tarnishment. 
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What is actually interesting is what is found in the government bill. While its much 

shorter than its Swedish counterpart, only devoting one paragraph to the extended 

protection of marks with reputation, it still makes some interesting notes. Firstly, while 

the actual wording of the law explicitly protects the value and reputation of the 

trademark against being exploited and/or reduced, the government bill does not explain 

the provision to work like this. The bill explains that “[u]sing such a mark (with 

reputation) as a sign by someone else might easily, even if regarding goods of a different 

kind, give the buyer the impression that they originate from the owner of that especially 

well-known mark. Because of that, the bill includes a provision on the so-called Kodak-

protection, which is meant to prevent unfair exploitation of such well-known marks.”118 

On one hand, the bill explains that protection should be extended to goods of any kinds, 

because the use is in any case likely to cause confusion. On the other hand, it 

acknowledges that it is meant to prevent free-riding and protect the reputation of well-

known trademarks. This seems highly contradictory. How should the law be interpreted 

then in light of this? Is the provision applied only to cases where confusion is likely? Is it 

either or? Interesting is also, that they refer to Kodak (most probably), which in reality 

had nothing to do with actual confusion119. Seems as if there was a need to argument for 

the inclusion of this provision utilizing the traditional view of trademark law, while they 

in reality meant for the provision to have nothing to do with confusion. This results in 

the bill on one hand relying on traditional principles of trademark law while on the other 

hand assigning quite strong property rights to trademarks while making quite the 

Lockean anti-free-riding argument120, just like its Swedish counterpart does121. 

Interesting to note is also how the bill states that protection can be extended when the 

trademark “is by its nature a world-mark”122. It sounds as if it is referring to foreign 

trademarks that are known across the world. One can only theorize, but it almost sounds 

as if there was an outside lobbying push for the inclusion of this. It is however interesting 

to entertain the theory and speculate on US lobbying on Finnish, and Swedish as 

                                                 
118 Hallituksen esitys 128/1962. Hallituksen esitys eduskunnalle tavaramerkkilaiksi. 

119 Eastman Co. v. Kodak Cycle Co., 15 Reports Patent Cases 105 (1898). 

120 Franklyn, D. Debunking Dilution Doctrine: Toward a Coherent Theory of the Anti-Free-Rider Principle 
in American Trademark Law. Hastings Law Journal, Vol. 56, 2004. 

121 Proposition 1960:167. Kungl. Maj:ts proposition till riksdagen med förslag till varumärkeslag m. m.; 
given Stockholms slott den 30 september 1960. 

122 Hallituksen esitys 128/1962. Hallituksen esitys eduskunnalle tavaramerkkilaiksi. 



 27 

previously stated, trademark legislation and how that on the other hand could be tied to 

the development of state-level legislation on antidilution in the US. 

While all Nordic trademark act’s from the 1960’s included a mark with reputation-type 

protection, it is still good to note that said protection wasn’t identical to the modern 

marks with reputation doctrine. Wessman notes, that the first Trademark Directive 

further expands the existing “Kodak doctrine”, by lowering the reputational threshold 

and creating new situations where a reputation can be found123. As such, the expansive 

trend of trademark law didn’t stop in the 1960’s. 

2.5 The Age of Harmonization – EU law, the TRIPS and the FTDA 

This section focuses on the harmonization of the marks with reputation and antidilution 

doctrines that occurred before the turn of the century. It considers how EU law 

harmonized trademark law in Europe, how the TRIPS did it globally, how the Federal 

Trademark Dilution Act did it in the US and what is the interplay between them. 

2.5.1 EU Trademark Law 

The aim of trademark law at EU level is to remove any barriers for the free movement of 

goods, an end in itself of the EU124. The tools for achieving this goal are the Trademark 

Directive125 and the Trademark Regulation126. While the 1989 Trademark Directive127 was 

the first of its kind and a few years ahead of the first Trademark Regulation128, the idea 

of harmonizing trademark law in the European Union and/or creating a unitary right in 

the Union was far from new. Already in 1964 was a draft on a “Convention on European 

Trademark Law” written129. This draft already included a provision on the extended 

protection of marks with reputation130.  
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However, even decades before EU trademark law would become reality, there were 

already concerns about the expansive nature of the extended protection and how it could 

harm free competition, as a 1976 memorandum on a to-be proposed EEC trademark 

notes131. The memorandum goes further and explains that while the wording of the 1964 

draft was too broad, a more limited provision could be considered: 

What might be acceptable is a special provision directed against the use of well-known trade marks 
for dissimilar goods, where such use is likely to have a detrimental effect on the distinctive force 
and the advertising value of the trade mark in question. However, these are exceptional cases 
which may be taken care of adequately by applying the general provisions of competition law or 
the law of torts, or special provisions, as in the Benelux trade mark law. In so far as the trade mark 
Laws of some Member States give trade mark protection in cases where the protected trade mark 
is used for the purpose of attaching references or making comparisons, or for other unfair 
purposes, these cases do not appear to fall within the ambit of the Community trade mark Law. 
The rules fall rather within the law of unfair competition, a field in which harmonization measures 
are being considered at Community level.132 

Interesting is how the memorandum seems to reject the idea of expanding protection for 

well-known trademarks within trademark law, but instead proposes that the problem 

would be dealt with within competition law as a form of unfair competition. This notion 

rejects the view of trademarks as property and is more concerned about dealing with very 

specific unfair actions that cause harm, much like Schechter envisioned the expanded 

protection to work133.  

One could call this critique and these concerns ironic, considering how the doctrine of 

marks with reputation has evolved through the years in the EU. More discussion on this 

topic will follow in the conclusions of this thesis. 

2.5.1.1 The EU Trademark Directive 

The first Trademark Directive was passed in 1988134. However, the proposal for the 

directive was given already in 1980135. Interesting to note here, is the discrepancy 

between the proposal and the final directive regarding marks with reputation. The 
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proposal did in fact not include a provision on them136. The proposal explains that full-

scale harmonization of trademark law is not necessary, as only some of the provisions 

act as a barrier to the free movement of goods, naming e.g. marks acquired by use and 

service marks as examples of elements that do not require harmonization137. The 

proposal further explains that “[f]or the same reason, there is no justification for 

increasing the protection of marks which enjoy a particular reputation”138.  

This is an interesting notion, as the proposal was given roughly in the same time frame 

as the memorandum on the EU trademark139. While the memorandum does recognize 

some need to protect famous trademarks from being unfairly exploited, the proposal 

completely disregards this. It could be that the Trademark Directive was seen only as a 

tool for removing trade barriers, and that any other issues relating to trademarks were 

up to member states to solve. On the other hand, creating an EU trademark does require 

the law to clarify how EU trademarks with reputation would be protected, and as such it 

had to be addressed in the memorandum. In the end, both seem to be on the same page 

regarding marks with reputation; Expanding the protection of marks with reputation is 

not needed and is not a problem that should be dealt with within trademark law.  

Come 1988, and the reluctancy to extend the protection of marks with reputation is at 

least partially gone. The provision on marks with reputation in the directive is worded as 

following: 

Any Member State may also provide that the proprietor shall be entitled to prevent all third parties 
not having his consent from using in the course of trade any sign which is identical with, or similar 
to, the trade mark in relation to goods or services which are not similar to those for which the trade 
mark is registered, where the latter has a reputation in the Member State and where use of that 
sign without due cause takes unfair advantage of, or is detrimental to, the distinctive character or 
the repute of the trade mark.140 

The wording of the provision is largely identical to the newest version of the directive141. 

It includes all key elements of the extended protection that we can recognize to exist 

                                                 
136 Ibid. 

137 Ibid. 

138 Ibid. 

139 European Commission. Memorandum on the creation of and EEC trade mark. Bulletin of the 
European Communities, 1976. 

140 First Council Directive 89/104, 1989 O.J. (L 40) 1 (EC) 

141 Directive 2015/2436 of the European Parliament and of the Council of 16 December 2015 to 
approximate the laws of the Member States relating to trade marks. “…the sign is identical with, or similar 
to, the trade mark irrespective of whether it is used in relation to goods or services which are identical with, 
similar to, or not similar to, those for which the trade mark is registered, where the latter has a reputation 



 30 

today. Firstly, it extends protection to dissimilar goods. Secondly, it prevents other from 

taking unfair advantage of a mark with reputation without due cause. This can largely be 

understood as an anti-free-riding protection which assigns strong property rights to 

trademarks142. This is a strong contrast to the 1976 memorandum and the 1980 proposal, 

which both seemed to reject the view of trademarks as property, by either dismissing this 

issue from trademark law altogether or stating that the problem is for competition law 

to solve143. Finally, the provision includes protection against both blurring and 

tarnishment as it protects against use that is “detrimental to, the distinctive character or 

the repute of the trade mark.”144 This wording, as well, highlights the property-like 

character of the trademark in the Trademark Directive, as it is not so much concerned 

with what is unfair and what is not, but more so with creating something proprietary in 

the goodwill of the mark which can then be policed.  

Important to note, though, is that this provision was not mandatory to include into 

national law, as the wording starts with ”[a]ny Member State may also provide”145. It’s 

hard to know how many countries left this provision out of their national trademark laws, 

but at least in Finland, its inclusion received little discussion in the government bill to 

amend the Trademarks Act146. The government bill simply states that “international 

developments require” the provision to be included in the amended Trademarks Act147. 

Good to note is that Finland already had protection of marks with reputation, as 

previously stated. The government bill states that the biggest change is that the threshold 

of reputation is lowered with amending the existing provision according to the 

Trademark Directive148.  
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After the initial Trademark Directive was adopted, almost two decades passed since it 

was revised the first time. The 2008 version however did not change the protection of 

marks with reputation, as the provision remained identical149. In 2015 the directive was 

revised another time. This time the provision on marks with reputation was amended 

though, as it makes the provision mandatory to include150. The wording of the provision, 

however, didn’t change in any meaningful way, as the provision still protected marks 

with reputation against the same actions as the previous directives151. 

2.5.1.2 The Trademark Regulation 

The first Trademark Regulation was developed largely in tandem with the Trademark 

Directive, as the proposals for the laws were given the same year, as well as published in 

the same official journal, and the final laws were passed only a few years apart152. As such, 

many on the same observations and analysis can be applied to the Trademark Regulation 

as well.  

The first observation to make about the Trademark Regulation, is that it did include a 

provision on marks with reputation: 

Rights conferred by a Community trade mark 

1. A Community trade mark shall confer on the proprietor exclusive rights therein. The proprietor 
shall be entitled to prevent all third parties not having his consent from using in the course of 
trade: 

(c) any sign which is identical with or similar to the Community trade mark in relation to goods or 
services which are not similar to those for which the Community trade mark is registered, where 
the latter has a reputation in the Community and where use of that sign without due cause takes 
unfair advantage of, or is detrimental to, the distinctive character or the repute of the Community 
trade mark.153 

Unlike the Trademark Directive, there is no voluntariness to protection of marks with 

reputation, but this of course follows from that the Regulation is applicable law as such 
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and not a directive to approximate Member State laws. The wording of the provision is 

largely identical to that of the Trademark Directive154. It includes all the elements of the 

extended protection we recognize today, unfair advantage (or free-riding), blurring and 

tarnishment, as previously concluded. 

As previously discussed, the European Commission published a memorandum on the 

EEC trademark already in 1976. Said memorandum had a very different approach to 

marks with reputation than the final Trademark Regulation. The memorandum 

suggested that problems regarding the use of famous trademarks on dissimilar goods 

should be dealt with as a question of unfair business practice and competition law155. The 

memorandum was also clear in that what the trademark could be protected against was 

a likely detriment to its distinctiveness and repute156. As such, the memorandum is 

hesitant to assign strong property rights to trademarks and protecting their goodwill as 

such but is rather concerned with specific instances where there is real harm. This is in 

line with Schechter’s ideas of how the expanded protection should work157.  

The memorandum did, however, note that “[w]hat might be acceptable is a special 

provision directed against the use of well-known trade marks for dissimilar goods”, but 

only under the condition that there is a likely detriment involved158. This is exactly what 

had happened when the proposal for the first Trademark Regulation was given in 1980, 

four years later. The proposal read: 

A Community trade mark confers on the proprietor exclusive rights therein. The proprietor shall 
be entitled to prohibit any third party from using in the course of trade, save with his consent: 
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(b) any sign which is identical with or similar to the Community trade mark in relation to goods or 
services which are not similar to those for which the Community trade mark is registered, where 
the Community trade mark is of wide repute and use of that sign is detrimental to that repute.159 

The proposal did include a provision on the extended protection of marks with 

reputation, but it was very much limited to cases of actual detriment. As such, the 

proposal was very much in line with the memorandum, in that it was hesitant in 

assigning strong property rights to trademarks. This is a very important distinction to 

make. Whereas the final wordings of both the Trademark Regulation and the Trademark 

directive did include anti-free-riding in their protection of marks with reputation160, the 

memorandum and the Proposals did not161. As such, the final Directive and Regulation 

took a Lockean route that the preparatory work did not, in stating that because it is the 

fruit of your labour, you may police its use162. This signifies a fundamental change in how 

trademarks are viewed as property, something many scholars, e.g. Lemley, have 

criticised163.  

Tracing back the preparatory works for the Regulation, we find that it was the European 

Parliament who first suggested the provision to include anti-free-riding protection: 

The proprietor shall also be entitled to prohibit any third party from using in the course of trade, 
save with his consent, any sign other than a prior right referred to in Article 7 which is identical 
with or similar to the Community trade mark in relation to goods or services which are not similar 
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to those for which the Community trade mark is of wide repute and use of that sign takes unfair 
advantage of or is detrimental to the distinctiveness or the repute of the trade mark.164 

As we can see, this wording of the provision is very similar to the one which ended up in 

the final wording of the Regulation165. The European Commission, however, did not 

accept this amendment as such, but made another proposal that took into account the 

Parliaments opinion: 

A Community trade mark confers on the proprietor exclusive rights therein. The proprietor shall 
be entitled to prohibit any third party from using in the course of trade, save with his consent:  

(d) any sign which is identical with or similar to the Community trade mark in relation to goods 
or services which are not similar to those for which the Community trade mark is registered, where 
the latter is of wide repute in the Community and where use of that sign would constitute 
unwarranted exploitation of the commercial value and the repute of the Community trade mark.166 

In the amended proposal, the phrasing “unfair advantage” is changed to “unwarranted 

exploitation”. To me, exploitation sounds like a much higher threshold than advantage, 

signifying the Commissions intent to restrict the property-like protection of trademarks. 

This notion is supported by the fact that the part about detriment is removed all together. 

This could be seen as the Commission trying to underline, that the concept of 

“exploitation”, in fact, includes harm in itself.  

After the aforementioned amended proposal, the trail of preparatory works is lost. There 

are a couple of rounds more of back-and-forth between the Parliament and the 

Commission, but these preparatory works do not include discussions the extended 

protection of marks with reputation. What we do know, is that the final wording of the 

law ended up being very close to what the Parliament suggested, and that it included 

both blurring and tarnishment as well as anti-free-riding protection167. 

2.5.2 The TRIPS 

The Agreement on Trade-related Aspects of Intellectual Property Rights, usually referred 

to as the TRIPS agreement, is a multilateral international legal agreement that aims to 

harmonize intellectual property protection amongst WTO members to certain minimum 
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standards168. The agreement was negotiated in the Uruguay round of negotiations 

together in the framework of establishing the World Trade Organization, commonly 

referred to as the WTO169. The agreement entered into force in 1995 and requires 

member nations to take legislative reform in order to comply with the TRIPS 

agreement170. The agreement also includes two provisions that affect the protection of 

well-known trademarks. Good to note is, that in the context of the TRIPS, well-known 

trademarks, famous trademarks and marks with reputation should probably be 

understood as largely synonymous.  

Article 16(2) of the TRIPS extends protection of well-known trademarks to cover service 

marks as well: 

Article 6bis of the Paris Convention (1967) shall apply, mutatis mutandis, to services. In 
determining whether a trademark is well-known, Members shall take account of the knowledge of 
the trademark in the relevant sector of the public, including knowledge in the Member concerned 
which has been obtained as a result of the promotion of the trademark.171 

Article 16(3), importantly, extends the protection of well-known marks to cover 

dissimilar goods: 

Article 6bis of the Paris Convention (1967) shall apply, mutatis mutandis, to goods or services 
which are not similar to those in respect of which a trademark is registered, provided that use of 
that trademark in relation to those goods or services would indicate a connection between those 
goods or services and the owner of the registered trademark and provided that the interests of the 
owner of the registered trademark are likely to be damaged by such use.172 

As previously stated, the Paris Convention did not offer protection of well-known marks 

to service marks173. This peculiarity of the Paris Convention was now removed, as 

countries had to treat service marks the same as any other trademarks. 

Perhaps more interesting than the extension of protection to service marks is that article 

16(2) of the TRIPS sets a standard for assessing what constitutes a well-known 

trademark. The article requires members to assess the knowledge of the trademark 
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within the relevant sector of the public, as opposed to the general public. Any guide to 

assessing what constitutes a well-known trademark did not exist in the Paris Convention 

and it was left to the signatories to decide what qualified as well-known174. Testing the 

knowledge of the trademark within the relevant sector of the public is what has been 

dubbed the “niche fame” standard175. This signifies a very important conceptual change 

in what we regard as well-known or famous trademarks, as well as marks with 

reputation. Think for example about a manufacturer of sportswear and equipment for a 

very specific sport, let’s say American football. People playing American football only 

make up a fraction of the general population, and a brand famous amongst players of 

American football would probably not be at all familiar to the vast majority of the general 

public. Still, under the relevant public standard, such a trademark could still be eligible 

for protection, as the relevant public could be seen to be limited to players of American 

football. As such, this test makes the Paris Convention 6bis protection useful to many 

more owners of trademarks than before176.  

Still, the most important change with the TRIPS comes in article 16(3), which extends 

the Paris Convention 6bis protection to cover dissimilar goods as well177. This is an 

important distinction to make, as the Paris Convention did not extend the scope of 

protection of trademarks but only the geographical scope where protection can be 

sought178. Now, the TRIPS agreement extended protection to cover dissimilar goods as 

well. Noteworthy is, that the provision requires that the use of the trademark “would 

indicate a connection” between the goods or services of the junior trademark and the 

senior trademark179. One could interpret this to mean that there exists a requirement of 

a likelihood of confusion or association. However, it could also be interpreted to mean 
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roughly what the CJEU has required with the use of a mark with reputation needing to 

establish a link between the junior use and the senior trademark180. 

Article 16(3) can also be seen to include the concept of dilution or protection of the repute 

and distinctive character of a trademark. The article stating that “provided that the 

interests of the owner of the registered trademark are likely to be damaged by such use” 

could be interpreted to mean this181. The interest of the owner is of course to maintain 

the reputation and distinctiveness of their trademark. As such, this could be interpreted 

to mean the same as detriment to the distinctive character and repute, the phrasing 

found in EU trademark law182. The TRIPS, however, doesn’t go quite as far in its 

protection of well-known trademarks as EU law does. Nothing in the wording of the 

article suggests that it would include free riding as well. This is an important distinction 

to make, as it means the TRIPS doesn’t go as far as EU law in assigning strong property 

rights to trademarks.  

Finally, an interesting detail in the TRIPS agreement is that it makes the substantive 

provisions of the Paris Convention binding to all members of the WTO. This, even if they 

haven’t ratified the Paris Convention183. Article 2(1) of the TRIPS clarifies the 

relationship between it and the Paris Convention, as it requires that members of the 

WTO comply with articles 1-12 and 19 of the Paris Convention. This includes article 6bis, 

and as such affects the protection of well-known marks on a global scale. 

2.5.3 The Federal Trademark Dilution Act 

The heading of this part refers to the Federal Trademark Dilution Act184, commonly 

referred to as the FTDA, because it is what really set in motion the federal harmonization 
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of antidilution in the US185. But really, this part concerns the broader concept of 

harmonizing antidilution on a federal level in the US.  

The FTDA was first of its kind in establishing antidilution protection on a federal level, 

as all previous tries had failed186. The FTDA relied on a 1988 revision of US trademark 

law, where antidilution provisions were first included, but later removed on first 

amendment concerns187. Subsequently, the removed provisions were amended and 

passed on their own as the FTDA. The protection is defined as following: 

(c)(1) The owner of a famous mark shall be entitled, subject to the principles of equity and upon 
such terms as the court deems reasonable, to an injunction against another person’s commercial 
use in commerce of a mark or trade name, if such use begins after the mark has become famous 
and causes dilution of the distinctive quality of the mark, and to obtain such other relief as is 
provided in this subsection.188 

As we can see, the provision is quite brief in its wording and only seems to cover what we 

consider to be blurring. This led to judges and commentators questioning whether the 

FTDA even intended on dealing with tarnishment189. This, among other reasons, is why 

the law has been called largely a failure190. Perhaps the biggest hurdle of the law was that 

it required evidence of actual dilution, which was often impossible to come up with191. 

Finally, a final problem with the FTDA was that it did nothing to define what constitutes 

a famous trademark. This led to very varying applications of the law. Some courts took a 

strict stance and required fame amongst the general public, some accepted niche fame 

while some did accept niche fame but restricted protection to only apply to those or 

related markets192. 
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Considering all the shortcomings of the FTDA, it was no surprise that it was revised only 

11 years later, with a version that is still in force today. The Trademark Dilution Revision 

Act of 2006 amends the provision on dilution as following: 

(c) DILUTION BY BLURRING; DILUTION BY TARNISHMENT.— 

‘‘(1) INJUNCTIVE RELIEF.—Subject to the principles of equity, the owner of a famous mark that 
is distinctive, inherently or through acquired distinctiveness, shall be entitled to an injunction 
against another person who, at any time after the owner’s mark has become famous, commences 
use of a mark or trade name in commerce that is likely to cause dilution by blurring or dilution by 
tarnishment of the famous mark, regardless of the presence or absence of actual or likely 
confusion, of competition, or of actual economic injury. 

‘‘(2) DEFINITIONS.—(A) For purposes of paragraph (1), a mark is famous if it is widely recognized 
by the general consuming public of the United States as a designation of source of the goods or 
services of the mark’s owner. In determining whether a mark possesses the requisite degree of 
recognition, the court may consider all relevant factors, including the following…”193 

After the revision, the antidilution provision now explicitly includes both blurring and 

tarnishment, thus clearing any doubt about whether it was intended to protect against 

tarnishment as well. There seem to have been quite a wide reluctance within the courts 

to apply the original antidilution broadly, following a history of reluctance to expand 

trademark protection amongst courts194. This led to courts interpreting the provision 

strictly and demanding that actual dilution is shown195. With the TDRA, any doubts about 

what Congress aimed to constitute dilution were gone, as the wording was changed to 

“use… that is likely to cause dilution”196. 

Perhaps the most interesting amendment in the TDRA was the requirement that the 

trademark needs to be “widely recognized by the general consuming public”197. This 

removed any doubt about whether or not niche fame is a concept recognized in US 

antidilution law. As such, the US antidilution doctrine takes quite the opposite direction 

compared to the EU marks with reputation doctrine, that generally accepts niche fame 

as sufficient198. Furthermore, whereas the EU marks with reputation doctrine sees a 
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reputation in a Member State to be sufficient, the US antidilution doctrine now requires 

that the trademark be famous in the entire US199. 

One area not touched upon is the question of anti-free riding as this seems to be entirely 

missing from both provisions. This marks a quite drastic fundamental difference in how 

strong property rights the US and the EU are willing to assign trademarks. The US 

antidilution doctrine is in its wording much more focused on the actual harm caused by 

dilution compared to its EU counterpart that provides protection against unfair 

advantage200. This, coupled with the fact that the US has abandoned the concept of niche 

fame results in that US seems to be much more restrictive in its view of trademarks and 

property rights. This could seem surprising to many, considering that the primus motor 

behind driving state-level antidilution protection in the US was Rudolf Callman, known 

to be a strong supporter of property rights in trademarks201. What the role of Circuit 

Courts interpreting trademark protection restrictively throughout the decades is202, is of 

course an interesting question. Nevertheless, it seems that the EU comes out ahead in 

expansive interpretation of trademark law and assigning strong property rights to 

trademarks. 

It is good to note, however, that while the antidilution provisions in the US don’t 

explicitly protect against free riding, critics have pointed out that this is what the doctrine 

is still supposed to do, and that anti-free riding is a hidden agenda of antidilution 

protection203. According to Franklyn, this is supported by the fact that plaintiffs are 

frequently successful in cases where dilution is speculative but free riding seems 

obvious204. Whatever one might think about the authors views on trademarks and 
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property205, it is still important to keep in mind that even if the antidilution doctrine in 

the US isn’t explicitly protecting against free riding, it still offers protection against it.  

2.5.4 WIPO Joint Recommendation for the Protection of Well-known 
marks 

The WIPO Joint Recommendation for the Protection of Well-known Marks, commonly 

referred to as the WIPO Joint Recommendation, is a set of non-binding guidelines on 

the protection of well-known trademarks206. The goal of the WIPO Joint 

Recommendation is to consolidate, clarify and supplement the existing international 

framework regarding the protection of well-known trademarks, as it has often been 

regarded as unclear and in need of clarification207. The Paris Convention provided little 

help in assessing what constitutes a well-known trademark and what kind of uses are 

infringing, even if it required member states to protect well-known trademarks208. The 

TRIPS agreement did specify the scope of protection and what constitutes a well-known 

trademark, but still further clarification on the subject was needed. The WIPO Joint 

Recommendation includes provisions that help in determining what constitutes a well-

known trademark and what the remedies are in case of conflicts209.  

One of the central parts of the WIPO Joint Recommendation is its non-exhaustive list of 

factors to take into account when determining whether or not a mark is well-known210. 

The Recommendation states that “the competent authority shall take into account any 

circumstances from which it may be inferred that the mark is well-known”211. Further, 
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the Recommendation states that in particular the following factors may be taken into 

account:  

1. the degree of knowledge or recognition of the mark in the relevant sector of the public; 

2. the duration, extent and geographical area of any use of the mark; 

3. the duration, extent and geographical area of any promotion of the mark, including advertising 
or publicity and the presentation, at fairs or exhibitions, of the goods and/or services to which the 
mark applies; 

4. the duration and geographical area of any registrations, and/or any applications for registration, 
of the mark, to the extent that they reflect use or recognition of the mark; 

5. the record of successful enforcement of rights in the mark, in particular, the extent to which the 
mark was recognized as well known by competent authorities; 

6. the value associated with the mark.212 

The first factor takes a somewhat quantitative approach to determining what constitutes 

a well-known trademark. Some have implied that this would indicate a required 

percentage threshold to be met213. The CJEU, in its determination of what constitutes a 

mark with reputation, has however multiple times held that no such threshold can be 

established and that the decision is always made on a case by case basis214. The factor is 

nevertheless important in assessing what constitutes a well-known trademark. The other 

factors on the list are quite broadly accepted and cited for example by the EUIPO 

Examination Guidelines215. 

Furthermore, the WIPO Joint Recommendation also clarifies what is meant with the 

relevant sector of the public, the wording that was introduced with the TRIPS 

agreement216. Relevant sectors include, but aren’t limited to: 
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(i) actual and/or potential consumers of the type of goods and/or services to which the mark 
applies; 

(ii) persons involved in channels of distribution of the type of goods and/or services to which the 
mark applies; 

(iii) business circles dealing with the type of goods and/or services to which the mark applies.217 

As such, the relevant sector is defined quite narrowly. A fundamental policy change is 

the inclusion of niche fame as the fame standard. This meaning that a trademark does 

not have to be known by the public at large and that knowledge within a more narrowly 

defined relevant public is sufficient218. While the TRIPS agreement did state that 

knowledge within the relevant sector of the public shall be taken into account, it left open 

the interpretation of what constitutes the relevant sector219. 

In defining the scope of the protection, the WIPO Joint Recommendation goes a few 

steps further than the TRIPS agreement. For the part concerning protection in relation 

to dissimilar goods, the scope of protection is defined as following: 

(b) Irrespective of the goods and/or services for which a mark is used, is the subject of an 
application for registration, or is registered, that mark shall be deemed to be in conflict with a well-
known mark where the mark, or an essential part thereof, constitutes a reproduction, an imitation, 
a translation, or a transliteration of the well-known mark, and where at least one of the following 
conditions is fulfilled:  

(i) the use of that mark would indicate a connection between the goods and/or services for which 
the mark is used, is the subject of an application for registration, or is registered, and the owner of 
the well-known mark, and would be likely to damage his interests;  

(ii) the use of that mark is likely to impair or dilute in an unfair manner the distinctive character 
of the well-known mark;  

(iii) the use of that mark would take unfair advantage of the distinctive character of the well-known 
mark.220 
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Condition (i) largely follows the wording of the TRIPS221. However, it is conditions (ii) 

and (iii) that go further. Condition (ii) states that the scope of protection covers use that 

is likely to damage or dilute the distinctive character or the mark. This should be 

understood to explicitly cover dilution by blurring or detriment to the distinctive 

character. Whether this condition covers tarnishment or detriment to repute is 

questionable, but it is a lot easier to fit this into condition (i). This because tarnishing is 

likely to require some connection to the well-known mark, and it is of course in the 

interest of the owner to maintain the reputation of the trademark. Summing up 

conditions (i) and (ii), we can see that it goes further than the TRIPS agreement as it 

more explicitly provides protection against dilution. 

Condition (iii) is where the WIPO Joint Recommendation goes considerably further than 

the TRIPS, as it sets aside any consideration about damage or harm and directly provides 

protection against free riding. By doing this the Recommendation assigns much stronger 

property rights in trademarks compared to any previous conventions, agreements or 

similar. This is again a fundamental policy change that the WIPO Joint Recommendation 

introduced.  

Good to note is, however, that conditions (ii) and (iii) aren’t applied as broadly as 

condition (i). As if it was because of their controversial nature, the WIPO Joint 

Recommendation states that “for the purpose of applying paragraph (1)(b)(ii) and (iii), 

a Member State may require that the well-known mark be well known by the public at 

large.”222 As such, e.g. the US approach to niche fame is not necessarily going against the 

WIPO Joint Recommendation.  
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3 THE EVOLUTION OF THE MARKS WITH REPUTATION 
DOCTRINE IN THE EU 

In this chapter, I will cover the evolution of the marks with reputation doctrine in the 

EU, starting from the late 1990’s up until today. This will be done by doctrinal analysis 

of relevant case law. The analysis will especially consider the concepts of reputation, 

distinctiveness, detriment and trademarks as property. First, I will cover some general 

developments of the marks with reputation doctrine. Second, I will analyze more in detail 

how the Court of Justice of the European Union, hereafter the CJEU, has characterized 

and developed the concepts of reputation, distinctiveness, detriment and unfair 

advantage. Analysis is limited to cases from the Court of Justice of the European Union 

for interpretations on how the doctrine has evolved and to cases from the General Court 

for providing support to the analysis. Analysis will be conducted with the help of 

doctrinal elements from Schechter’s The Rational Basis223, since I believe it forms the 

basis of the doctrine and a common point of reference. 

3.1 General Considerations 

The first tests on the limits of how marks with reputation could be protected were 

conducted with Sabel224. In this case, the question of whether a distinctive character or 

a reputation of a trademark, leading to an association to be made between the mark and 

the sign, could fall under the scope of likelihood of association included in likelihood of 

confusion225. The governments, commenting the case, who claimed this, claimed that 

what is actionable is the transfer of goodwill that could dilute the senior trademark226. 

Essentially, this would have meant that the extended protection of marks with reputation 

would have crept over to Article 5(1)(b) of the Directive and thus possibly further 
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226 Ibid. See para. 15: “Since perception of the sign calls to mind, often subconsciously, the memory of the 
mark, associations made between a sign and a mark can result in the 'goodwill‘ attached to the earlier mark 
being transferred to the sign and dilute the image linked to that mark.” 
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extended the scope of protection227. The CJEU was swift in refuting this view and firmly 

held that likelihood of association is not an alternative to likelihood of confusion but 

serves to define its scope228. As such, the protection of distinctiveness, goodwill or anti-

free riding was firmly restricted to paragraph 5(2) of the Directive229. 

In BMW, the relationship between association, confusion and dilution or unfair 

advantage was considered further230. The point where the CJEU’s view on this 

relationship was revealed, wasn’t really at the center of the case and thus didn’t receive 

much discussion. An interesting detail, nonetheless. At paragraph 40 of the judgement 

the CJEU stated that “it is only in the situations covered by Article 5(2) or (5) that the 

question arises whether use of the mark takes unfair advantage of, or is detrimental to, 

the distinctive character or the repute of the trade mark by, for example, giving the 

public a false impression of the relationship between the advertiser and the 

trade mark owner (emphasis added)”231. This sounds a lot like the likelihood of 

association standard. However, it could be theorized that where the average consumer 

isn’t confused about the relationship between the parties, the marks with reputation 

provision might apply nonetheless (because of the unfair advantage taken or detriment 

caused). This view sets the marks with reputation doctrine not as a distinct cause of 

action, but more as a way to lower the threshold of infringement where the trademark at 

question has a reputation. As this was not a point where the CJEU needed to interpret 

the law, but more or less just in dicta, no conclusive interpretations can be made of it. It 

does however reveal some underlying ideas the CJEU had about how the marks with 

reputation doctrine should work.  

An important interpretation given by the CJEU, that was not apparent from the wording 

of the law, came with General Motors232. In said case the CJEU ruled that there must be 

a link formed between the mark with reputation and the later trademark, in order for 

                                                 
227 First Council Directive 89/104, 1989 O.J. (L 40) 1 (EC) 

228 C-251/95 Sabel BV. and Puma AG, Rudolf Dassler Sport, 11th November 1997. See para. 18: “It 
follows from that wording that the concept of likelihood of association is not an alternative to that of 
likelihood of confusion, but serves to define its scope. The terms of the provision itself exclude its 
application where there is no likelihood of confusion on the part of the public.” 

229 First Council Directive 89/104, 1989 O.J. (L 40) 1 (EC) 

230 C-63/97 Bayerische Motorenwerke AG (BMW), BMW Nederland BV and Ronald Karel Deenik, 23rd 
of February 1999. 

231 Ibid. See para. 40 

232 C-375/97 General Motors Corporation and Yplon SA, 14th of September 1999. 
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detriment or unfair advantage to exist233. This requirement has since been referred to in 

virtually every case at the CJEU concerning marks with reputation234. This interpretation 

is important, since it essentially limits the absoluteness of the provision and as such the 

property like protection of marks with reputation. With this view, the protection is not 

independent of any detrimental effects caused to the mark with reputation. 

In Adidas, the degree of similarity between the mark with reputation and a later sign or 

mark was considered235. The question was, whether a sign dissimilar enough, from the 

mark with reputation so that the relevant public would understand it to be a different 

sign, could still be similar enough for there to exist infringement under the marks with 

reputation doctrine236. A second, related, question was that does the fact that the relevant 

public views the sign used “purely as an embellishment”, that is to say as a decorative 

element, important for the assessment237. The judgement by the CJEU referred back to 

the standard of establishing a link238, and firmly held on to it. The judgement held that 

the degree of similarity can be quite low, and lower than what is sufficient for there to 

exist confusion, as long as the relevant public establishes a link between the sign and the 

mark239. Furthermore, considering a sign as a decorative element, the judgement held 

that it is not relevant for the assessment whether or not the relevant public views the sign 

                                                 
233 Ibid. See para. 23: ” It is only where there is a sufficient degree of knowledge of that mark that the 
public, when confronted by the later trade mark, may possibly make an association between the two trade 
marks, even when used for non-similar products or services, and that the earlier trade mark may 
consequently be damaged.” 

234 See e.g. C-408/01 Adidas, C-487/07 L’Oréal, C-125/14 Iron & Smith  

235 C-408/01 Adidas-Salomon AG, Adidas Benelux BV and Fitnessworld Trading Ltd, 23rd of October 
2003. 

236 Ibid. See para. 11: ”If Article 5(2) of the Directive applies to the use of a sign in relation to similar 
goods, the national court seeks to ascertain, first, whether the criterion to be applied is a criterion other 
than confusion as to origin…” 

237 Ibid. See para. 11: “If Article 5(2) of the Directive applies to the use of a sign in relation to similar 
goods, the national court seeks to ascertain… whether the fact that the sign is viewed purely as an 
embellishment by the relevant section of the public is important to the assessment of the situation.” 

238 Ibid. See para. 29: ”The infringements referred to in Article 5(2) of the Directive, where they occur, are 
the consequence of a certain degree of similarity between the mark and the sign, by virtue of which the 
relevant section of the public makes a connection between the sign and the mark, that is to say, establishes 
a link between them even though it does not confuse them.” 

239 Ibid. See para. 31: “The answer to Question 2(a) must therefore be that the protection conferred by 
Article 5(2) of the Directive is not conditional on a finding of a degree of similarity between the mark with a 
reputation and the sign such that there exists a likelihood of confusion between them on the part of the 
relevant section of the public. It is sufficient for the degree of similarity between the mark with a reputation 
and the sign to have the effect that the relevant section of the public establishes a link between the sign and 
the mark.” 
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purely as an embellishment or if they view it as a trademark, as long as they establish a 

link between the sign and the mark with reputation240.  

As such, the CJEU held on to the pragmatic view that no detriment can be caused or 

unfair advantage be taken if the consumer doesn’t establish a link between the mark with 

reputation and the sign, allowing for the goodwill to be appropriated or the reputation to 

be damaged. This, as previously stated, limits the property like protection of trademarks. 

On the other hand, the court also found that this could be the case where a similar sign 

is not used as a trademark. This comes with the risk of monopolizing certain signs, which 

could function as something else than a trademark, e.g. an embellishment. The Adidas 

three stripes-mark being a good example of this. Some would definitely argue, that 

decorating sports clothing with stripes could be seen as communicating an overall fast 

or sporty image. Adidas, having created such a strong brand around their three stripes-

mark, has essentially monopolized the sign to an extent, notwithstanding how the sign is 

used. Scholars have even characterized this as a black hole of trademark protection that 

absorbs all communication that comes near it241. Such statement might come off as 

dramatic, but is not unfounded, considering the reality of the standard that Adidas set 

for the protection of marks with reputation242. 

The low threshold of similarity was further clarified in El Corte Inglés243. In said case, 

the General Court had decided that since there was only a “low degree of conceptual 

similarity”244 between the marks and that they were so different that no global 

assessment245 had to be conducted as regards to the likelihood of confusion. The General 

                                                 
240 Ibid. See para. 41: ”The answer to Question 2(b) must therefore be that the fact that a sign is viewed as 
an embellishment by the relevant section of the public is not, in itself, an obstacle to the protection 
conferred by Article 5(2) of the Directive where the degree of similarity is none the less such that the 
relevant section of the public establishes a link between the sign and the mark.” 

241 Senftleben, M., Trade Mark Protection – A Black Hole in the Intellectual Property Galaxy? 
International Review of Intellectual Property and Competition Law, Vol. 42, No. 4, pp. 383-502, 2011. 

242 C-408/01 Adidas-Salomon AG, Adidas Benelux BV and Fitnessworld Trading Ltd, 23rd of October 
2003. 

243 C-603/14 El Corte Inglés v. Office for Harmonisation in the Internal Market (OHIM), 10th of 
December 2015. 

244 Ibid. See para. 20.  

245 European Union Intellectual Property Office (EUIPO). Guidelines for Examination. 1st of February 
2020. “The Court has stated that likelihood of confusion must be appreciated globally, taking into account 
all the factors relevant to the circumstances of the case; this appreciation depends on numerous elements 
and, in particular, on the degree of recognition of the mark on the market, the association that the public 
might make between the two marks and the degree of similarity between the signs and the goods and 
services (judgment of 11/11/1997, C-251/95, Sabèl, EU:C:1997:528, § 22).” 
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Court further found that not having to conduct a global assessment as regards to the 

likelihood of confusion also meant that a global assessment was unnecessary to conduct 

as regards to detriment or unfair advantage of the distinctive character or the repute of 

the mark with reputation246. The CJEU refuted this view and concluded that even a low 

degree of conceptual similarity would require a global assessment to be made regarding 

infringement under the marks with reputation doctrine, independently from any 

assessment or conclusion made regarding a likelihood of confusion247.  

This essentially opens the door for a very wide interpretation of when a sign is similar to 

a mark with reputation, as “the connection which consumers are capable of making 

between the signs at issue [does not need] to be immediate”248. This, coupled with a sign 

not needing to be used as a trademark249, creates a situation where vaguely similar 

decorative elements or embellishments, which do not immediately establish a link to a 

mark with reputation, could still be considered to constitute infringement. 

3.2 The Protection of Goodwill – Reputation 

When trying to understand what “reputation” in EU trademark law actually means, it is 

first necessary to understand its multifaceted nature. Consider the wording of the 

original Trademark Directive below, largely identical in the Regulation and in 

subsequent revisions: 

Any Member State may also provide that the proprietor shall be entitled to prevent all third 
parties… from using… any sign which is identical with, or similar to, the trade mark… where the 
latter has a reputation in the Member State and where use of that sign without due cause takes 
unfair advantage of, or is detrimental to… the repute of the trade mark (emphasis added).250  

We can see that reputation is both a threshold for providing the extended protection, as 

well as the very thing being protected. This creates a situation where the Court must 

simultaneously assess when a trademark is reputable enough to deserve protection in 

                                                 
246 C-603/14 El Corte Inglés v. Office for Harmonisation in the Internal Market (OHIM), 10th of 
December 2015. See para 46: “However, as regards the assessment of the conditions for the application of 
Article 8(5) of Regulation No 207/2009, the General Court stated, in paragraph 39 of the judgment under 
appeal, that it was apparent from the comparison of the signs at issue, which was carried out in the context 
of paragraph 1(b) of that article, that those signs were not similar and therefore that the conditions for the 
application of paragraph 5 of that article were not satisfied.” 

247 Ibid. See para. 51-52.  

248 Ibid. See para. 50.  

249 Referring to the Court’s interpretations in C-408/01 Adidas discussed earlier.  

250 First Council Directive 89/104, 1989 O.J. (L 40) 1 (EC) 
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any of the three ways provided251, and on the other hand, if that repute is worth 

protecting. This relationship has led to some intriguing, to say at the least, 

interpretations by the CJEU. 

Some of the first signs of the far-reaching effect, that repute has, were given in Dior252. 

In said case, the defendant advertised products, made by Dior, that they had not obtained 

from Dior themselves but by means of parallel imports. The legality of the products for 

sale was not disputed. What was disputed, however, was that Evora advertised the 

products in their marketing leaflets, which included pictures of the perfume bottles and 

the packaging of the products. Dior claimed that this harmed the reputation of the Dior-

owned brands at question. The question, essentially, was if damage to reputation could 

override the exhaustion of rights.  

To some extent it could. The CJEU ruled that damage to reputation could in principle 

constitute a reason to set aside any rules of exhaustion253. The CJEU stated that the 

reseller must not act unfairly towards the proprietor of the mark and that they must act 

in a way that prevents any harm to be caused to the value of the trademark254. The Court 

furthermore exemplified that damage could occur where the reseller puts the trademark 

in a context that could seriously detract from the image of the trademark255. While, for 

good measure, the Court also stated that a balance must be struck between the legitimate 

interests of the parties256, this ruling still seems to create a situation where, by virtue of 

one’s business model, the resale of goods can be prohibited. Any retailer that operates a 

model where they seek to buy any cheap lots of goods in order to be able to provide the 

                                                 
251 Referring to detriment to the distinctive character, detriment to the repute and unfair advantage taken 
of either or both of them. 

252 C-337/95 Parfums Christian Dior SA, Parfums Christian Dior BV and Evora BV, 4th November 1997. 

253 Ibid. para. 43. ”The damage done to the reputation of a trade mark may, in principle, be a legitimate 
reason, within the meaning of Article 7(2) of the Directive, allowing the proprietor to oppose further 
commercialization of goods which have been put on the market in the Community by him or with his 
consent.” 

254 Ibid. para 45. “As regards the instant case, which concerns prestigious, luxury goods, the reseller must 
not act unfairly in relation to the legitimate interests of the trade mark owner. He must therefore 
endeavour to prevent his advertising from affecting the value of the trade mark by detracting from the 
allure and prestigious image of the goods in question and from their aura of luxury.” 

255 Ibid. para 47. ”For example, such damage could occur if, in an advertising leaflet distributed by him, 
the reseller did not take care to avoid putting the trade mark in a context which might seriously detract 
from the image which the trade mark owner has succeeded in creating around his trade mark.” 

256 Ibid. para 44. “[A] balance must be struck between the legitimate interest of the trade mark owner in 
being protected against resellers using his trade mark for advertising in a manner which could damage the 
reputation of the trade mark and the reseller's legitimate interest in being able to resell the goods in 
question by using advertising methods which are customary in his sector of trade.” 
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“best deals” possible, without putting any investment into a luxurious brand or retail 

experience, is in the end not going to comply with a luxury-brand’s idea of how their 

products should be marketed. Allowing this to constitute a reason to impede the free 

movement of goods puts into context how highly the CJEU regards reputation, 

considering the underlying goals of the EU257. 

Perhaps the most important case that has shaped the understanding of reputation as a 

concept is General Motors258. The case concerned the trademark “Chevy”, used for motor 

vehicles, especially vans. The later user of the mark, Yplon, had registered it for 

detergents and various cleaning products. General Motors claimed that “Chevy” was a 

mark with reputation and that Yplon was infringing it. The question referred was 

essentially how the concept of having a reputation should be understood and whether or 

not a reputation must exist throughout the Member State (or in this case the Benelux 

territory)259. 

The CJEU, in their judgement, decided to place the threshold of reputation quite low. 

The answer to the actual question posed, whether a reputation in a part of the territory 

amounts to reputation, was yes. The Court held that a reputation cannot be required to 

exist throughout the Member State and that it is sufficient that it exists in a substantial 

part of it260. In the case of the Benelux territory, one country of that territory is 

considered a substantial part of it261. This wasn’t the important part of the judgement, 

though. What was ground-breaking was that the CJEU adopted the standard of niche 

fame, by stating that “[t]he public amongst which the earlier trade mark must have 

acquired a reputation is that concerned by that trade mark, that is to say, depending on 

the product or service marketed, either the public at large or a more specialised public, 

for example traders in a specific sector.”262 Furthermore, the Court held that it cannot be 

inferred from the letter or the spirit of the law that the trademark must be known by a 

                                                 
257 Robinson W., Pratt G., and Kelly R. Trademark Law Harmonization in the European Union. Twenty 
Years Back and Forth. Fordham Intell. Prop. Media & Ent. L.J. Vol. 23, p. 731, 2013. 

258 C-375/97 General Motors Corporation and Yplon SA, 14th of September 1999. 

259 Ibid. para. 11. ”The Tribunal de Commerce took the view that determination of the case required 
clarification of the concept of a trade mark having a reputation and of the question whether the reputation 
must exist throughout the Benelux countries or whether it is sufficient for it to exist in part of that territory 
and decided to stay proceedings and refer the following question to the Court for a preliminary ruling.” 

260 Ibid. para. 28.  

261 Ibid. para. 29. ”It is sufficient for a Benelux trade mark to have a reputation in a substantial part of the 
Benelux territory, which part may consist of a part of one of the Benelux countries.” 

262 Ibid. para. 24. 
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given percentage of the relevant public, but that the degree of knowledge must be 

significant263. As such, the CJEU considers the threshold of reputation to be more than 

simply a quantitative requirement and that it includes qualitative elements as well. The 

Court stated that relevant factors to consider are in particular the market share held, the 

intensity, geographical extent and duration of use and the size of investment made in 

promoting the trademark264.  

With General Motors, the Court set the standard for reputation very low. Scholars have 

expressed concerns about how one can possibly know which trademarks have a 

reputation and within which relevant public, given that the “reputation as adequate 

notice” standard clearly can’t work265. Fhima has argued that one way around this is the 

requirement that consumers form a link between the marks266. This necessarily implies 

some overlap of the relevant publics. However, if the mark has a reputation within a very 

niche market, and the junior user uses the mark for goods aimed at a more general public, 

there is inevitably going to be overlap. This still creates a situation where relatively 

unknown trademarks can be infringed by others who have suboptimal means to find out 

whether there exists a reputation.  

While General Motors considered what was needed for a national trademark to have a 

reputation267, Pago considered what the threshold for EU trademarks were268. The 

judgement was largely analogous with General Motors, the paragraphs mostly restating 

the Courts views from that judgement269. While General Motors held that a trademark 

must have a reputation in a substantial part of the Member State, Pago, on the other 

hand, held that an EU trademark must have a reputation in a substantial part of the 

territory of the Community270. What was left to interpret was what constitutes a 

substantial part of the territory of the Community. Again, the CJEU opted to place the 

                                                 
263 Ibid. para. 25-26. 

264 Ibid. para. 27. 

265 Burrell, R., Handler, M. Reputation in European trade mark law: a re-examination. ERA Forum 17, 
85–99, 2016. 

266 Fhima, I. Trademark Dilution in Europe and the United States. Oxford University Press, Oxford, 2011. 

267 C-375/97 General Motors Corporation and Yplon SA, 14th of September 1999. 

268 C-301/07 PAGO International GmbH v. Tirolmilch registrierte Genossenschaft mbH, 6th of October 
2009. 

269 Ibid. para. 22-25/27-28. 

270 Ibid. para. 27. 
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threshold quite low. The Court essentially stated that a Member State constitutes a 

substantial part of the territory of the Community271. 

Why is the territorial requirement set so low in General Motors and Pago? Some have 

argued that this results from practical considerations, that aim to keep the playing field 

level. If the requirement for national reputation was set at reputation existing throughout 

the Member State, this would of course be easier to establish in Estonia than in 

Germany272. If the requirement for an EU trademark to have a reputation was set more 

quantitatively and higher, brands from smaller countries would have troubles reaching 

this threshold, while brands from bigger countries could meet this threshold within their 

Member State273. As such, setting the threshold quite low, while also opting for niche 

fame274, makes the system “fair” as everyone has an easy task in reaching the threshold 

of reputation. This view, however, sets aside any considerations about maintaining free 

competition and the freedom to conduct a business275.  

Following Pago, what was left to find out was how a reputation in one Member State can 

be used to prohibit use in another Member State. Iron & Smith addressed this 

question276. The background of the case was that Iron & Smith tried to register the mark 

“be impulsive” as a figurative mark. Unilever opposed the application on basis of its EU 

trademark “Impulse”. The registration office had found that the products under 

Unilever’s “Impulse” brand held a 5% and 0,2% in the United Kingdom and Italy 

respectively, which was sufficient to establish a reputation within a substantial part of 

the territory of the Community. The question referred to the CJEU was essentially if a 

reputation established in one Member State could be used to oppose registration in 

another Member State277.  

                                                 
271 Ibid. para 29. ”As the present case concerns a Community trade mark with a reputation throughout the 
territory of a Member State, namely Austria, the view may be taken, regard being had to the circumstances 
of the main proceedings, that the territorial requirement imposed by Article 9(1)(c) of the regulation is 
satisfied.” 

272 Senftleben, M. Adapting EU Trademark Law to New Technologies - Back to Basics? (June 30, 2011). 
CONSTRUCTING EUROPEAN INTELLECTUAL PROPERTY: ACHIEVEMENTS AND NEW 
PERSPECTIVES, C. Geiger, ed., Edward Elgar Publishing, 2013. See page 166. 

273 Ibid. p. 166. 

274 C-375/97 General Motors Corporation and Yplon SA, 14th of September 1999. See para. 24. 

275 European Union. Charter of Fundamental Rights of the European Union. No. C 326/02 2012. 

276 C-125/14 Iron & Smith kft v. Unilever NV, 3rd of September 2015. 

277 Ibid. para. 14. 
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The CJEU held that reputation does not have to be established in the country where 

protection is sought278. As such, the low territorial scope of reputation required, set in 

General Motors and Pago, did not translate into a limited territorial scope of protection. 

The practical approach by the Court thus opens the door for multinational companies 

with big portfolios of brands, like Unilever, to police a multitude of marks throughout 

the EU based on having a reputation somewhere in the EU. Moreover, a market share of 

5% seems quite low to establish a reputation, as it probably puts your brand outside the 

five biggest brands in the category. The Court did try to limit the aforementioned effect. 

They still held that a link is needed for any detriment of unfair advantage to be able to 

exist279. However, the Court also stated that a reputation is not needed for consumers to 

be able to form a link. It is enough that a “commercially significant” part of the relevant 

public is familiar with the mark280. How should commercially significant be understood? 

Is it sufficient that enough people are familiar with it so that a minimum production 

quantity can be sold with a profit? Is commercially significant, although lower, even close 

to the threshold of reputation? However low this threshold is, the inevitable result of 

Iron & Smith is that the reputation threshold was lowered as long as the mark has a 

reputation somewhere in the EU. This, because reputation did not have to exist where 

protection is sought. As such, the effects of reputation turn out to be quite far-reaching.  

One thing not yet discussed in case law is the quality of reputation. It cannot be inferred 

from anything in the relevant case law that the threshold of reputation considers 

qualitative aspects about how positive the reputation of a mark is and what its ability to 

attract consumers is. The threshold is rather concerned with what the proprietor of the 

mark has done281, overlooking the fact that they might not be successful at all in their 

                                                 
278 Ibid. para 20. ”Thus, if the reputation of an earlier Community trade mark is established in a 
substantial part of the territory of the European Union which may, in some circumstances, coincide with 
the territory of a single Member State, it must be held that that mark has a ‘reputation in the [European 
Union]’… and the proprietor of that mark is not required to produce evidence of that reputation in the 
Member State in which the application for registration of the later national mark, which is the subject of an 
opposition, has been filed.” 

279 Ibid. para. 29. ”Also, even assuming that the earlier Community trade mark is unknown to the relevant 
public in the Member State in which the registration of the later national mark is applied for, which it is for 
the referring court to ascertain, the use of the national mark does not, in principle, enable unfair advantage 
to be taken of it or of the distinctive character or reputation of the earlier mark and is not detrimental to 
them.”  

280 Ibid. para. 30. ”However, even if the earlier Community trade mark is not known to a significant part 
of the relevant public in the Member State in which registration of the later national mark has been applied 
for, it is conceivable that a commercially significant part of the latter may be familiar with it and make a 
connection between that mark and the later national mark.” 

281 C-375/97 General Motors Corporation and Yplon SA, 14th of September 1999. See para. 27. “In 
examining whether this condition is fulfilled, the national court must take into consideration all the 
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investments in the mark. This is a critique voiced by scholars as well. A mark being 

famous does not mean that the associations it has are positive or that it would have any 

power of attraction282. This is also a point where the EU marks with reputation doctrine 

diverges from what Schechter envisioned the protection to be. Schechter saw the value 

in the trademark to lie in its selling power, which he saw worthy of protection against 

harm283. Protecting trademarks simply because they are famous undermines why we 

think we are protecting marks with reputation. 

3.3 Distinctiveness 

Schechter stated that “the more distinctive the mark, the more effective is its selling 

power284. Distinctiveness makes a trademark unique and gives it selling power, as such 

it should be protected285. Distinctive character is a concept that has rarely been addressed 

independently by the CJEU. It has thus remained fairly ambiguous. There are, however, 

some interpretations to be made, which reveal that the concept is very much out of place 

in the marks with reputation doctrine. 

Already in Sabel, were the overarching characterizations of distinctive character 

revealed286. First, distinctiveness is a concept that is strongly linked with the likelihood 

of confusion. The Court held that the more distinctive the mark, the greater will be the 

likelihood of confusion287. Second, distinctiveness is not independent from reputation, 

as opposed to what one might think288. The Court also held that distinctive character can 

follow reputation289. These two aspects, that distinctiveness is more at home in the 

                                                 
relevant facts of the case, in particular the market share held by the trade mark, the intensity, geographical 
extent and duration of its use, and the size of the investment made by the undertaking in promoting it.” 

282 Senftleben, M. The Trademark Tower of Babel – Dilution Concepts in International, US and EC 
Trademark Law. International Review of Intellectual Property and Competition Law, Vol. 40, No. 1, pp. 45-
77, 2009. 

283 Schechter, F. The Rational Basis of Trademark Protection. Harvard Law Review, Vol. 40, No. 6, pp. 
813–833, 1927. 

284 Ibid. 

285 Ibid. 

286 C-251/95 Sabel BV. and Puma AG, Rudolf Dassler Sport, 11th November 1997.  

287 Ibid. para. 24. 

288 Referring to the fact that distinctive character and repute are both elements which can be 
detrimentally affected or taken unfair advantage of or the fact that Schechter classified (or at least thought 
he did) the uniqueness of the mark as an independent element from its selling power. 

289 C-251/95 Sabel BV. and Puma AG, Rudolf Dassler Sport, 11th November 1997. See para. 24. “…where 
the earlier mark has a particularly distinctive character, either per se or because of the reputation it enjoys 
with the public.” 
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context of confusion and that it is not independent from reputation, are characterizations 

subsequently repeated throughout case law.  

The exact mechanism of how distinctive character and confusion are linked was clarified 

in Canon290. The Court held that “distinctive character… must be taken into account 

when determining whether the similarity of the goods or services covered by the trade 

marks is sufficient to give rise to the likelihood of confusion.”291 As such, it is clear that 

the CJEU’s stance is that higher distinctiveness means that more people might think 

products or services originate from the senior mark, despite a greater dissimilarity 

between the products or services in question. 

Further evidence of the link between distinctiveness and confusion was given in BMW292. 

In said case, the Court stated that examples of unfair advantage or detriment can be 

“giving the public a false impression of the relationship between the advertiser and the 

trade mark owner.”293 This could be understood as the Court saying, that where the 

trademark is highly distinctive, the consumer might be confused about the relationship 

between the junior and senior users of the mark. Furthermore, in Marca Mode, the 

relationship between distinctive character and confusion was addressed again294. The 

CJEU held in their judgement that:  

[W]here a trade mark has a particularly distinctive character, either per se or because of the 
reputation it enjoys with the public, and a third party… uses… a sign which so closely corresponds 
to the mark as to give rise to the possibility of its being associated with that mark, the exclusive 
right enjoyed by the proprietor entitles him to prevent the use of the sign by that third party if the 
distinctive character of the mark is such that the possibility of such association giving rise to 
confusion cannot be ruled out.295 

Here we can observe both elements again. One, distinctiveness can follow from 

reputation, emphasising their interconnected relationship. Second, distinctive character 

affects the likelihood of confusion, again showing that the concept might be more at 

home there.  

                                                 
290 C-39/97 Canon Kabushiki Kaisha and Metro-Goldwyn-Mayer Inc., 29th of September 1998. 

291 Ibid. para. 24. 

292 C-63/97 Bayerische Motorenwerke AG (BMW), BMW Nederland BV and Ronald Karel Deenik, 23rd 
of February 1999. 

293 Ibid. para. 40. 

294 C-425/28 Marca Mode CV and Adidas AG, Adidas Benelux BV, 22nd of June 2000. 

295 Ibid. para 42. 
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As to what actually constitutes a distinctive character, guidance was given in Lloyd 

Schuhfabrik296. The Court held that when assessing whether or not a mark has a highly 

distinctive character, an overall assessment needs to be made297. Furthermore, particular 

consideration should be given to:  

[T]he fact that it does or does not contain an element descriptive of the goods or services for which 
it has been registered; the market share held by the mark; how intensive, geographically 
widespread and long-standing use of the mark has been; the amount invested by the undertaking 
in promoting the mark; the proportion of the relevant section of the public which, because of the 
mark, identifies the goods or services as originating from a particular undertaking; and statements 
from chambers of commerce and industry or other trade and professional associations.298 

As we can see, most of the aspects refer more to the proprietor’s investment in the mark 

or the reputation it has, many resembling the relevant aspects to consider when assessing 

reputation. This again shows that distinctive character as a concept is closely linked to 

reputation. This casts doubt on what the purpose of distinctive character in the context 

of marks with reputation is.  

The mismatch that distinctive character has with the doctrine of marks with reputation 

has been noted by scholars as well, with Senftleben arguing that as a concept it is 

obsolete299. He states that the protection of distinctive character always runs back to 

reputation, as what is ultimately seen as distinctiveness is the brand image, which in turn 

is a manifestation of the reputation and goodwill a mark has300. As such, the concept of 

distinctive character should be removed altogether from the marks with reputation 

doctrine, which would bring clarity between the confusion doctrine and the reputation 

doctrine, one dealing with distinctiveness and the other with reputation301. Ultimately, it 

seems as if distinctive character is included in the protection because it might be seen as 

a more “noble” cause of trademark protection. Reality is that protection is still mostly 

about reputation. 

                                                 
296 C-342/97 Lloyd Schuhfabrik Meyer & Co. GmbH and Klijsen Handel BV, 22nd of June 1999. 

297 Ibid. para. 22. 

298 Ibid. para. 23. 

299 Senftleben, M. The Trademark Tower of Babel – Dilution Concepts in International, US and EC 
Trademark Law. International Review of Intellectual Property and Competition Law, Vol. 40, No. 1, pp. 45-
77, 2009. 

300 Ibid. 

301 Ibid. 
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3.4 Detriment to the Distinctive Character or the Repute 

Schechter described detriment as “the gradual whittling away… of the identity and hold 

upon the public”302. Some form of detriment has always been at the center of the marks 

with reputation doctrine. In Schechter’s original argument for antidilution protection, 

he saw harm to the selling power and uniqueness of trademark as the only rational basis 

for trademark protection303. Considering the tug of war between the EU Commission and 

the Parliament, on whether or not the marks with reputation doctrine should be based 

solely on detriment304, it is of high importance and interest to understand what the CJEU 

has understood the concept of detriment to mean. 

Early case law, with Dior and BMW305, showed that the CJEU saw detriment as a serious 

cause of action, ruling that it may in principle be a reason to disregard exhaustion or any 

due cause in using a mark with reputation. This view sets somewhat of a “the sky is the 

limit” type of protection where detriment is found but it doesn’t tell us what the 

minimum standard of detriment is or how it should be proven.  

In General Motors, the CJEU interestingly held that detriment without due cause is a 

prerequisite of being granted protection306. This was an interesting comment, 

considering the existence of the unfair advantage protection in the provision on marks 

with reputation. Could this be interpreted as the Court viewing unfair advantage as 

something that needs to be detrimental as well? If so, it would mean that the Court 

accepted the Commissions view on how the marks with reputation doctrine should work. 

A second interesting interpretation in General Motors was that the Court took the view 

that the stronger the reputation and distinctive character is, the easier it is to accept that 

                                                 
302 Schechter, F. The Rational Basis of Trademark Protection. Harvard Law Review, Vol. 40, No. 6, pp. 
813–833, 1927. 

303 Schechter, F. The Rational Basis of Trademark Protection. Harvard Law Review, Vol. 40, No. 6, pp. 
813–833, 1927. See page 825: “The real injury in all such cases can only be gauged in the light of what has 
been said concerning the function of a trade- mark. It is the gradual whittling away or dispersion of the 
identity and hold upon the public mind of the mark or name by its use upon non-competing goods.” 

304 Referring back to chapter 2.5.1.2 on the Trademark Regulation. 

305 C-63/97 Bayerische Motorenwerke AG (BMW), para. 49 and C-337/95 Parfums Christian Dior SA, 
para. 43. 

306 C-375/97 General Motors Corporation and Yplon SA, 14th of September 1999. See para. 30. “If, at the 
end of its examination, the national court decides that the condition as to the existence of a reputation is 
fulfilled, as regards both the public concerned and the territory in question, it must then go on to examine 
the second condition laid down in Article 5(2) of the Directive, which is that the earlier trade mark must be 
detrimentally affected without due cause.” 
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there is detriment307. As for why this is the case, the Court offered no explanation. 

Intuitively, one would think that the stronger a mark is, the harder it is to harm it. This 

intuition has since been supported by empirical studies on how trademark dilution 

works308. Quite opposite to the Courts view, it seems that when a mark is very famous, 

supposedly dilutive uses of the mark may even serve to reinforce it309. In light of 

empirical evidence, the Courts view does not make sense. They have however held on to 

it as late as in 2013310.  

As for what detriment is, the CJEU gave guidance on the matter in Intel when it explained 

what constitutes detriment to distinctive character311. The Courts explanation was 

extraordinary: 

As regards, in particular, detriment to the distinctive character of the earlier mark, also referred 
to as ‘dilution’, ‘whittling away’ or ‘blurring’, such detriment is caused when that mark’s ability to 
identify the goods or services for which it is registered and used as coming from the proprietor of 
that mark is weakened, since use of the later mark leads to dispersion of the identity and hold upon 
the public mind of the earlier mark. That is notably the case when the earlier mark, which used to 
arouse immediate association with the goods and services for which it is registered, is no longer 
capable of doing so.312 

The explanation is part identical and part synonymous to Schechter’s explanation of 

detriment to distinctiveness313. That is, detriment to distinctive character happens when 

the marks ability to quickly and accurately bring to mind its proprietor and their 

products is weakened. How should the CJEU’s quote-like explanation of detriment to 

distinctive character be understood then? The logical explanation is that the Court truly 

believes in Schechter’s idea of antidilution protection and that the marks with reputation 

provision should be used and interpreted in the light of the characterizations he made. 

This would lead one to believe that detriment to repute is to be understood how 

                                                 
307 Ibid. para 30. “Here it should be observed that the stronger the earlier mark's distinctive character and 
reputation the easier it will be to accept that detriment has been caused to it.” 

308 Morrin, M. & Jacoby, J. Trademark Dilution: Empirical Measures for an Elusive Concept. Journal Of 
Public Policy & Marketing, Vol. 19, No, 2, 265-276, 2000. 

309 Ibid. 

310 C-252/12 Specsavers International Healthcare Ltd, Specsavers BV, Specsavers Optical Group Ltd, 
Specsavers Optical Superstores Ltd v. Asda Stores Ltd, 18th of July 2013. See para. 39. 

311 C-252/07 Intel Corporation INC. v. CPM United Kingdom Ltd., 27th of November 2008. 

312 Ibid. para. 29. 

313 Schechter, F. The Rational Basis of Trademark Protection. Harvard Law Review, Vol. 40, No. 6, pp. 
813–833, 1927. See p. 825: “It is the gradual whittling away or dispersion of the identity and hold upon the 
public mind of the mark or name by its use upon non-competing goods.” 
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Schechter explained it as well. That is, as the weakening of the marks selling power314. 

However, this might not be true. While Schechter saw the value in the trademark to lie 

in its selling power, not merely the goodwill but its capability to further create goodwill 

and sales, the CJEU has not understood repute to mean the same. The CJEU has seen 

reputation to consist more of a quantitative threshold of fame, as well as focusing on the 

actions of the proprietor rather than how successful they have been, and not taking into 

account the actual selling power of the repute315. Another point in Intel where the Courts 

interpretation diverged from Schechter’s ideas was when they held that a mark does not 

have to be unique in order for detriment to the distinctive character to take place and 

that a mark with reputation always has a distinctive character because of its 

reputation316. This is not consistent with Schechter, as he saw unique and coined 

trademarks as being more distinctive and worthy of protection317. As such, the CJEU’s 

characterization of the concepts within the marks with reputation doctrine becomes 

somewhat inconsistent and confusing.  

Intel also answered the question of whether or not actual detriment needs to be shown. 

The CJEU held that the proprietor of the mark does not need to show actual and present 

injury to the mark318. However, they need to “prove that there is a serious risk that such 

an injury will occur in the future”319. The Court, furthermore, stated that the proprietor 

cannot be required to wait for such an injury to occur in order to be able to prohibit 

use320. This is quite a sensible approach. It would of course be odd if the proprietor of a 

mark with a reputation would need to wait for actual harm to occur before he could seek 

protection under the doctrine aimed at combatting such harm. This does, however, leave 

open the question of what qualifies as proof of risk of serious injury. The Court did not 

provide too much guidance on this part. They did state that even if a link needs to be 

established between the senior and junior marks, the mere existence of such a link does 

                                                 
314 Ibid. p. 831. 

315 Referring back to section 3.2 and pages 56-57. 

316 C-252/07 Intel Corporation INC. v. CPM United Kingdom Ltd., 27th of November 2008. Para 

317 Schechter, F. The Rational Basis of Trademark Protection. Harvard Law Review, Vol. 40, No. 6, pp. 
813–833, 1927. See p. 831: “[T]he degree of its protection depends in turn upon the extent to which, 
through the efforts or ingenuity of its owner, it is actually unique and different from other marks.” 

318 C-252/07 Intel Corporation INC. v. CPM United Kingdom Ltd., 27th of November 2008. See para. 38. 

319 Ibid. para. 38. 

320 Ibid. para. 38. 
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not prove any injury in itself321. Furthermore, the Court stated that evidence is needed of 

a change in the economic behaviour of the average consumer, or a serious likelihood that 

such change will occur in the future322. While actual change in economic behaviour can 

surely be proven, the question of what evidence of a risk is was still left open to 

interpretation. 

Interflora gave further guidelines on what is considered detrimental to the distinctive 

character of a mark with reputation323. The CJEU held that when a third party uses a sign 

identical or similar to a mark with reputation, it reduces the marks distinctiveness and 

is thus detrimental to the distinctive character, when it contributes to turning the 

trademark into a generic term324. This view is quite simplistic, as it seems to make the 

assessment less conditional on the facts of the case and more of assumes detriment 

resulting from use. While Intel did set a standard of change in economic behaviour, 

Interflora on the other hand didn’t hold on to this view quite as strongly.  

In Environmental Manufacturing, the CJEU finally answered the question of what 

qualifies as evidence of a serious risk of detriment325. The Court held that change in 

economic behaviour cannot be deduced solely from subjective elements such as 

consumers’ perceptions326. Furthermore, they explained that the fact consumers note the 

presence of a new sign is not sufficient to establish the existence of detriment to the 

distinctive character327. This, on first glance, sounds promising. The Court is prepared to 

require objective evidence of a change or a risk of change in consumers’ economic 

behaviour. This was, however, not exactly the case. The Court further on stated that 

evidence of serious risk of detriment allows for the use of “logical deductions”328. Citing 

the General Court and further explaining, the CJEU held that those deductions cannot 

be merely hypothetical or based on mere suppositions but must be founded on “an 

                                                 
321 Ibid. para. 32. ”However, the existence of such a link is not sufficient, in itself, to establish that there is 
one of the types of injury referred to in Article 4(4)(a) of the Directive, which constitute…” 

322 Ibid. para. 77.  

323 C-323/09 Interflora Inc., Interflora British Unit v. Marks & Spencer plc, Flowers Direct Online Ltd, 
22nd of September 2011.  

324 Ibid. para. 79. 

325 C-383/12 P Environmental Manufacturing LLP and Office for Harmonisation in the Internal Market 
(OHIM), 14th of November 2013. 

326 Ibid. para. 37. 

327 Ibid. para. 37. 

328 Ibid. para. 42. 
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analysis of the probabilities and by taking account of the normal practice in the relevant 

sector as well as all the other circumstances of the case”329. Said in simple terms, what 

qualifies is logical reasoning that’s based on what’s likely to happen considering the 

context? If no actual objective evidence, such as consumer research, is needed, then what 

more than hypothetical conclusions are these “logical deductions”? Simply stating that 

evidence cannot be hypothetical seems like a lazy way of masking the fact that you’re 

setting the bar for evidence incredibly low.  

After Environmental Manufacturing, the Court is, on one hand, ready to accept rational 

arguments as evidence of injury that would take place, and on the other hand, not 

complying with empirical research that would logically form the basis of those rational 

arguments. An example of this is that the Court has held time after time that a link is 

needed for there to be able to exist detriment330. However, when actually understanding 

Morrin and Jacoby’s explanation of how dilution happens in the memory and 

information retrieval structure in the human brain, it is irrelevant whether or not the 

consumer has previous knowledge of the mark with reputation331. Further associations 

are added to the associative network, which will also detrimentally affect the mark with 

reputations future capability to arouse associations belonging to that mark332. If a 

reputation in a single Member State is enough to amount to a reputation in the 

Community333, then it should be irrelevant whether or not the consumers establish a link, 

because the ability of the trademark to arouse certain associations is weakened even if 

the consumers at question do not have previous knowledge of that mark. Furthermore, 

the Court has multiple times held, that the more immediate and stronger the association 

is and the stronger the distinctiveness or reputation is, the easier it is to find detriment334. 

However as previously stated, empirical research points to the direction that the stronger 

the trademark the harder it is to cause injury, with exceptional trademarks even being 

reinforced by supposedly dilutive uses335. As such, the court is not consistent when 

                                                 
329 Ibid. para. 43. 

330 See e.g. General Motors para. 23, Intel para. 30-31 and Iron & Smith para. 28. 

331 Morrin, M. & Jacoby, J. Trademark Dilution: Empirical Measures for an Elusive Concept. Journal Of 
Public Policy & Marketing, Vol. 19, No, 2, 265-276, 2000. 

332 Ibid. 

333 C-301/07 PAGO International GmbH v. Tirolmilch registrierte Genossenschaft mbH, 6th of October 
2009. 

334 See e.g. General Motors para. 30, Intel para. 67 and Iron & Smith para. 33. 

335 Morrin, M. & Jacoby, J. Trademark Dilution: Empirical Measures for an Elusive Concept. Journal Of 
Public Policy & Marketing, Vol. 19, No, 2, 265-276, 2000. 
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accepting rational arguments as evidence of detriment, while simultaneously making up 

empirical facts to base those arguments on. 

In the end, the concept of detriment comes off as an incoherent attempt at hiding what 

the Court might really be aiming at; The propertisation and protection of goodwill and 

the prevention of free riding. 

3.5 Trademarks as Property – Unfair Advantage and Due Cause 

Both the Trademark Directive and the Regulation have since their original versions 

included the protection against taking unfair advantage of the repute or the distinctive 

character of a mark with reputation336. The protection ending up in the final versions 

that were adopted was the result of a decade long back and forth between the 

Commission and the Parliament337. In a restrictive interpretation, the protection can be 

limited in ways that do not end up turning trademarks into property as such, but in an 

expansive interpretation, the property rights of the trademark owner can end up almost 

absolute. As such, it is highly interesting to understand how the CJEU has characterized 

unfair advantage and due cause, in order to truly understand if it has been a process of 

turning trademarks into property. 

Some of the first considerations on what unfair advantage or due cause mean came with 

BMW338. The CJEU essentially held that ways customary in the sector constitute due 

cause, unless there is serious damage to the trademark339. As such, unfair advantage does 

not qualify as a reason to override due cause in using that mark where it is customary to 

the sector. Furthermore, the Court held that all advantage is not unfair advantage340. This 

was an important distinction, since it clearly limits the absoluteness of the property 

                                                 
336 First Council Directive 89/104, 1989 O.J. (L 40) 1 (EC). See also: Council Regulation 40/94, 1994 O.J. 
(L 11) (EC) 

337 Referring back to chapter 2.5.1.2 on the Trademark Regulation. 

338 C-63/97 Bayerische Motorenwerke AG (BMW), BMW Nederland BV and Ronald Karel Deenik, 23rd 
of February 1999. 

339 Ibid. para. 49.”At paragraph 48, the Court concluded that the proprietor of a trade mark may not rely 
on Article 7(2) to oppose the use of the trade mark, in ways customary in the reseller's sector of trade, for 
the purpose of bringing to the public's attention the further commercialisation of the trade-marked goods, 
unless it is established that such use seriously damages the reputation of the trademark.” 

340 Ibid. para. 53. ”If, on the other hand, there is no risk that the public will be led to believe that there is a 
commercial connection between the reseller and the trade mark proprietor, the mere fact that the reseller 
derives an advantage from using the trade mark in that advertisements for the sale of goods covered by the 
mark, which are in other respects honest and fair, lend an aura of quality to his own business does not 
constitute a legitimate reason within the meaning of Article 7(2) of the directive.” 
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rights in marks with reputation. The Court also held that where the sign is necessary to 

use for informative purposes, and one can’t communicate accurate information without 

using it, such use does not take unfair advantage of the mark with reputation341. Judged 

as a whole, the Court clearly set a restrictive standard for unfair advantage where it held 

that informative uses for the purpose of communication are to be judged under the 

likelihood of confusion or association standards.  

While General Motors wasn’t about what is unfair advantage and what due cause is, it 

still established an important requirement that limits the property-like protection of 

trademarks342. In General Motors, the CJEU came up with the requirement that 

consumers must associate the junior and senior marks or form a link so to say343. This is 

important, because it sets a clear limit to the property-like protection of trademarks. That 

is, marks with reputation cannot be used to prevent any use everywhere. It would have, 

of course, been an odd outcome if marks with reputation could be taken unfair advantage 

of, despite the consumers not connecting the junior and senior marks. It is, anyway, 

important that the CJEU early on established this requirement. They have since held on 

to it until this day344. 

Davidoff wasn’t exactly about unfair advantage or due cause either, but here as well did 

the CJEU make some interesting notes about the marks with reputation doctrine345. The 

Court stated that protection is granted when the use of the sign takes unfair advantage 

of, or is detrimental to, the distinctive character or the repute of the mark and that it is 

thus specific protection against impairment of the distinctive character or repute346. This 

is interesting, since the phrase “it is thus” leads one to believe that the Court believes 

unfair advantage includes some form of impairment as well. This interpretation would 

limit the property-like protection of marks with reputation, since there would always 

                                                 
341 Ibid. para. 54. ”In that connection, it is sufficient to state that a reseller who sells second-hand BMW 
cars and who genuinely has specialised or is a specialist in the sale of those vehicles cannot in practice 
communicate such information to his customers without using the BMW mark. In consequence, such an 
informative use of the BMW mark is necessary to guarantee the right of resale under Article 7 of the 
directive and does not take unfair advantage of the distinctive character or repute of that trademark.” 

342 C-375/97 General Motors Corporation and Yplon SA, 14th of September 1999.  

343 Ibid. para. 23. While the wording says that association is needed for there to be damage, the wording 
should be understood to mean that association is needed for any of the three types of protections in the 
marks with reputation doctrine.  

344 See e.g. Iron & Smith para. 28. 

345 C-292/00 Davidoff & Cie SA, Zino Davidoff SA and Gofkid Ltd, 9th of January 2003.  

346 Ibid. para. 21. 
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have to be some form of detriment present. It has to be, however, noted at this point 

already that the Court didn’t stick to this interpretation through the years. Another result 

from Davidoff was, if it was still unclear from previous case law, that the marks with 

reputation doctrine is a distinct form of action and not merely an addition to “normal” 

infringement where the goods are dissimilar347. This, on the other hand, serves to 

strengthen the property-like protection of trademarks, since new causes of action are 

added.  

In Intel, the question of unfair advantage was discussed348. In said case, Intel claimed 

that CPM was taking unfair advantage of the trademark INTEL by using the trademark 

INTELMARK. An interesting choice of words by the CJEU was that it called unfair 

advantage an “injury”, and not only once349. This would intuitively suggest that the Court 

believes that assessing unfair advantage is not completely independent from assessing 

the possible harm to the mark with reputation or its proprietor. If this is the case, it would 

to some extent limit the property-like protection of marks with reputation. The same 

paragraph does, however, simultaneously indicate the opposite. While stating that unfair 

advantage must be assessed by reference to the average consumer, the Court stated that 

it is the average consumer of the junior mark as opposed to the senior mark, as was the 

case with finding detriment350. By doing this, the Court is shifting focus from what the 

effect on the mark with reputation is to what the benefit drawn by the junior mark is. 

This, of course, expands the property-like protection of marks with reputation. 

Another result from Intel was that while reconfirming the requirement that consumers 

must form a link between the junior and senior mark, the Court highlighted the 

possibility that the relevant sectors of the public for the two marks might not overlap351. 

                                                 
347 Ibid. para. 25. ”Having regard to the latter aspects, that article cannot be given an interpretation which 
would lead to marks with a reputation having less protection where a sign is used for identical or similar 
goods or services than where a sign is used for non-similar goods or services.” 

348 C-252/07 Intel Corporation INC. v. CPM United Kingdom Ltd., 27th of November 2008. 

349 Ibid. para. 36. ”Secondly, as regards injury consisting of unfair advantage taken of the distinctive 
character or the repute of the earlier mark, in so far as what is prohibited is the drawing of benefit from 
that mark by the proprietor of the later mark, the existence of such injury must be assessed by reference to 
average consumers of the goods or services for which the later mark is registered, who are reasonably well 
informed and reasonably observant and circumspect.” 

350 Ibid. para. 36. 

351 Ibid. para. 46. ”It is possible that the conflicting marks are registered for goods or services in respect of 
which the relevant sections of the public do not overlap.” 
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Subsequently, no link can be established352, which in turn leads to the conclusion that no 

unfair advantage can be taken. While this requirement in itself was not new353, the Court 

still further elaborated on it by highlighting the possibility that even identical marks may 

not be associated where there is no overlap of the relevant public. By doing this, the Court 

provided further avenues in finding reasons as to why the use of a mark would not 

constitute infringement. This limits the absoluteness of the protection of marks with 

reputation. 

If anyone thought the CJEU was building a restrictive understanding of what unfair 

advantage means, they were severely shocked with what the Court ruled in L’Oréal 

Bellure354. The case was truly a landmark one that was going to revolutionize how EU 

trademark law understood unfair advantage and trademarks as property. First of many 

groundbreaking interpretations was that unfair advantage is not a detriment caused to 

the mark with reputation, but simply an advantage gained by a third party355. This goes 

against what the wordings of previous CJEU judgements might imply356. Furthermore, 

the Court held that an advantage gained by the third party does not have to be 

detrimental in order to be unfair, not to the repute or distinctive character of the mark 

but also not to the proprietor in general357. This, importantly, sets unfair advantage as an 

independent cause of action that does not in any way require detriment to be proved or 

even claimed. By doing this, the CJEU has essentially moved from trademark law 

recognizing the guarantee of origin, to recognizing detrimental effects to trademarks to 

now recognizing the existence of free riding. This massively expands the property-like 

protection of trademarks. 

                                                 
352 Ibid. para. 48. ”In such a case, the public targeted by each of the two marks may never be confronted 
with the other mark, so that it will not establish any link between those marks.” 

353 The requirement being set already in General Motors para. 23. 

C-487/07 L’Oréal SA, Lancôme parfums et beauté & Cie SNC, Laboratoire Garnier & Cie v. Bellure NV, 
Malaika Investment Ltd, Starion International Ltd, 18th of June 2009.  

355 Ibid. para. 41. “As regards the concept of ‘taking unfair advantage of the distinctive character or the 
repute of the trade mark’, also referred to as ‘parasitism’ or ‘free-riding’, that concept relates not to the 
detriment caused to the mark but to the advantage taken by the third party as a result of the use of the 
identical or similar sign.” 

356 See Intel and Davidoff. 

357 C-487/07 L’Oréal SA, Lancôme parfums et beauté & Cie SNC, Laboratoire Garnier & Cie v. Bellure 
NV, Malaika Investment Ltd, Starion International Ltd, 18th of June 2009. See para. 43. 
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While now recognizing free riding as an independent cause of action, scholars have 

criticized the CJEU for providing next to no explanation of what free riding is358. It is 

unclear whether or not any advantage has to be proven, for example by increased sales, 

or if it’s enough to infer or presume there to be an advantage. Furthermore, it’s hard to 

objectively answer the question about whether or not there exists a causal relation 

between using a sign and any positive outcomes. This leads to the conclusion that free 

riding can simply mean copying, imitating and referencing, acts which all have a role in 

market competition and downstream innovation359. Furthermore, while clearly being 

comfortable with shaping economic policy, the CJEU still provided no economic 

arguments as to why free riding should be unlawful. Gangjee and Burrell discuss the fact 

that the internalization of externalities, negative or positive, often plays a key role in 

judging economic implications and policy360. However, not only did the CJEU not really 

consider these aspects, there also isn’t really any reason as to why the positive 

externalities of goodwill should be internalized361.  

Another new interpretation by the CJEU with L’Oréal Bellure was that it considered 

intent to be a guiding star. The Court held that account have to be taken of the fact that 

it is the intent of the junior user to take advantage of the distinctive character and the 

repute of the mark with reputation362. Furthermore, intent signifies that the advantage 

is unfairly taken363. Again, there is no consideration of whether or not such advantage is 

detrimental. Not only is this view very simplistic, in that it doesn’t consider how 

multifaceted intent can be and that the very intention of market competition is to take 

advantage where it can be taken. It also completely misses the mark on understanding 

how brand image and goodwill is created. Contemporary marketing research suggests 

that brand image creation is about co-creation of meaning between all the relevant 

                                                 
358 Gangjee, D. & Burrell, R. Because You’re Worth It: L’Oréal and the Prohibition on Free Riding. The 
Modern Law Review, Vol. 73, No. 2, pp. 282-295, 2010. 

359 Ibid. 

360 Ibid. 

361 Ibid. 

362 C-487/07 L’Oréal SA, Lancôme parfums et beauté & Cie SNC, Laboratoire Garnier & Cie v. Bellure 
NV, Malaika Investment Ltd, Starion International Ltd, 18th of June 2009. See para. 48. 

363 Ibid. para. 49. ”[W]here a third party attempts… to ride on the coat-tails of that mark in order to 
benefit from its power of attraction, its reputation and its prestige, and to exploit, without paying any 
financial compensation and without being required to make efforts of his own in that regard, the marketing 
effort expended by the proprietor of that mark in order to create and maintain the image of that mark, the 
advantage resulting from such use must be considered to be an advantage that has been unfairly taken…” 
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stakeholders, such as consumers364. While the CJEU did put some consideration on the 

exploitation being of the “[financial] marketing effort” by the proprietor, the main 

emphasis is still on the brand image as such365. If contemporary marketing research 

claims brand image and goodwill are co-created, then what is the justification for the 

proprietor of the trademark in internalizing all the positive externalities of the brand 

image? This mismatch has been noted by scholars as well366. Exploitation of the financial 

efforts undertaken by someone else could create incentive problems, justifying the 

internalization of those positive externalities367. But in CJEU’s explanation, the focus is 

very much on the brands image, repute and goodwill in its co-created form and not on 

the efforts undertaken by the proprietor. This marks a drastic and unjustified expansion 

of property rights in trademarks. 

L’Oréal Bellure also considered what kind of comparative advertising may be permitted. 

The effect essentially being that if something would not be considered lawful 

comparative advertising, it would constitute trademark infringement under the double 

identity provision. The CJEU essentially stated that comparative advertising can be 

prevented where the use is not detrimental to the essential function of a trademark but 

to “one of the other functions of the mark”368. Those being e.g. investment, advertising 

or communication. Furthermore, the Court made use of article 3a 1(h) of the Unfair 

Competition Directive, stating that presenting your products or services as imitations or 

replicas is not considered lawful comparative advertising369. As such, the use takes unfair 

advantage of the mark with reputation370.  

                                                 
364 For studies on brand co-creation see e.g.: Hatch, M. & Schulz M. Toward a Theory of Brand Co-
Creation with Implications for Brand Governance. Journal of Brand Management Vol. 17, pp. 590-604, 
2010. or Närvänen E. “The Brand as a Cultural Network Hub: Acknowledging Multiple Parties in 
Branding” in Proceedings of the 21st Nordic Conference on Business Studies: NFF 2011 A Practice About 
Practice, (Stockholm University School of Business, 2011). 

365 C-487/07 L’Oréal SA, Lancôme parfums et beauté & Cie SNC, Laboratoire Garnier & Cie v. Bellure 
NV, Malaika Investment Ltd, Starion International Ltd, 18th of June 2009. See para. 49. 

366 Gangjee, D., Property in Brands (March 19, 2013). ‘Property in Brands: The Commodification of 
Conversation’ in H. Howe and J. Griffiths (eds) Property Concepts in Intellectual Property Law 
(Cambridge: CUP 2013), Forthcoming. 

367 Gangjee, D. & Burrell, R. Because You’re Worth It: L’Oréal and the Prohibition on Free Riding. The 
Modern Law Review, Vol. 73, No. 2, pp. 282-295, 2010. 

368 C-487/07 L’Oréal SA, Lancôme parfums et beauté & Cie SNC, Laboratoire Garnier & Cie v. Bellure 
NV, Malaika Investment Ltd, Starion International Ltd, 18th of June 2009. See para. 65. 

369 Directive 97/55/EC of European Parliament and of the Council of 6 October 1997 amending Directive 
84/450/EEC concerning misleading advertising so as to include comparative advertising 

370 C-487/07 L’Oréal SA, Lancôme parfums et beauté & Cie SNC, Laboratoire Garnier & Cie v. Bellure 
NV, Malaika Investment Ltd, Starion International Ltd, 18th of June 2009. See para. 79. 
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This interpretation of the law is very problematic. Not only because it intuitively runs 

against the spirit of competition law trying to promote free competition, to the extent it 

is not detrimental to consumers or businesses. This interpretation is also problematic 

because it seems to counter the spirit of the Directive, which can be interpreted from the 

recitals371. The recitals are very much focused on preventing detriment and 

anticompetitive effects, which the monopolization of signs could have. For example, 

recital 7 states that it should established what kind of comparative advertising is 

“detrimental to competitors and have an adverse effect on consumer choice”372. As such, 

one could envision the ban on imitations and replicas to mean that they are unlawful 

when they have a detrimental effect to the maker of the product that is being compared. 

Such detriment could, for example, be a change in economic behavior of the relevant 

public of those products373.  

In the present case, however, it is very clear that there is no detriment but only an 

advantage gained. It also seems highly questionable that the marketing of cheap 

imitations could serve to replace sales of the “real thing”. The Court did seem to try to 

get around this by stating that the use could be detrimental to the investment, advertising 

or communication functions of the trademark374. It does seem questionable how 

essentially protecting one’s investment into brand equity building and their “right” to 

control the communication of that sign is “balancing… the different interests”375. Doing 

this clearly impedes the free flow of information, increasing consumers’ search costs, and 

limits free commercial speech. This line of thinking by the CJEU explains what Assaf 

means when she describes “magical thinking in trademark law”, where brands are lifted 

to the status of sacred objects376. Famous brands are thus above normal competition and 

their image and “aura” is out of reach for anyone to touch. The problem with CJEU’s 

interpretation of the Unfair Competition Directive has been noticed by scholars as well, 

                                                 
371 Directive 97/55/EC of European Parliament and of the Council of 6 October 1997 amending Directive 
84/450/EEC concerning misleading advertising so as to include comparative advertising 

372 Ibid. 

373 Using a analogous comparison to detriment to the distinctive character or the repute of a mark with 
reputation. 

374 C-487/07 L’Oréal SA, Lancôme parfums et beauté & Cie SNC, Laboratoire Garnier & Cie v. Bellure 
NV, Malaika Investment Ltd, Starion International Ltd, 18th of June 2009. See para. 65. 

375 Ibid. para. 68. 

376 Assaf, K. Magical Thinking in Trademark Law. Law & Social Inquiry, 37(3), p.595-626, 2012. 
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with Kur, Bently and Ohly voicing their concerns over the judgement377. They question 

the very existence of the provision in the Unfair Competition Directive, and at a very least 

demand a more thorough discussion on whether the interpretation balanced rights 

properly or whether it is anticompetitive. As they put it: “If consumer information (albeit 

of an indirect kind) is no longer recognized as providing a ‘due cause’ – what else would 

be left?”378.  

In Interflora, intent was once again found to be quite central379. The Court stated that 

when someone selects a mark with reputation as a keyword in an internet referencing 

service, the intent is to take advantage of the repute of the mark380. Same was true for 

Specsavers, where it was stated that the intent of someone creating a mark vaguely 

resembling a mark with reputation must be taken into account381. While L’Oréal Bellure 

was quite instant in equating intent with unfair advantage382, the same was not quite true 

for Interflora. In Interflora, the Court found that when someone uses a mark with 

reputation as a keyword to offer an alternative that is not a mere imitation and which 

does not cause detriment or adversely affect the trademark functions, it is done with due 

cause383. This is quite surprising considering L’Oréal Bellure. In what regard is keyword 

advertising with a famous trademark not riding on the coat-tails of that mark in order to 

benefit from its power of attraction and prestige and not exploiting the marketing efforts 

expended by the proprietor of the mark with reputation? Furthermore, in what sense is 

offering an alternative delivery service not a mere imitation? Seems as if the Court was 

much more lenient in finding due cause for using the mark in Interflora, compared to 

L’Oréal Bellure. While using a mark with reputation for providing an alternative and 

advertising your offering, which arguably can be objectively and accurately advertised 

without using that mark with reputation, was found to be due cause, using a mark with 

                                                 
377 Kur, A., Bently, L. & Ohly, A. Sweet Smells and a Sour Taste – The ECJ’s L’Oreal Decision. Max Planck 
Institute for Intellectual Property, Competition & Tax Law Research Paper No. 09-12, 2009.  

378 Ibid. 

379 C-323/09 Interflora Inc., Interflora British Unit v. Marks & Spencer plc, Flowers Direct Online Ltd, 
22nd of September 2011. 

380 Ibid. para. 86. 

381 C-252/12 Specsavers International Healthcare Ltd, Specsavers BV, Specsavers Optical Group Ltd, 
Specsavers Optical Superstores Ltd v. Asda Stores Ltd, 18th of July 2013. See para. 40. 

382 C-487/07 L’Oréal SA, Lancôme parfums et beauté & Cie SNC, Laboratoire Garnier & Cie v. Bellure 
NV, Malaika Investment Ltd, Starion International Ltd, 18th of June 2009. See para. 49.  

383 C-323/09 Interflora Inc., Interflora British Unit v. Marks & Spencer plc, Flowers Direct Online Ltd, 
22nd of September 2011. See para. 91/95. 
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reputation for communicating essential information of the product at question, which 

arguably cannot be communicated without using that mark, was found not to be due 

cause. This seems highly contradictory.  

In Red Bull, the meaning of due cause was discussed384. This case made many interesting 

interpretations about what constitutes due cause, some of which are not in line with 

previous case law. First, the CJEU stated that “due cause” regarding the marks with 

reputation doctrine is a lower and different threshold than “due cause” regarding normal 

infringement385. This would suggest that due cause extends beyond e.g. comparative 

advertising or communication of fit. Second, the Court highlighted the fact that the 

provision intends to strike a balance between safeguarding the essential function of the 

trademark and the interests of other economic operators in having signs capable of 

denoting their products and services386. This is interesting, since the Court made no 

effort to highlight this issue in L’Oréal Bellure. Furthermore, the Court stated that “due 

cause” is not restricted to objectively overriding reasons387. This is an important 

distinction, since it essentially opens the door for Courts to actually conduct any 

meaningful balancing. Finally, the Court stated that due cause can mean that the 

proprietor of a mark with reputation must simply tolerate the use388. As such, there can 

be a case where the proprietor of a mark with reputation is able to show detriment or 

unfair advantage but must anyway tolerate the use when there is due cause. This further 

provides Courts with tools to balance the interests of the parties involved. Mirroring this 

line of thinking to L’Oréal Bellure, it could thus be the case that unfair advantage is found 

but L’Oréal is made to tolerate the use due to there being due cause in communicating 

information of the offering. Overall, Red Bull provided for a much more sensible 

approach to due cause that actually provides room for Courts to balance the interests of 

different parties. It would be, however, hard to claim that Red Bull reversed 

interpretations made in L’Oréal Bellure. 

Further interpretation of due cause was given in Ornua389. In said case Ornua was the 

proprietor of the mark KERRYGOLD, which has a reputation in the Union. Tindale & 

                                                 
384 C-65/12 Leidseplein Beheer BV, Hendrikus de Vries v. Red Bull GmbH, Red Bull Nederland BV, 6th of 
February 2014. 

385 Ibid. para. 31-38. 

386 Ibid. para. 41-42. 

387 Ibid. para. 48. 

388 Ibid. para. 60. 

389 C-93/16 Ornua Co-operative Ltd v. Tindale & Stanton Ltd Espan ̃a SL, 20th of July 2017. 
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Stanton was the proprietor of the KERRYMAID mark, which peacefully co-existed with 

the KERRYGOLD mark in the UK and in Ireland. Tindale & Stanton later started 

exporting their products to Spain, which Ornua claimed was infringing under the marks 

with reputation provision. The question referred to the CJEU was if a peaceful co-

existence in a part of the Union, leading to due cause existing in that part, meant there 

was due cause in using the mark elsewhere in the Union. The CJEU held that the peaceful 

co-existence does not mean that the use elsewhere could not be detrimental or take 

unfair advantage of the mark with reputation390. The Court stated that a global 

assessment of all relevant factors must be made regardless of due cause existing in a part 

of the Union391. The relevant factors in Spain can of course be different from those in the 

UK or Ireland. This interpretation, as such, makes the protection of EU trademarks with 

reputation more local than before. Due cause, detriment, and unfair advantage might all 

depend on the local relevant factors. While this case essentially allowed the proprietor of 

a mark with reputation to rely on the protection, even when there was due cause 

elsewhere, the judgement could be seen to work the other way around as well. It could 

be that where the use of a sign in a part of the union is infringing, there could be due 

cause in using it in another part of the Union. As such, Ornua served to limit the 

absoluteness of the geographical scope of protection. 

Due cause was once again considered in Kenzo Tsujimoto392. In said case, one Kenzo 

Tsujimoto had repeatedly tried to register the mark KENZO ESTATE for various 

products, claiming there to be due cause on the basis of Kenzo being his first name. The 

CJEU held that the Trademark Regulation does not confer an unconditional right to 

register one’s name as a trademark393. Furthermore, the Court stated that it would be 

highly likely that the mark would take unfair advantage of the earlier KENZO mark with 

reputation, and as such, balancing the interest of all parties, there was not enough due 

cause in using the mark394. Intent was once again decisive in the case, in that the General 

                                                 
390 Ibid. para. 60. “Therefore, the answer to the third question is that Article 9(1)(c) of Regulation No 
207/2009 must be interpreted as meaning that the fact that, in part of the European Union, an EU trade 
mark with a reputation and a sign peacefully coexist, does not allow the conclusion that in another part of 
the European Union, where that peaceful coexistence is absent, there is due cause legitimising the use of 
that sign.” 

391 Ibid. para. 59. 

392 In Joined Cases C-85/16 P and C-86/16 P Kenzo Tsujimoto and European Union Intellectual Property 
Office (EUIPO), Kenzo, 30th of May 2018. 

393 Ibid. para. 83. 

394 Ibid. para. 92. 
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Court had found, and the Court of Justice confirmed, that Kenzo Tsujimoto wanted to 

take unfair advantage of the reputation of the KENZO mark.  

In the end, the understanding of unfair advantage and due cause is left quite property-

like following L’Oréal Bellure395. While earlier on, the CJEU was focusing more on 

detriment, and even characterizing unfair advantage as being in some sense detrimental 

to the proprietor of the mark, this interpretation did not last. Later cases, mainly Red 

Bull396, have since clarified the scope of due cause, which arguably provides Courts with 

better tools for balancing different interests. Nevertheless, the CJEU has not backed 

away from recognizing anti-free riding protection, as unfair advantage is still today 

understood as not being a type of injury, but an advantage gained by a third party. As 

such, the protection is still understood as a property-like one more than an unfair 

competition-like one. 

                                                 
395 C-487/07 L’Oréal SA, Lancôme parfums et beauté & Cie SNC, Laboratoire Garnier & Cie v. Bellure 
NV, Malaika Investment Ltd, Starion International Ltd, 18th of June 2009. 

396 C-65/12 Leidseplein Beheer BV, Hendrikus de Vries v. Red Bull GmbH, Red Bull Nederland BV, 6th of 
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4 CONCLUSIONS 

In the end, it seems clear that the marks with reputation doctrine is an incoherent piece 

of law that struggles to justify its existence and does not correspond to the ideas the 

doctrine was founded on.  

The marks with reputation doctrine was founded on the notion of harm to the 

distinctiveness or goodwill of the trademark397. In Schechter’s view, a trademark’s selling 

power was what made it valuable, and thus it was worthy of protection398. On the other 

hand, he did not consider trademarks property or advocate for property-based 

protection399. Important to remember is also that Schechter was a legal realist400. As 

such, what is essential is what he wanted to achieve, not how he wanted to achieve it. 

Schechter wanted to create a system that would protect famous trademarks and their 

owner against unfair practices that could harm their trademark, its goodwill and its 

distinctiveness. He wasn’t interested in creating legal theory that would a century later 

push trademark law into recognizing famous marks as property. 

Same is true for the early development of EU trademark law. The Memorandum and the 

first proposal for the Trademark Regulation were only concerned with specific practices 

that were detrimental401. They did not include unfair advantage as a basis for liability. 

The Memorandum even stated that these acts should be regulated under competition law 

as unfair commercial practices402. Notwithstanding the legislative process that 

eventually included unfair advantage in EU trademark law, the CJEU still seemed to in 

the early days favor a view where liability is connected to some form of injury or 

detriment403. It was only later that the CJEU began to recognize unfair advantage as an 

independent cause for action404. In doing this, the CJEU has essentially recognized 

famous trademarks as property.  

                                                 
397 Schechter, F. The Rational Basis of Trademark Protection. Harvard Law Review, Vol. 40, No. 6, pp. 
813–833, 1927. 

398 Ibid. 

399 Ibid. 

400 Referring back to section 2.3. 

401 Referring back to section 2.5.1.2. 

402 European Commission. Memorandum on the creation of and EEC trade mark. Bulletin of the 
European Communities, 1976. 

403 See for example Davidoff or Intel. 

404 See L’Oréal. 
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There is clearly a mismatch between the original rationale of the protection and how the 

marks with reputation doctrine works today. The doctrine is rooted in the idea that 

certain practices are detrimental to a trademark’s distinctiveness and reputation, its 

selling power so to say. However, the most striking aspect of the doctrine today is that it 

grants protection based on an advantage gained by a third party, independently from any 

damage or detriment caused. In doing this, the doctrine employs a Lockean natural 

rights argument for justifying property rights in trademarks405. As such, a protection that 

was once only concerned with specific detrimental and unfair practices, has now turned 

into a system that recognizes famous trademarks as property.  

This development struggles to find any justification, especially from a law and economics 

perspective. The classic tragedy of the commons example refers to negative externalities, 

costs, that must be internalized by an owner of property406. If a resource is not treated as 

someone’s property, it will be overused as no one will bear the cost of it407. This 

conceptualization of property generally doesn’t apply to trademarks, since the 

externalities are positive, not negative408. Trademarks are not a finite resource, that can 

be overused, except for cases where the use is actually detrimental to a trademark’s 

distinctive character or reputation. But mirroring this line of thinking with L’Oréal 

Bellure, it is clear that the advantage gained by the third party, in the absence of any 

detriment, does not “overuse” the trademark. As such, there is not a sound argument as 

to why the externalities, positive in this case, should be internalized.  

Another way of applying economic theory to trademarks, is by looking at search costs. 

Trademark law aims at promoting economic efficiency409. This is achieved by ensuring 

that trademarks are effective tools for communication, which lowers search costs for 

consumers410. Uses which increase search costs are harmful from an economic 

perspective. This is the case when confusing trademarks are used, forcing the consumer 

                                                 
405 Franklyn, D. Debunking Dilution Doctrine: Toward a Coherent Theory of the Anti-Free-Rider 
Principle in American Trademark Law. Hastings Law Journal, Vol. 56, 2004.  

406 Lemley, M. Property, Intellectual Property, and Free Riding. Texas Law Review, Vol. 83, p. 1031, 
2005. 

407 Ibid. 

408 Referring back to the discussion on page 21. 

409 Landes, W. and Posner, R. Trademark Law: An Economic Perspective. J. L. & Econ. Vol. 30, pp. 265-
309, 1987. 

410 Dogan, S. and Lemley, M. Trademarks and Consumer Search Costs on the Internet. Houston Law 
Review, Vol. 41, p. 777, 2004. 
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to use more time on researching the offering. Applying this analysis to L’Oréal Bellure, 

we can again see that there is really no reason to stop a third party from communicating 

information about the offering using L’Oréal’s trademarks. Quite the contrary, not 

allowing this use increases search costs as consumers have to spend more time 

researching the offering. 

While theories of externalities and search costs don’t justify the outcome of L’Oréal 

Bellure, the case looks somewhat different when applying the analysis to the problem 

first defined by Schechter. Take Kodak for example411. If we believe that outrageously 

free-riding uses of the “KODAK” mark, such as on bicycles, are detrimental to the mark’s 

distinctiveness, goodwill and selling power, the externality is also part negative. The 

overuse of the mark actually “gradually whittles away” its value. As such, there now is an 

argument for internalizing the externalities, in order for the resource not to be overused. 

But importantly, this is tied to the overuse being detrimental and harmful. A simple 

advantage gained by a third party is not a negative externality. Cases such as Kodak can 

arguably also include the incentive problem, described by Gangjee and Burrell412. If the 

resource, that you invested in creating, can be overused by others, it disincentivizes you 

from investing in it. This notion is again tied to the overuse being detrimental and 

harmful.  

As such, for the same reasons that economic theory does not support how the marks with 

reputation doctrine works today, it also does support granting protection against the uses 

that Schechter described, such as in Kodak. 

4.1 The Future of the Marks With Reputation Doctrine 

The fact, that the marks with reputation doctrine does not match its original 

conceptualization and that it cannot be justified by economic theories used to justify 

property or trademark law, does not mean that the doctrine is obsolete in its entirety. It 

seems clear that it is reasonable to grant protection against uses that are genuinely 

detrimental. The question is rather, that are we actually describing principles of 

competition law when trying to justify why this protection should exist? I argue that such 

protection should be granted under competition law and unfair commercial practices.  

                                                 
411 Eastman Co. v. Kodak Cycle Co., 15 Reports Patent Cases 105 (1898). 

412 Gangjee, D. & Burrell, R. Because You’re Worth It: L’Oréal and the Prohibition on Free Riding. The 
Modern Law Review, Vol. 73, No. 2, pp. 282-295, 2010. 
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Considering that Schechter was a legal realist, and that he rejected the notion of 

trademarks as property413, makes one ask the question that was he actually describing 

unfair commercial practices all along? As previously stated, he wasn’t necessarily 

interested in creating theory that would shape trademark law, but rather wanted to deal 

with contemporary problems in the early 1900’s. Schechter might not have realized how 

far reaching effects putting this kind of protection in a property rights system would 

have. This, coupled with the fact that the EU Commission initially viewed the problem as 

a competition law one, creates a real argument as for why this protection should be 

granted under competition law and unfair commercial practices. Doing this would bring 

clarity as to why we have such a protection. Protection would not be granted on the basis 

of property, but rather on the basis of a practice being detrimental and harmful. This 

would be consistent both with Schechter’s original idea of protection and economic 

theory.  

The idea of granting protection under competition law isn’t new on international forums 

either. In the Lisbon conference of 1958, organized by the WIPO predecessor BIRPI, the 

question of a dedicated marks with reputation article in the Paris Convention was 

discussed414. While the majority of the contracting parties supported such an article, the 

result of the conversation was nonetheless that sufficient protection is granted under 

article 10bis, which grants protection against unfair competition415. 

Detaching marks with reputation protection from trademark law would also bring much 

needed clarity as to why trademark law exists. Whenever describing intellectual property 

to someone uneducated in the subject, I always start with explaining why we have any 

form of IP. Usually it is easily explained, such as “to incentivize innovation”. For 

trademarks it’s more complex. On one hand, trademark law exists to protect consumers 

against being confused or deceived about the origin of a product or service, or about the 

relationship between two parties. On the other hand, trademark law exists to protect 

famous trademarks from being harmed by detrimental uses or to prevent them being 

taken advantage of.  

                                                 
413 Bone, R. Schechter’s Ideas in Historical Context and Dilution’s Rocky Road. Santa Clara High Tech. 
L.J. Vol. 24, p. 469, 2007. 

414 Zweigbergk, Å. Lissabonkonferensen 1958. Nordiskt Immateriellt Rättsskydd, Nr. 4/1958. 

415 Ibid. 
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This isn’t a mere technicality but creates real problems as well. While legal experts might 

understand the workings of trademark law well, small businesses and other everyday 

users of trademarks are ill equipped to understand the levels of complexity present in 

modern trademark law. An example of this was the recent case of Lidl and the blogger, 

social media personality and graphic designer Kasper Strömman416. Kasper Strömman 

had long wished for Lidl to bring back their fresh bagels, creating a recurring joke out of 

this. In further developing the joke, he created a humorous alteration of the Lidl-logo, 

that said “bagel” instead. He also printed the logo on t-shirts, which he sold. Lidl was 

unhappy with this and demanded he stop. Kasper Strömman complied and the case 

never went to court, but for the sake of this example, let’s agree Lidl was right. The use 

was in the course of trade, as he sold the t-shirts. The logo clearly established a link and 

it took advantage of the Lidl-mark, as without the reference to Lidl the joke was obsolete, 

and the shirts wouldn’t make sense.  

Considering previous discussion, it is hard to find any justification to why this use should 

be considered unlawful. It has all the previously described elements and reasons for why 

it shouldn’t be. It was also clearly against the public’s perception of what is right and 

wrong. Protecting famous marks as property allows for this, but is this really how we 

think the law should work?  

Protecting marks with reputation against detriment under competition law, against 

unfair commercial practices, would better ground protection on the notion of detriment. 

As such, granting protection would be conditional on detriment existing and on some 

sense of proportionality of how extensive that detriment is. Simultaneously, it would 

serve to clarify the scope and purpose of trademark law, so that everyday users can better 

understand it. Granting protection under competition law would also be more consistent 

with economic theory of how trademarks work on the market, while also leading to a 

better economic justification of trademark law.  

Consumer confusion should constitute the only rational basis of trademark protection, 

while uses detrimental to distinctiveness and repute can be prohibited as unfair 

commercial practices.  

                                                 
416 Helsingin Sanomat. Lidl vaatii graafikko Kasper Strömmania poistamaan humoristisen bagel-paidan 
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30.4.2020. Available: https://www.hs.fi/kulttuuri/art-2000006492881.html  
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